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No. 6467. i 

I 

The Hygienic Products Company, Appellant, 

vs. I 

i 

Conway P. Coe, Commissioner of Patents, i 

^ 1 


a Supreme Court of the District of Columbiaj 

In Equity. I 

i 

No. 55090. ! 

j 

The Hygienic Products Company, Plaintiff, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

I 

j 

United States of America, | 

District of Columbia, ss: j 

Be it remembered, That in the Supreme Court of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, the following 
papers were filed and proceedings had, in the above-intitled 
cause, to wit: | 
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1 In the Supremo Court of the District of Columbia. 

In Equity. 

Xo. 55090. 

For Registration of Trade-^Iark, under Sec. 63, Tit. 35, 

U. S. Code. 

The Hygienic Products Comp.\ny’, Plaintiff, 

vs. 

Thomas E. Robertson, as Commissioner of Patents, 

Defendant. 

Bill. 

Filed November 30,1932. 

To the Supreme Court of the District of Columbia: 

The plaintiff states as follows: 

1. The plaintiff. The Hygienic Products Company, is a 
corporation duly organized and existing under and by 
virtue of the laws of the State of Ohio, is located and has 
its principal office and place of business in Canton, in Stark 
County, Ohio, and is a citizen and resident of said State, 
in the Eastern Division of the Northern District of Ohio. 

2. The defendant, Thomas E. Robertson, is Commis¬ 
sioner of Patents of the United States, and is a citizen and 
a resident of the State of Maryland, and has an official 
residence in the United States Patent Office in the Com¬ 
merce Building, in the City of Washington, in the District 
of Columbia. 

3. That this is a suit in equity brought under Section 4915 
Revised Statutes, now Section 63, Title 35, U. S. Code; for 
the registration of Plaintiff’s trade-mark on an application 
therefor filed by and on behalf of the plaintiff in the United 
States Patent Office. 

4. The Hygienic Products Company, the plaintiff, was 
incorporated under the laws of the State of Ohio, on or 
about March 26, 1908, and then and thereafter engaged in 
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the manufacture and sale of toilet and laundijy soaps; 
of which Articles of Incorporation or a certified copy 


0 . 


thereof, profert is hereby made as part of 
In or about the month of April, 1911, the 


this bill, 
plaintitf 


company as a pioneer, began and has ever sinci contin¬ 
uously engaged and now is engaged in the manufacture and 
sale of a powdered chemical cleansing and deodorizing com¬ 
pound for use in cleaning water-closet bowls, en|bodying 
the inventions of United States Letters Patent X(}). 1,040,- 
575, granted December 31,1912, to the plaintiff as ^ssignee 
of Edwin W. Oldham, for a Cleaning Powder, an<^ in due 
time, cmbodving the invention of United States! Letters 
Patent No. 1,124,664, granted January 12,1915 to t^ie plain¬ 
tiff company, as assignee of Charles H. Schlabacjh, for a 
Cleaning Powder; of which Letters Patent or certified cop¬ 
ies thereof, profert is hereby made as part of this Ifill. 

6. In or about the month of April, 1911, the plaintitf 
company designed, adopted, applied and used in ir.terstate 
commerce, a label for and upon cans containing said pioneer 
cleaning powder for water-closet bowls, comprising a plu¬ 
rality of white panels with red borders and containing 
therein the trade-mark ‘^Sani-Flush” and a trade-mark 
picture of a maid pouring cleaning powder into a water- 
closet bowl; which trade-mark ^‘Sani-Flush’’ as jused in 
said white panels, was duly registered by the plaintiff 
company in the United States Patent Office on April 9, 
1912, as No. 86,062, for Cleaning Powder; as sho'wn by a 
certified specimen of the label, containing said tracie-mark, 
of which profert is hereby made as part of this bill. 

7. After using said white panel label for a year pr more, 
it was concluded by Charles H. Schlabach, then ajnd ever 
since the General Manager, Secretary and Treasurer of the 

plaintiff company, that the white panel label was not 
3 distinctive enough to command the attention of the 

consuming public, and especially the illiterate and 
those of foreign tongues, who might be unable to under¬ 
stand the English language; and after considering and in¬ 
specting numerous designs of labels containing panels of 
various colors by placing cans containing the saibe in a 
row upon a shelf, where they were studied and rWiewed 
for the purpose of determining which color of pan^l would 
prove to be the most effective for impressing itself upon 
the minds and memory of the public, in association with the 
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new product to which it was to be applied and used, on or 
about February 25,, 1913, the particular color of yellow for 
a panel bounded by a contrasting* dark colored border was 
selected, adopted and used, and has ever since been used 
in interstate commerce as a trade-mark panel in a label 
for cans containing said cleaning powder, to indicate the 
origin of the goods. 

8. Prior to February 25, 1913, the plaintiff company de¬ 
signed and composed a label containing said yellow panel 
bounded bv a contrasting dark colored border, as a trade- 
mark, and has ever since applied or affixed said label or a 
revised edition or a Spanish translation thereof, containing 
said trade-mark, to each and every can or package contain¬ 
ing said cleaning powder manufactured and sold by it as 
aforesaid, to indicate the origin thereof, and the successive 
editions of said label were duly registered by the plaintiff 
company in the United States Patent Office, as follows, to- 
\vit : 

Xo. 16,945, on April 22, 1913, for a Powdered Chemical 
Compound, 

Xo. 17,694, on May 12, 1914, for a Cleaning Preparation, 
Xo. 25,156, on Oct. 17, 1922, for a Powdered Compound for 
Cleaning, 

Xo. 33,026, on Xov. 22, 1927, for a Powdered Compound for 
Cleaning, 

Xo. 38,446, on Dec. 30, 1930, for a Powdered Compound for 
Cleaning, 

of which label registrations or certified copies thereof, pro- 
fert is hereby made as part of this bill. 

4 9. The yellow panel with a dark colored border 

was selected as a distinctive device or svmbol to in- 

% 

dicate the origin of plaintiff’s closet bowl cleaning powder, 
because it was then and is yet believed that the perception 
of color among all peoples, the illiterate, those of foreign 
tongue and even among the children, is as universal as the 
appreciation of music, which extends to all peoples, irre¬ 
spective of race, age, education, color or nationality; and 
because yellow is an outstanding color, which makes an im¬ 
mediate impression upon the eye and the memory of a 
purchaser, and because the yellow panel in itself would 
make a complete impression in the mind of a buyer and 
would be readily remembered, and associated with the new 
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pioneer product, aside from and independent of ^ny other 
name, trade-mark, picture or design contained in the label; 
and the selection of the particular yellow panel (iolor was 
not an accident, but was the well considered conclusion as 
to its effectiveness for the purpose intended, of identifying 
the origin and maker of the pioneer product, by as^sociating 
the idea of a yellow panel in a label, with the i^)articular 
product. 

10. On January 25, 191G, said bowl picture trkde-mark 
was duly registered by tlie plaintiff* company in tile United 
States Patent Office, as No. 108,251, for Cleaning'j Powder, 
as shown by a certified specimen of the label containing said 
trademark, of which profert is hereby made as pabt of this 
Bill; on June 19, 1923, a Spanish translation ^‘Sano-Lava” 
of said trade-mark ^‘Sani-Flush” was registered by the 
plaintiff company in the United States Patent Office, as No. 
169,498, for Cleaning Powder, as shown by a certified speci¬ 
men of a Spanish translation of said label contah^ing said 
trade-mark of which profert is hereby made as paj’t of this 
Bill; and on November 12, 1929, said ‘‘Sani-Flush” and 

bowl picture trade-marks associated together were 
5 registered by the plaintiff company in th(i United 

States Patent Office as No. 263,929, as shown by a 
certified specimen of the label containing said trade-mark, 
of which profert is hereby made as part of this bill. 

11. In or about the year 1922, it became known to the 
plaintiff company, that its closet bowl cleaning po\yder was 
being specifically used for cleaning automobile radiators, 
and such use continued and increased from year to year 
until on November 12, 1929 said ‘‘Sani-Flush” and bowl 
picture trade-marks were duly registered by the plaintiff 
company in the United States Patent Office, as No. 263,929, 
for cleaning powder for water closet bowls and automo¬ 
bile radiators; as shown by a certified specimen of [he label 
containing said trade-marks, of which profert hereby 
made as part of this bill. 

12. The plaintiff company has made an aggregate out¬ 
lay and expenditure of some Four Million Seven Hundred 
Fifty Thousand Dollars ($4,750,000.00) in persis|:ent na¬ 
tional advertising campaigns in some twenty-five efr thirty 
leading magazines, having an average circulation jof some 
twenty to twenty-five million copies per month, and |)y other 
publicity methods, in educating the public concenjiing the 
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use of its closet bo^vl cleaning* powder, and promoting the 
distribution thereof under its yellow panel labels; which 
distribution has amounted to more than 140,000,000 cans of 
its cleaning powder for closet bowls and automobile radi¬ 
ators having a sales value to the consumer of some Thirtv- 
Five Million Dollars ($35,000,000.00). 

13. For the purpose of popularizing the purchasing pub¬ 
lic with the yellow panel as a distinguishing and identify¬ 
ing feature of plaintitY's label as applied to plaintiff’s clean¬ 
ing powder product, all of the advertising matter by way of 

circulars, window displays and ‘‘dummy” cans have 
6 always been produced and placed in the hands of the 

dealers with the distinctive yellow ijanci, design or 
svmbol carried thereon in facsimile of the labels containing 
the yellow panel trade-mark on the product itself; and by 
advertisements in a number of foreign language magazines, 
year books and similar publications, the label has always 
been reproduced with the yellow panel trade-mark, for the 
specific purpose of Conveying to the observers, the distinc¬ 
tive color feature of the label adopted for the English 
speaking users. 

14, In extending the distribution of plaintiff’s closet- 
bowl cleaning powder among Spanish speaking peoide, 
more particularly in Central and South American states, 
and in Cuba, Porto Rico and the Philippines, it was deemed 
desirable to translate the rest of plaintiff’s label into the 
Spanish language, as aforesaid; but the yellow panels used 
in labels among English speaking people required no trans¬ 
lation to be effective as a trade-mark in labels used among 
Spanish speaking people, and the same is believed to be a 
most effective, if not the most effective trade-mark, to per¬ 
form the function of identifying the origin of plaintilf’s 
cleaning powder, irrespective of the language which may 
be understood and 'spoken by the people among whom it is 
distributed; and in distributing plaintiff’s cleaning pow-er 
among the foreign peoples in American cities, as for in¬ 
stance, in New York, Pittsburgh, Cleveland, Chicago and 
Los Angeles, wherein some fifty or more nationalities and 
as many different languages or dialects are spoken, it has 
not been deemed necessary or even desirable to even trans¬ 
late the trade-mark “Sani-Flush” or the text of plaintiff’s 
labels into different languages or dialects, because the dis¬ 
tinctive character of the yellow panel trade-mark is suffi- 
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cient to identify the origin of the closet bowl | cleaning 
powder, irrespective of any other trade-mark. 

7 15. The yellow panel feature of plaintin’s label 

has become by association with plaintiff’s | cleaning 
powder product, the most effective trade-mark therein; and 
the effectiveness of the yellow panel as a trade-maidv is evi¬ 
denced by the fact that in a majority of the labels adopted 
and used by imitators in an obvious effort to trade upon 
plaintiff’s good will and trade-mark rights, a yellow panel 
in one form or another has been adopted as a distinctive 
feature of the labels, as shown by certified specjmens of 
such labels, of which profert is hereby made as pa^t of this 


Bill, in which the registration of trade-marks conflicting 
with plaintiff’s trade-mark “Sani-Plush” has been! success¬ 
fully opposed, as follows: I 


The yellow panel label containing the trade-marlc ''Sani- 
lav'’ and bowl picture, respectively, sought to be registered 
by S. Wander & Sons Chemical Co., of New York, Y., by 
applications Serial No. 153,492 and Serial No. 153,^)63, and 
successfully opposed by Oppositions Nos. 3974 qnd 3973 
respectively. 

The yellow panel label containing the trade-mark 
''Kleen-Flusli'\ sought to be registered bv Kleen-Flush 
Products Co., of Los Angeles, California, by ap^plication 
Serial No. 241,165, and successfully opposed bv Oijposition 
No. 7987. 

The yellow panel label containing the trade-mark I' 
0-KleeiF\ sought to be registered by Western Chemical 
Company, of Kansas City, Missouri, by applicatioln Serial 
No. 263,243, and successfullv opposed bv Opposition No. 
8944. ‘ ‘ I 

The yellow panel label containing the trade-marlj: 

Boii'V\ sought to be registered by Western Chemi(jal Com¬ 
pany, of St. Joseph, Missouri, by application Serial No. 
262,340, and successfully opposed by Opposition No. 8945; 

and which was held to infringe plaintiff’s ikbels by 
8 the United States District Court for the Western 
District of Missouri, St. Joseph Division, iit Equity 
No. 108; and as shown by specimens of labels coptaining 
yellow panels used for Sanitary Cleanser^\ '^Hy-G-N 
Bond Cleancr’\ ''Sana-Genic'\ ''Navy-Flush", "Badiant 
Toilet Cleaner", and for other like products, by hnitators 
who have not sought to register the same, and wnose in- 
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fringing use lias been suspended or suppressed without the 
necessity of litigation. 

16. Ever since its adoption and use of the yellow panel 
trade-mark for a cleaning powder as aforesaid, the plain¬ 
tiff has been and now is the owner of the same and believes 
that no other persPn, firm, corporation or association has 
the right to use said trade-mark in the United States, 
either in the identical form or in anv such near resemblance 
thereto as might be calculated to deceive; and said trade¬ 
mark is used by the plaintiff company in commerce among 
the several states of the United States and between the 
United States and’ foreign nations, and has never been 
abandoned. 

17. On April 22, 1929, plaintiff company duly filed in the 
United States Patent Office, its application Serial No. 
282,785, for the registration of its said yellow panel trade¬ 
mark, in full conformity with the laws in such cases made 
and provided, undet* and in accordance with the provisions 
of the Act of February 20, 1905, as amended and incor¬ 
porated in Sections 81 et seq.. Title 15, U. S. Code. 

18. On February 14, 1931, the Examiner of Trade-Marks 
in the United States Patent Office, while conceding ‘‘that 
color in combination with a particular design may consti¬ 
tute a trade-mark^’; that “the public long familiar with 
applicant’s goods would doubtless identify them in a meas¬ 
ure by their yellow label”; “that applicant’s yellow label 

has come to designate applicant’s goods to many 
9 people is not questioned”; and “that the yellow 

label was adopted for the purpose of lending dis¬ 
tinctiveness”; nevertheless, finally rejected said applica¬ 
tion and refused registration of said trade-mark. 

19. On February 12,1932, plaintiff company duly filed an 
appeal to the Commissioner of Patents from said final re¬ 
jection of said application for registration of said trade¬ 
mark; and on June 13, 1932, the Assistant Commissioner 
of Patents affirmed the decision of said Examiner of Trade- 
Marks, and refused registration of said trade-mark to the 
plaintiff company, and thereby and thereupon the Commis¬ 
sioner of Patents refused and continues to refuse registra¬ 
tion of said trade-mark to and for the plaintiff company, 
and no appeal from the refusal of the Commissioner of 
Patents has been taken to the United States Court of Cus¬ 
toms and Patent Appeals. 
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20. The plaintiff makes profert of a duly authc^nticated 
copy of said application for registration of its said trade¬ 
mark and of ihe i)rocoedings wiili reference tlieretp had in 
the United States Patent Office as aforesaid, in Coi|rt to be 
produced, and hereby made a part of this Bill in Ej^uity by 
reference; and a specimen of plaintiff'’s label jshowing 
plaintiffs yellow panel trade-mark as used by tlije plain¬ 
tiff as aforesaid, marked for identification as ‘‘Plaintiff’s 
Exhibit 1”, is filed herewith as part of this bill. I 

21. The use of panels for the reception of printed matter 
and pictorial illustrations, as a trade-mark, is reciognized 
by the Patent Office, in making registration No. 151,137 on 
January 24, 1922, of which profert is hereby made as part 
of this Bill; and the use of color as a trade-mark in various 
rectangular and other panels and designs is recognized by 
the Patent Office, as shown by a large number of legistra- 

tions of analogous, if not similar and identical trade- 
10 marks, which have been made during the |3ast ten 
(10) years, including some twenty (20) registrations 
made thus far during the year 1932, profert of prfnted or 
certified copies of which registrations is hereby i)iade as 
part of this bill, as follows: i 


Number. 

159,571 

165,419 

177,640 

177,642 

217,404 

292,899 

293,165 

293,272 

293,432 

293,522 

293,634 

293,697 

293,987 

294,417 

294,756 

294,852 

294,872 

294,931 

295,615 

295,884 

296,071 

296,231 

296,256 

296,346 

296,477 

296,609 

296,688 


Date. 

Sept. 26, 1922 
Mar. 6, 1923 
Dec. 25, 1923 
Dec. 25, 1923 
Aug. 31, 1926 
Mar. 29, 1932 
Apr. 12, 1932 
.4pr. 19, 1932 
Apr. 19, 1932 
Apr. 26, 1932 
May 3, 1932 
May 3, 1932 
May 10, 1932 
May 24, 1932 

June 7, 1932 

June 7, 1932 

June 7, 1932 
June 14, 1932 
July 5, 1932 
July 19, 1932 
July 19, 1932 
Aug. 2, 1932 
Auk. 2, 1932 
Aug. 2, 1932 
Aug. 9, 1932 
Aug. 16, 1932 
Aug. 16, 1932 
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Registrant. 

The Wahl Co. 

The Wahl Co. 

The Wahl Co. 

.loseph Dixon Co. 

W. A. Sheaffer Co. 
American Crayon Co. 
Continental Bag Corp. 
Sterno Corp. 

Eagle Pencil Co. 

Glore & Son, Inc. 
Keystone Co. 

E. T. Rugg Co. 
Standard Oil Co. 
Gamewell Co. 

W’heary Trunk Co. 

Standard Brands, Inc. 

B. Bonelli 
Estella Harris 
Standard Brands 
Campbell Soup Co. 
National Broom Co. 
Cooper Products Co. 
Reading Batteries, Inc. 
Eagle Pencil Co. 

Davis Welding Co. 
Wm. Wrigley, Jr. 
Superior Tool Co. 


Trade-Mark. 

‘^Red Top’’ 

“Red Head” 

Red Top 
Red Cap 
White Dot 
Red Stripe 
Purple Core j 
Red Blotch 
Red Stripes | 

Red Band j 
Black Flang^ 

Green & Black Yarn 
Red & Blue Panels 
Contrasting White 
Stripe 

Brown & Y^ejlnw 
Stripes | 

Orange Panel, Y’el. 

Stripe 1 
Green Band I 
Red Design 
White Panel! 

Red Lines | 

Red & Blue Shield 
Brown & Gold Stipple 
Purple & Yellow Panel 
Red Band | 

Red Band i 

Red Band 

Red Diamond Panel 
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which registrations bring the present situation under the 
rule of stare decisis, ef von quieta move re, 

22. The mark by which the goods of the plaintiff owner 
thereof mav be and are distinguished from other goods of 
the same class, does not consist of or comprise an immoral 
or scandalous matter; does not consist of or comprise the 
flag or coat of arms or any other insignia of the United 
States or any simulation thereof, or of any State or 
municipality or of any foreign nation, or of any design 

or picture that has been or may hereafter be adopted 
11 bv anv fraternal societv as its emblem, or of anv 

corporation; is not identical with a registered or 
known trade-mark owned and in use by another and ap¬ 
propriated to merchandise of the same descriptive proper¬ 
ties or which so nearlv resemble a registered or known 
trade-mark owned and in use by another and appropriated 
to merchandise of the same descriptive properties as to 
cause confusion or mistake in the mind of the public or to 
deceive purchasers; does not consist merely in the name 
of an individual,' firm, corporation, or association, or 
merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or 
term, is not a ])ortrait of a living individual, and is not the 
name of the applicant or any portion thereof; without which 
registration of the same shall not be refused on account of 
the nature of such mark, under the express provisions of 
Section b of the Trade-Mark Act of February 20, 1905 (as 
amended), now Section 85, Title 15, U. S. Code. 

23. That the United States Commissioner of Patents 
contrary to the laws of the United States, and especially 
to laws relating to trade-marks, and the registration 
thereof in the United States Patent Office, has denied to 
your petitioner the benefit of said laws providing for such 
registration and such refusal by the United States Commis¬ 
sioner of Patents to register your petitioner’s said mark, 
has aggrieved your petitioner in that your petitioner is 
denied those benefits to which it is justly entitled, and 
which benefits flow from registration of your petitioner’s 
mark in the United States Patent Office. 

24. That the Patent Office tribunals erred in their deci¬ 
sions in refusing plaintiff registration of its said trade¬ 
mark and in rejecting its said application for such regis- 
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tration on the grounds and for the reasons set ^torth in 
the record in said application, and the Comniissioner 
12 of Patents wrongfully refused and continues to 
wrongfully refuse to grant or to provide for the 
granting of registration of plaintiff’s said trade-mark in 
the premises; that the said tribunals did not give due con¬ 
sideration to the matters pleaded hereinabove; 4^d that 
said trade-mark is of great value in plaintiff’s business as 
designating the source or origin of plaintiff’s goodjs. 

25. The plaintiff has suffered and will suffer gi-eat and 
irreparable damage by the refusal of the Commisj^ioner of 
Patents to register its said yellow panel trade-njiark, as 
provided by law, for which it has no plain, speedy, 4dequate 
I’omedv, oi‘ anv reniedv whatever at law. | 


Wherefore, plaintiff prays: 

1. That a decree may be entered herein adjudging that 
the plaintiff’ is entitled, according to law, to obtain Registra¬ 
tion of its yellow panel trade-mark upon its said applica¬ 
tion ; and authorizing the Commissioner of Patents to regis¬ 
ter said trade-mark on the applicant filing in thci Patent 
Office a copy of said adjudication, and otherwise complying 
with the requirements of law. 

2. That such other order and further relief mav be 
granted and decreed to the plaintiff as the equitc of the 
cause mav require and to the Court mav seem meet. 

•'A. 

o. That all the costs and expenses of the proceeding shall 
be taxed against and paid by the petitioner, whether the 
final decision is in his favor or not. 

THE HYGIENIC PRODUCTS COM¬ 
PANY, I 

By CHARLES H. SCHLABACH, j 

Secretary and Treasurer. 

HARRY FREASE, 

Attorney for Plaintiff, 

Harter Bank Building, Canton, Ohio. 

Wasliington Office: 

c/o Havell S Havell, 456 Munsey Building. 

HAVELL & HAVELL, 

By V. P. I 


I 
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1.3 Verification. 

State of Ohio, 

Stark Connti/, ss: 

Before me, the undersigned, a Notary Public in and for 
the State and County aforesaid, this ‘26th day of Novem¬ 
ber, 1932, personally appeared Charles 11. Schlabach, and 
being duly sworn, deposes and says that he is Secretary and 
Treasurer of The Hygienic Products Company, of Canton, 
Ohio, the plaintiff named in the foregoing Bill In Equity, 
and knows the contents thereof, and that the same is true 
of his own knowledge, except as to matters stated therein 
on information and belief, and as to those matters he be¬ 
lieves it to be true. 

[seal.] SYLVIA BORON, 

Notary Public. 

Ansiver to Bill of Complaint. 

Filed December 16, 1932. 

******* 

To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

Thomas E. Robertson, Commissioner of Patents, defend¬ 
ant herein, in answer to the Bill of Complaint alleges on 
information and belief as follows: 

1. He admits the allegations of residence and citizenship 
of plaintiff. 

2. He admits the allegations of residence and citizenship 
of defendant. 

3. He admits tlie allegation of jurisdiction under Sec¬ 
tion 4915 R. S.; 35 U. S. C. A. 63. 

4. He admits for the purpose of this suit the alle- 
14 gations of incorporation of the plaintiff company and 
its occupation. 

5. He admits for the purpose of this suit the allegations 
of ownership of letters patent Nos. 1,040,575 and 1,124,554 
and that plaintiff is engaged in the manufacture of the 
goods mentioned in paragraph 5. 
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6. He admits for the purpose of this suit the alliegations 
of adoption and use of the trade-mark ‘‘Sani-Flu'ph” and 
that the same was registered to plaintiff on April 9, 1912, 
as Registration No. 86,062. 

7. He has no information with respect to the selection, 
adoption and use of the label mentioned in parag-raph 7, 
except as informed by that paragraph. 


8. He has no information with respect to the designing 
of the label mentioned in paragraph 8 but admitsj for the 
purpose of this suit that the five registr^xtions mentioned 
in paragraph 8 have been issued. 

9. He has no information why plaintiff selected the par¬ 
ticular colors for the label except as informed by the Bill. 

10. He admits for the purpose of this suit that three 

trade-marks were registered by the plaintiff Company as 
stated in paragraph 10. | 

11. He admits for the purpose of this suit that tlije trade¬ 
mark specified in paragraph 11 was registered by Jolaintiff 
as No. 263,929. 

12. He has no information as to the amount ]xlaintiff 
expended for advertising nor the amount of sales except 
as informed bv the Bill. 

13. He has no information as to the manner iiji which 

idaintiff distributed its goods and advertising maftcr ex¬ 
cept as informed by the Bill. | 

15 14. He has no information with respect to plain¬ 

tiff \s commercial practice among the Spanish 
poo})lc, other than is stated in paragraph 14. 

15. He has no infoimation as to the practices oJ’ plaiu- 
tiffks alleged competitors but admits for the purjmsc of 
this suit the allegations with respect to the oppositions 
stated in paragraph 15. 

16. He admits for the purpose of this suit the allega¬ 
tions of adoption and use and of ownership but denies 


that the said mark is registrable under the Act cf Feb¬ 
ruary 20, 1905, as the mark is merely the dress of the 
package. 

17. He admits that plaintiff company on April 22, 1929, 
filed an application for registration of a trade-niark to 
which Serial No. 282,785 was given. | 
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18. He admits that the examiner of trade-marks made 
the action on the application stated in paragraph 18. 

19. He admits that plaintiff company appealed as stated 
in paragraph 19, in which appeal a decision adverse to 
plaintiff was rendered thereby refusing registration of 
said mark. He admits that no appeal to the United States 
Court of Customs and Patent Appeals has been taken. 

20. He admits the allegations of paragraph 20 with re¬ 
spect to profert of copies of the application and proceed¬ 
ings thereon and of specimens and exhibit. 

21. He admits that trade-marks have been registered as 
recited in paragraph 21 but denies that the said registra¬ 
tions would warrant the registration of plaintiff’s mark. 
Defendant denies that plaintiff’s mark as described and 
illustrated functiotis as a trade-mark. It is not of such 
a character as would ordinarily indicate to the public 
origin or ownership of the goods within the terms of the 

trade-mark statutes as more fully appears from the 
16 statement Of the examiner and the decision of the 
Commissioner, copies of which will be presented at 
the hearing. 


22. He admits for the purpose of this suit the negative 
allegations with respect to the mark of the application but 
denies that the mark is of such a character as to warrant 
registration under the Act of February 20, 1905. 

23. Defendant denies that he has acted contrary to the 

laws in denying registration and denies that plaintiff has 

been denied anv riuhls le wliicli he is legallv entitled. 

* ■ * - • 

24. He denies that the tribunals of the Patent Office 
erred in refusing registration and denies that the tribunals 
did not give due consideration to the matter. 

25. He denies that plaintiff has been deprived of any 
rights to which he was entitled by law. 


Further answering defendant denies each and every 
allegation of the Bill of Complaint not herein specifically 
and sufficiently denied or admitted, and prays that plain¬ 
tiff’s Bill of Complaint be dismissed 

Wherefore defendant having fully answered the Bill of 
Complaint denies that plaintiff is entitled to the relief de¬ 
manded or any part thereof and prays that he be hence 
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dismissed with all costs of the proceedings against the 
plaintiff as provided in Section 4915 K. S. I 

THOMAS E. ROBERTSOiN, 
Commissioner of Patents, 

Defendant. 

T. A. HOSTETLER, 

Solicitor of the tl. S. Patent Office, j 

Attorney for Defendant. | 


17 District of Columbia, j 

City of Washington, ss: 

I, Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by me 
subscribed and know the contents thereof, and ^hat the 
statements of facts therein made as upon personal knowl¬ 
edge are true, and those made made upon informap;ion and 
belief I believe to be true. 


THOMAS E. ROBERTSOy, 

Commissioner of Patents. 

Subscribed and sworn to before me this 16th day of De- 

* 

cember, 1932. 

[seal.] albert w. kaise:^. 

Notary Public, \D. C. 

My commission expires April 6, 1933. | 

Order of Substitution. 

Filed August 2, 1933. 

I 

#>)!■*»#* 1 # 


Upon consideration of the Motion filed by Plaintiff 
herein, it is hereby ordered this 2nd day of Aug., 1933, 
that the Hon. Conw’ay P. Coe, Commissioner of 'patents, 
be substituted as defendant for the Hon. Thorpas E. 
Robertson, formerly Commissioner of Patents. j 


Stipulation. 


JOSEPH W. COXi 

jK^tice. 


Filed January 17, 1935. 

■* o- * # ♦ • 4 

It is hereby stipulated by and between counsel for the 
respective parties that if Mrs. Meyer Schwar|:z, Mr. 
18 Joseph S. Girard, Mr. Joseph A. Habich, Mr. ^eorge 
Dykstra, Mr. Andrew M. Peterson, were called as 
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witiu'ssos ;ui(l appeared in open court and were duly sworn 
as such, al the trial of the above entitled cause, they would 
teslity substantially as set i'orth in their respective affi¬ 
davits attaelied hereto as part of this stipulation. 

HARRY FREASK, 

Of Conn,'^(4 for Plaintiff. 

' T. A. HOSTETLER, 

Solicitor for Patent Office. 


Xote.—Tlie substance of following affidavits will be found 
in Condensed Statement of Evidence. 


U) 


. 1 / r/noranilnni 0pinion. 


Filed January 25, 1935. 




* 


I do not think that color alone for a label can be appro- 
])riated as a trade mark, and the blue line borders or sep¬ 
arations of ])laintitf's labels make such an impression on 
the public as to constitute a trade mark. 

Tlie bill of complaint should be dismissed with costs. 

BAILEY, J. 

Findings of Fact. 


Filed February 8, 1935. 

## ■***># * 

1. Plaintiff’s application for registration of a trade¬ 
mark for a cleaning powder for water-closet bowls and 
automobile radiators, was filed on April 22, 1929, Serial 
Xo. 282,785. 

2. The mark consists of a yellow panel bounded by a 
contrasting dark colored border applied to the can or pack¬ 
age containing the goods. The panel covers approximately 
one-third of the label that surrounds the cvlindrical con- 
tainer. 

3. Registration was refused by the tribunals of the Pat¬ 
ent Office on the ground that the mark does not constitute 
a valid trade-mark but merely forms a ground for the 
reception of descriptive matter. 

4. From the action of the tribunals of the Patent Office 
refusing registration plaintiff filed this Bill under Sec¬ 
tion 4915 R. S. (35 U. S. C. A. 63, as amended). 
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Conclusions of Law, j 

I 

1. The color alone of the label cannot be appropriated 
as a trade-mark. | 

20 2. Plaintiff’s mark does not make such an jimpres- 

sion on the public as to constitute a trade-mark. 

3. Plaintiff’s mark as applied to the container jfor the 
goods is not registrable and the Bill of Complainti wdll be 

dismissed. i 

JENNINGS BAILS'^, 

Jiistice, 

Final Decree. 

Filed February 8,1935. 


This cause having come on to be heard and havipg been 
tried in open court and argued by counsel for the jrespec- 
tive parties upon the pleadings and proofs adduded and 
submitted to the Court, | 

It is adjudged, ordered and decreed this 8th day of 
February, 1935, that the Bill of Complaint in this case be, 
and the same hereby is dismissed with costs agaipst the 
plaintiff. 

JENNINGS BAILEY^ 

Justice. 

From the foregoing Decree the plaintiff appeals to the 
United States Court of Appeals for the District of Colum¬ 
bia, and the undertaking for costs on appeal is fixe4 in the 
maximum amount of $100.00, or in lieu thereof a deposit 
of $50.00 in cash with the Clerk of the Court. 

JENNINGS BAILEY. 

Justice. 

Memorandum. j 


February 8, 1935.—$50 deposited in lie uof BondJ 

21 Stipulatiofi re Physical Exhibits. 

Filed February 26, 1935. 


It is hereby stipulated and agreed that the following ex¬ 
hibits which were introduced and received in evidence on 

3_6467a i 
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behalf of the plaintiff at tlie hearing of the above entitled 
cause, shall be transmitted to and considered by the Court 
of Appeals of the District of Columbia as physical exhibits, 
to-wit: 

Plalntift’\s Phvsical Exhibits. 

* 

A. Certified copy of the File Wrapper and Contents and 
the Drawing' in Plaintiff's Application, in suit. 

A-1. Application Drawing. 

B. Certified copy of the Specimen filed with Plaintiff’s 
Application for Registration, in suit. 

B-1. Can of ‘‘Sani-Flush.” 


Certified Specimens of Labels Filed with Plaintiff’s 
Applications for Registration. 

C. Trade-Mark Xo. 86,062, Apr. 9, 1912. 

D. Trade-Mark Xo. 108,251, Jan. 25, 1916. 

E. Trade-Mark Xo. 169,498, June 19, 1923. 

F. Trade-Mark Xo. 263,929, Xov. 12, 1929. 


Certified Specimens Filed with Plaintiff’s 
Applications for Registration. 

G. Label Xo. 16,945, Apr. 22, 1913. 

H. Label Xo. 17,693, May 12, 1914. 

I. Label Xo. 25,156, Oct. 21, 1922. 

J. Label Xo. 33,026, Xov. 22, 1927 

K. Label Xo. 38,446, Dec. 30, 1930. 

L. Label Xo. 44,710, Dec. 4, 1934. 

22 Competitors’'Cans Produced by IMr. R. M. Sehlabach. 

B-1. Can of Sam-Flush '\ 

M. '^Sanilav" Can. 

X. ^‘Kleen-Flush" Can. 

O. *^Toi-Klem" Can. 

P. '‘Kleen Sweep" Can. 

Q. '^Navy-Flush" Can. 

R. "Hy-G-N" Can. 

S. "Paivnee" Can. 

T. "Boivlene" Can. 


Certified Specimens of Competitors’ Labels. 

N-1. "Kleen-Flusli" Label. 

0-1. "Toi-Kleen" Label. 
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U. ^‘Sani-BoivV^ Label. 

V. “Flush-O-Kleen^^ Label. 

W. ^^Flushene^^ Label. 

X. Book of Trade-Mark Registrations, per list. 


Certified 

-165,419 

-172,793 

-172,803 

-183,808 

-200,197 

-204,140 

-227,022 

-292,889 

-293,165 

-293,432 

-293,987 

-294,852 

-295,615 

-295,884 

-296,231 

-296,610 

-297,315 

-298,686 

-298,861 

-299,015 

-301,401 

-302,213 

-302,302 

-303,969 

-304,120 

-305,981 

-307,028 

-309,775 

-309,914 

-309,944 

-312,952 

-313,700 

-316,281 


I 

Specimens of Registered Trade-Maijks. 

The Wahl Co.Leads for Pencils 

F. H. Shoemaker.Frost ilia lotion 

Edward Reese.Detector (Crystals 

Flexible Lacing Co.Belt Fasteners 

Ansted & Burk Co.Wheat Flour 

Ansted & Burk Co.Wheat Flbur 

Continental Paper Corp.Toilet Paper Cores 

Am. Crayon Co.Crayons i 

Continental Paper Corp.Toilet Paper Core 

Eagle Pencil Co.Lead Pencils 

Standard Oil Co.Insect Sprjay 

Standard Brands.Baking Pdwder 

Campbell Soup Co.Tomato J iice 

Cooper Products Co.Razor Blades 

W’m. W'rigley, Jr.Chewing (jum 

NatJ Carbide Corp.Calcium Cparbide 

U. S. Rubber Co.Rubber Bfelts 

R. T. French Co.Bird Seed 

Calif. Packing Corp.Fruit Juices 

R. T. French Co.Bird Gravel 

Reynolds Wire Co.Wire Cloth 

Walgreen Co.Golf Balls 

Gibbs & Company.Canned Vegetables 

Godchaux, Inc.Sugars 

NatT Bag Mfg. Co.Burlap Bdgs 

C. M,. Kimball Co.W'ashing Fluid 

Repub. Rubber Co.Power Be! ts 

U. S. Gypsum Co.Wall Coaiings 

Russell Box Co.Paper Cais 

C. M. Kimball Co.Auto. Pol sh 

H. L. Masterson.Toasted Wafers 

Quaker St. Ref. Co.Oils & Greases 


Z. Bottle of Blue Seal Vaseline and Carton. | 

It is further stipulated and agreed by and behveen the 
parties hereto that on the appeal of the above entitled 
cause to the Court of Appeals of the District of Columbia, 
counsel for plaintitf may retain possession of all op Plain¬ 
tiff’s Physical Exhibits, subject to examination by | counsel 
for defendant at any time and subject to production and 
filing in the Court of Appeals of the District of Columbia 
at or before the hearing on appeal. 

HARRY FREASE, I 

RANDOLPH C. RICHARDSO^Ji, 

Attorneys for Pldintiff. 

T. A. HOSTETLER, ! 

Solicitor of the Patent O'^ce, 
Attorney for Defewant 
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Assignment of Errors. 

Filed February 26, 1935, 

* « , • * * * * 

Now comes the plaintiff, by its attorneys of record 
herein, and in support of its appeal from the Final Decree 
of this Court entered herein on the 8th day of February, 
1935 dismissing the Bill of Complaint herein, assigns the 
following errors: 

1. The Court erred in its conclusion that plaintiff’s mark 
does not make such an impression on the public as to con¬ 
stitute a trade-mark. 

24 2. The Court erred in not finding that plaintiff’s 

mark makes such an impression on the public as to 
constitute a trade-mark. 

3. The Court erried in its conclusion that plaintiff’s mark 
as applied to the container for the goods is not a registrable 
trade-mark. 

4. The Court erred in not finding that plaintiff’s mark 
as applied to the container for the goods is registrable as a 
trade-mark. 

5. The Court erred in dismissing the Bill of Complaint. 

6. The Court erred in not decreeing that plaintiff is en¬ 
titled to the registration of its mark as defined in its ap¬ 
plication, and as shown by the drawing and the specimen 
filed therewith. 

Because of which errors so assigned the plaintiff respect¬ 
fully asks that the Final Decree entered herein on February 
8, 1935 be reversed by the Court of Appeals of the District 
of Columbia and that a Decree be entered in accordance 
with the prayers of the Bill of Complaint herein. 

HARRY FREASE, 

RANDOLPH C. RICHARDSON, 

Attorneys for Plaintiff. 

Service of a copy of the foregoing Assignment of Errors 
acknowledged this 16th day of Februarv, 1935. 

T. A. HOSTETLER, 

I Solicitor of the Patent Office, 

Attorney for Defendant. 
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Memorandum, 

February 26, 1935.—Statement of Evidence signed in 
duplicate and tiled. i 

i 

25 Stipulation and Prcecipe for Transcript of Recc^rd 

on Appeal. 


Filed February 26, 1935. 


* 


# 


The Clerk will please prepare and transmit to the junited 
States Court of Appeals for the District of Columbiaj as the 
record in the above entitled cause, the following papers 
which it is stipulated shall constitute the printed Record 
on Appeal: 

1. Bill of Complaint and Verification, tiled Xovember 30, 
1932. 

2. Answer to Bill and Vcritication, tiled Decemljier 16, 
1932. 

3. Stipulation, tiled January 17, 1935. j 

4. Condensed Statement of Evidence. 

5. Memorandum Opinion, tiled January 25, 1935. 

6. Final Decree, Appeal Noted, Costs Fixed, filefl Feb- 
ruarv 8, 1935. 

7. Finding of Fact and Conclusions of Law, file^ 
ruary 8, 1935. 

8. Memorandum—$50.00 deposit in lieu of underjaking, 

entered Februarv 8, 1935. I 

9. Assignment of Errors. 

10. Stipulation and Praecipe for Transcript of Recbrd on 
Appeal. 

11. Stipulation Re: Physical Exhibits. 

12. Clerk’s Certificate. i 

HARRY FREASE, I 

RANDOLPH C. RICHARDSON, 

Attorneys for Plaipif. 

T. A. HOSTETLER, j 

Solicitor of the Patent Officej 
Attorney for Defendant. 


d 


Feb- 
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26 Supreme Court of the District of Columbia. 


United States of America, 
District of Columbia, ss: 


I, Frank E. Cilnningham, Clerk of the Supreme Court 
of the District of Columbia, herebv certify the fore^oinc: 
pages numbered from 1 to 25, both inclusive, to be a true 
and correct transciript of the record according to directions 
of counsel herein I filed, copy of which is made part of this 
transcript, in cause Xo. 55090 in Eciuity, wherein The Hy¬ 
gienic Products Company is Plaintiff and Thomas E. Rob¬ 
ertson, Commissioner of Patents, is Defendant, as the same 
remains upon the files and of record in said Court. 

In testimony whereof I hereunto subscribe mv name and 

^ • 

affix the seal of said Court, at the City of Washington, in 
said District, this 11th day of April, 1935. 

[Seal Supreihe Court of the District of Columbia. 1 



FRANK E. CUNNINGHAM, 

Clerk. 

55090. 


Item 4. 

Condensed Statement of Evidence To Be Included in 

Transcript of Record. 

28 Panel” 

(Copy.) 

(As Amended.) 

Petition, Statement and Power of Attorney. 

To the Commissioner of Patents: 

The Hygienic Products Company, a corporation organ¬ 
ized under the laws of the State of Ohio, located at Canton, 
Ohio, and doing business at No. 709 Walnut Avenue, South¬ 
east, Canton, Ohio, has adopted and used the trade-mark 
shovTi in the accompanying drawing, for cleaning powder 
for water closet bowls and automobile radiators in Class 4, 
Abrasive, detergent, and polishing materials, and presents 
herewith five specimens showing the trade-mark as actually 
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used by applicant upon the goods, and requests that the 
same be registered in the United States Patent Qffice in 
accordance with the Act of February 20, 1905, as an^ended. 

The trade-mark has been continuously used and Applied 
to cleaning powder for water closet bowls in applicant’s 
business since February 25, 1913, and to cleaning powder 
for automobile radiators in applicant’s business since April 
1, 1922. i 

I 

The representation of the can shown in the dra^ying is 
disclaimed. The trade-mark consists of a yellow panel 
bounded by a contrasting, dark colored border, applied to 
the can or package containing the goods, as indicated by 
the shade lines representing the color, yellow, and the dark 
border therearound shown in the drawing. j 

The trade-mark is applied or affixed to the good^, or to 
a can or package containing the goods by placing thereon 
a printed label on which the trade-mark is shown^ or by 
lithographing the same directly on the can or packag*e con¬ 
taining the goods. 

The undersigned hereby appoints Harry Frease, whose 
postal address is Harter Bank Building, City of (i^anton, 
State of Ohio, its attorney, to prosecute this application for 
registration, with full powers of substitution and I'evoca- 
tion, to make alterations and amendments therein, io sign 
the drawing, to receive the certificate and to transact all 
business in the Patent Office connected therewith. 

Signed at Canton, in the County of Stark, and State of 
Ohio, this 15th day of April, 1929. 

THE HYGIENIC PRODUCTS COMPANY, 

Bv CHARLES H. SCHLABACH, 

* ' 

Secretary and Treasurer. 

Register No. 4112. | 
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29 (Copy.) 

(Filed January 13, 1931.) 

In the United States Patent Office. 

Before the Examiner of Trade-Marks. 

Trade-Mark Division, 

Room 164. 

Application of The Hygienic Products Company, for Regis¬ 
tration of its ^‘Yellow Panel” Trade-Mark For Closet- 
Bowl Cleaning-Powder, etc. Filed April 22, 1929. 
Serial Xo. 282,785. 

Affidavit of Charles IT. Sclilahach, 

State of Ohio, 

Sfay'k County, ss: 

Charles H. Schlabach, the affiant, being duly sworn, de¬ 
poses and says that he is sixty-three years of age, a resi¬ 
dent of Hills and Dales, Canton, Ohio, is General Manager, 
Secretarv and Treasurer of The Hvgienic Products Com- 
pany, the applicant herein, of Canton, Ohio: 

That he has been Secretarv and Treasurer in the man- 
agement of the business of said company from its inception, 
incorporation and organization under the laws of the State 
of Ohio, on March 24, 1908; and in that capacity he had to 
do the selecting, designing, and has directed the adoption 
and use of the trade-marks and labels, which have been 
applied on the containers for applicant’s closet-bowl clean¬ 
ing-powder, from and after the time the same was first 
placed upon the market as a new and pioneer product, in 
the year 1911; 

That the first Ihbel designed and adopted for that product 
contained a plain white panel, and after using the same 
for a year or more, affiant concluded that the white panel 
was not distinctive enough to command the attention of the 
consuming public, and especially the illiterate and 

30 those of foreign tongues, who might be unable to 
understand the English language; and for the pur¬ 
pose of selecting a more suitable color for the label panels, 
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I 

a lithographer was called upon to submit numerous designs 
of labels having differently colored panels, and a selection 
was made therefrom; I 

That for the purpose of making an intelligent selection, 
the various labels were attached to cans and the cans were 
placed in a row upon a shelf, where they were studied and 
reviewed for the purpose of determining which color of 
panel would probably prove to be the most effective for 
impressing itself upon the minds and memory of thq public, 
in association with the new product to which it w^s to be 
applied and used; | 

That a particular color was adopted for and has always 
been used in the label panels, because it was then and is 
yet believed that the perception of color among all peo¬ 
ples, the illiterate, those of foreign tongue, and even among 
the children, is as universal as the appreciation o^ music, 
which extends to all peoples, irrespective of race, age, edu¬ 
cation, color or nationality; j 

That the yellow panel was selected because yelloj^v is an 
outstanding color, which makes an immediate impression 
upon the eye and the memory of a purchaser, and j^ecause 
the yellow panel in itself would make a complete impjression 
in the mind of a buyer and would be readily associated 
with the new pioneer product, aside from and independent 
of any other name, trade-mark, picture or design contained 
in the label; | 

That the selection of the particular color was not an 
accident, but was the well considered conclusion as to its 
effectiveness for the purpose intended, of identifying the 
origin and maker of the pioneer product, by associating 
the idea of a yellow panel on a label, with the particular 
product; j 

31 That the label containing several of suchl vellow 
panels so selected was duly protected by copyright 
registration No. 16,945 on April 22, 1913, in the | Patent 
Office, as shown by the specimen thereof (soitnewhat 
soiled) annexed hereto and marked ^‘Applicant’s lExhibit 
A”, as iDart of this Affidavit; and as affiant is infornlied and 
believes, the yellow panel feature of the label has l^ecome, 
by association, a most effective, if not the most elective 
trade-mark therein; j 
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That applicant has made an aii’gTcgate outlay and ex¬ 
penditure of some $4,000,000.00 in persistent national ad¬ 
vertising eani])aigns in some 2o or 30 leading magazines 
liavino’ an average circulation of some 20 to 25 million 


copies, ])er month, and by other publicity methods, in edu¬ 
cating the ])ublic concerning the use of its closet bowl 
cleaning powder, and promoting the distribution thereof 
under its yellow panel labels; which distribution has 
amounted to more than 100,000,000 cans at a retail selling 
price of approximately $25,000,000.00 prior to the year 
1930, during which year the rate of distribution has been 
a])proximately 15,000,000 cans; 

That for the purpose of popularizing the purchasing 
public with the yellow panel as a distinguishing and iden¬ 
tifying feature of applicant's label, all of the advertising 
matter, by way of circulars, window displays, and 
dummy"' cans, have always been produced and placed in 
the hands of the dealers with the distinctive yellow panel, 
design or svmbol carried thereon in facsimile of the labels 
on the product itself; 

That bv advertisements in a number of foreign language 
magazines, year books and similar publications, the label 
has always been reproduced with the yellow panel, for the 
specific purpose of conveying to the observers, the distinc¬ 
tive color feature of the label adopted for the English 
speaking users; 

32 That in extending the distribution of applicant’s 
closet-bowl cleaning-powder among Spanish speak¬ 
ing people, more particularly in Central and South Amer¬ 
ican states, and in Cuba, Porto Rico and the Philippines, it 
was deemed desirable to translate the text of applicant’s 
label into the Spanish language, which was done in 1913; 
as per specimen of said label annexed hereto and marked 
“Applicant’s Exhibit B”, as part of this Affidavit, a Span¬ 
ish translation of the Trade-Mark “Sani-Flush”, into 
“Sano-Lava”, being duly registered in the U. S. Patent 
Office, as Xo. 169,498, on June 19, 1923; 

That the yellow panels used in labels among English 
speaking people required no translation to be effective as 
a trade-mark in labels used among Spanish speaking 
people; and the same is believed to be a most effective, if 
not the most effective trade-mark, to perform the function 
of identifying the origin of applicant’s closet bowl clean- 
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ing power, irrespective of the language which njiay he 
understood and spoken by the people among whoip it is 
distributed; | 

That in distributing applicant’s closet-bowl cl([aning- 
powder among the foreign peoples in American cities, as 
for instance, in New York, Pittsburgh, Cleveland, Chicago 
and Los Angeles, wherein the water supply is of such a 
character and water-closet bowls are so generalh' used, 
and wherein some fiftv or more nationalities and a^l? many 
ditferent languages or dialects are spoken, it has n^t been 
deemed necessarv or even desirable to translate the Trade- 
Mark ^^Sani-Flush” or the text of applicant’s labels into 
different languages or dialects, because the distinctive char¬ 
acter of the yellow panels is sufficient to identify the origin 
of the closet-bowl cleaning-powder, irrespective of any 
other trade-mark; 

33 That the effectiveness of a yellow panel as 2 trade¬ 
mark is evidenced by the fact that in a majcirity of 
the labels adopted and used by imitators in an obvious 
effort to trade upon and benefit by applicant’s good will 
and trade-mark rights, a yellow panel in one form! or an¬ 
other has been adopted as a distinctive feature of the 
labels, as shown by the specimens of such labels, in which 
the registration of trade-marks conflicting with applicant’s 
Trade-Mark ^‘Sani-Flush” have been successfully ojoposed, 
as follows: ! 


The yellow panel label containing the Trade-Mark 
lav^' and bowl picture respectively, sought to b^ regis¬ 
tered by S. Wander & Sons Chemical Company, of New 
York, N. Y., by applications Serial No. 153,492 anc| Serial 
No. 153,963, and successfully opposed by Oppositiohs Nos. 
3974 and 3973 respectively, a specimen of which 
label is annexed hereto and marked ‘L\pplicant’s lExhibit 
C”, as part of this affidavit; ! 

The yellow panel label containing the Trac^e-Mark 
''Kleen-Fliish’\ sought to be registered by Kleeh-Flusli 
Products Co., of Los Angeles, California, by appjlication 
Serial No. 241,165, and successfully opposed by Opjposition 
No. 7987, a specimen of which Kleen-Flusli^^ label is an¬ 
nexed hereto and marked ‘‘Applicant’s Exhibit D”, as 
part of this affidavit; 

The yellow panel label containing the Tra(fe-Mark 
Flush-0-Kl€en^\ sought to be registered by Western 
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Chemical Company, at St. Joseph, i\Iissouri, by application 
lion Serial No. 263,243, and successfully opposed by Oppo¬ 
sition No. 8944, a specimen of which ‘'Flusli-O-Kleen’' 
label is annexed hereto and marked ^‘Applicant’s Exhibit 
E”, as part of this affidavit; 

34 The yellow panel label containing the Trade-Mark 
''Sani-Bowl'\ sought to be registered by Western 
Chemical Company, at St. Joseph, Missouri, by application 
Serial No. 262,340, and successfully opposed by Opposition 
No. 8945, and wasdield to infringe applicant’s labels by the 
United States District Court for the Western District of 
Missouri, St. Joseph Division, in Equity No. 108, a speci¬ 
men of which Sani-BoivV^ label is annexed hereto and 
marked “Applicant’s Exhibit F”, as part of this affidavit; 


That similar yellow panel labels have been adopted and 
used by many more imitators, which have been suppressed 
or discontinued without anv record thereof being made in 
the Patent Office Or the Courts; all of which give evidence 
of the commercial value of a yellow panel as a trade-mark 
for a closet-bowl cleaning-powder; and 

That as affiant is informed and believes, the use of a 
yellow panel in its labels performs the function or the office 
of a trade-mark, not onlv bv intention, but bv association 
growing out of its long continued use, as a distinctive 
symbol which points out distinctly the origin or ownership 
of the water-closet cleaning-powder, to which the yellow 
panel labels are applied. 

: . CHARLES H. SCHLABACH. 


Sworn to and subscribed before me this 6th day of Janu¬ 
ary, 1931. 

[notarial seal] RALPH E. AUNGST, 

Notary^ Picblic in and for Stark County, Ohio. 

My Commission Expires Oct. 14, 1931. 
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(Copy.) ! 

I 

Trade-Mark Division, Room 164. Paper No. p. 

! 

Department of Commerce, | 


United States Patent Office, 


Washington. 


1 

F^r/F. 


Please find below a commnnication from the Exan[iiner in 
charge of this application. j 

THOMAS E. ROBERTSO^^ 

Commissioner of Parents. 

Applicant: The Hygienic Products Company. Ser. No. 

282,785. Filed Apr. 22, 1929. For Trade-Mark. 

(Mailed Feb. 14, 1951.) | 

Fi’ease ck Bislioj), Harter l>ank Building, Canton, Qhio. 

j 

Responsive to communication filed January 13, ](.931. 

Applicant’s argument has been carefully consid(jred by 
the Principal Examiner. It is readily conceded that color 
in combination with a particular design may constitute a 
trade-mark. Whether such combination of color with a 
design does constitute a trade-mark depends upon tljie char¬ 
acter of the design—whether essentially arbitrary pr utili¬ 
tarian or ornamental, whether in other words it appeals to 
the purchaser as an indication of origin or as sorhething 
else. 

While the public long familiar with applicant’s goods 
would doubtless identifv them in a measure bv their yel- 
low label, nevertheless it is believed that one not thus 
familiar with the goods would see only the yellow surface 
of a can blocked off in panels for the convenient division of 
printed matter into columns. The assertion that appli¬ 
cant’s yellow label has come to designate applicant’b goods 
to many people is not questioned. Nor is it doubted that 
the yellow label was adopted for the purpose of Jending 
distinctiveness. 

‘‘It might well be that a long continued use of such 
a design would so familiarize the public with the 
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product of a particular trader as to identify him. But this 
is not enough. The fundamental reason why such a mark 
cannot be segregated and monopolized is that other traders 
have an equal right to use the design for its proper purpose 
of ornamentation.'’ (Ex parte The Woolson Spice Com¬ 
pany, 129 Ms. D. 278.) 

Whether applicant’s mark has acquired a secondary 
meaning indicating origin in the applicant is not a matter 
left to the judgment of the Principal Examiner (Ex parte 
Perrin & Cie, 239 0. G. 760). 

Registration is again and finallv refused for the reasons 
of record. 

37 (Copy.) 


FAR/F. 


Paper No. 12. 


(Mailed Mar. 1, 1932.) 

In the United States Patent Office. 

Before the Commissioner on Apjoeal. 

Applicant: The Hygienic Products Company. 

Trade-Mark for Cleaning Powder for Water Closet 
Bowls, etc. 

Ser. No. 282,785, filed April 22, 1929. 

Attorneys: Frease & Bishop, Harter Bank Building, 
Canton, Ohio. 

Examiner’s Statement. 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant under the 1905 Act an alleged 
trade-mark for a cleaning powder for water closet bowls, 
in Class 4, Abrasive, detergent, and polishing materials. 
The mark comprises blue-bordered yellow panels or col¬ 
umns applied to the entire lateral surface of a can, adapted 
for the reception of descriptive printed and pictorial mat¬ 
ter. The drawing shows a single panel but the specimens 
show three panels enveloping the can. Registration is re¬ 
fused on the ground that what is claimed as a trade-mark 
is not in fact a trade-mark, i. e. that it is not such a device 
as would ordinarily indicate to the public origin or owner¬ 
ship of the goods. Applicant’s mark appears to the Ex- 
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aminer as merely a somewhat ornamental division of the 
surface of the can into columns for the convenient recep¬ 
tion of descriptive matter. 

3S In Kx parte "Root Glass Company, 151 Ms. P. 625, 
a series of panels repeated all around a bottle were 
held not a trade-mark but an ornamental design lor the 
bottle, the First Assistant Commissioner stating i^ part 
as follows: i 

I 

“ " * * the repetition of the so termed tradiMiiark 

entirely about the bottle, so that an ornamental bc^ttle is 
produced thereby and the distinctive feature becomes lost 
in its repetition and in its integral ornamental relaiion to 
the bottle, robs such trade-mark of its distinctive signifi¬ 
cance. ’ ’ I 

In Ex parte Henry Tetlow Co., 267 0. G. 184, vertical 
black and white lines on the sides of a box were held not 
registrable as a trade-mark since these stripes wei-e evi¬ 
dently adopted for ornamentation. 

In Ex parte Bonney Forge & Tool IVorks, 151 Ms. B. 856, 
a picture of a wrench described as consisting of a jrough 
and dull nickel finish on the wrench bar and a buffed and 
polished nickel finish on the lateral faces of the head tjiereof 
was held not a trade-mark for wrenches as it produced no 
effect on the mind but that of ornamentation. 

In In i*e The Barrett Company, 262 0. G. 167; 48 App. 
I). C. 586, registration was sought for a mark as applied 
to roofing material and comprising series of horizontal 
and vertical lines embossed or indented in the material. In 
refusing registration the court quoted the Commissioner 
wth approval: 

applying the mark all over the sv^rface, 
the mark ceases to be a mark on the surface and bepomes 
the surface itself. The mark, if there was one, is eijtirely 
lost by the mere fact of uniform repetition over the whole 
surface. It is no longer capable of appealing to the be¬ 
holder as a mark of origin but would inevitably create the 
impression that it was something else.’’ i 


39 In Ex parte The Woolson Spice Compan;^, 129 
Ms. D. 278, in refusing registration of a marl(: con¬ 
sisting of a checkerboard design or pattern as applied to 
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the entire surface of packages of coffee, tea, and spices, the 
Assistant Commissioner said: 

“It might well be that a long continued use of such a 
design would so familiarize the public with the product of 
a particular trader as to identify him. But this is not 
enough. The fundamental reason why such a mark cannot 
be segregated and monopolized is that other traders have 
an equal right to use the design for the proper purpose of 
ornamentation.^’ 

In view of the foregoing, it is believed that registration 
is properly refused. 

Verv respectfullv, 

(Sgd.) ’ F. A. RICHMOND, 

Examiner of Trade-Marlxs. 

March 1, 1932. 

40 (Copy.) 


Hearing: June 3, 1932. M. S. P. 

In the United States Patent Office. 

Ex parte The Hygienic Products Company. 


Appeal. 

Application for Registration of Trade-Mark for Cleaning 
Powder for Water Closet Bowls and Automobile Radia¬ 
tors, filed Apr. 22, 1929, Ser. No. 282,785. 

Frease & Bishop for applicant. 

The applicant appeals from the decision of the examiner 
of trade-marks finally refusing to register its trade-mark 
for cleaning powder, said mark as illustrated by the speci¬ 
mens filed with the application consisting of a plurality of 
blue bordered yellow panels, said panels being adapted to 
receive descriptive printed matter and pictorial illustra¬ 
tions. 

The examiner’s ground for refusing to register the ap¬ 
plicant’s mark is that the ornamental division of the sur¬ 
face of the container into panels would not ordinarily in¬ 
dicate to the public the origin or ownership of the goods. 
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j 

The applicant in its brief refers to an affidavit of pharles 
H. Schlabach, who took part in selecting and desigi:|ing the 
applicant’s trade-marks and labels for cleaning powders, 
in which it appears that: j 

‘‘A particular color was adopted for and has alwajrs been 
used in the label panels, because it was then and is lyet be¬ 
lieved that the perception of color among all peoples, the 
illiterate, those of foreign tongue, and even amqng the 
children, is as universal as the appreciation of musicj, which 
extends to all peoples, irrespective of race, age, edi|cation, 
color or nationality. 

41 The yellow panel was selected because ydllow is 
an outstanding color, which makes an immediate im¬ 
pression upon the eye and the memory of a purchaser, and 
because the yellow panel in itself would make a complete 
impression in the mind of a buyer and would be t*eadily 
associated with the new pioneer product, aside from and 
independent of any other name, trade-mark, picture or de¬ 
sign contained in the label.” 

It is well settled that a mark is not registrable if color 
alone is its distinguishing characteristic. The latestj ruling 
to this effect was in the case of A. Leschen & Son^ Rope 
Company v. The American Steel and Wire Co., 418 0. G. 3, 
in which it was held: j 

I 

^‘The weight of authority is to the effect that a njiark is 
not registrable if color alone is its distinguishing charac¬ 
teristic. In re General Petroleum Corp. of Califorjiia, 18 
C. C. P. A. (Patents) 1444, 412 0. G. 831, 49 F. (2d) 966, 
and authorities cited; In re Sun Oil Co., 18 C. C.j P. A. 
(Patents) 1421,412 0. G. 277, 49 P. (2d) 965; In re Walker- 
Gordon Laboratory Co., 19 C. C. P. A. (Patents) 4-? 

0. G. 826, 53 F. (2d) 548 (Patent appeal No. 2813, djecided 
December 7, 1931). It seems clear that before one jtrade- 
mark can be registered over the opposition of the [owner 

prop¬ 
other 


of another for use on goods of the same descriptive 
erties, the applicant's mark must show dissimilarity 
than color.” 


If color alone does not constitute a registrable, distin¬ 
guishing characteristic, then the question arises as td what 

5—6467a 
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other characteristic of the applicant's mark renders said 
mark registrable. The onlv other characteristic is the blue 
bordered panels, but it Is common practice in the market- 
inj^- of products to sepai'ale the outer surface of containers 
into a plurality of panels, said ])anels bcinii’ utilized for the 
reception of printed matter and pictorial illustrations, and 
it is believed that the applicant’s panels are not distinc¬ 
tively dissimilar from tliose of common practice and cer¬ 
tainly not to such a degree as would render the applicant’s 
mark reg-istrable. 

c? 

42 The decisions noted bv the examiner are believed 

* 

to be controlling of the instant case. As was stated 
in the case of In re The Barrett Company, 2G2 0. G. 167: 


i 4 


^ ^ by applying llie mark all over the surface, 
the mark ceases to be a mark on the surface and becomes 
the surface itself. The mark, if there was one, is entirely 
lost by the mere fact of uniform repetition over the whole 
surface. It is no longer capable of a])pealing to the be¬ 
holder as a mark of origin but would inevitablv create the 
impression that it was something else.” 


To the same effect is the decision in Ex parte Hoot Glass 
Company, 151 Ms. D. 625, in which a series of panels re- 
])eated all around a bottle were held not a trade-mark but 
an ornamental design for the bottle. In that case it was 
held: 

* * the repetition of the so termed trade-mark 

entirely about the bottle, so that an ornamental bottle is 
produced thereby and the distinctive feature becomes lost 
in its repetition and in its integral ornamental relation to 
the bottle, robs such trade-mark of its distinctive signifi¬ 
cance. ’ ’ 


I agree vnth the examiner of trade-marks that the ap¬ 
plicant’s blue bordered yellow panels do not function as a 
trade-mark but that they would be regarded by the mem¬ 
bers of the public as a label, functioning merely descrip¬ 
tively in imparting information as to the contents of the 
container. 

The decision of the examiner of trade-marks is affirmed. 
(Sgd.) M. J. MOORE, 

' Assistant Commissioner, 

Jun. 13, 1932. 
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43 (Copy.) 

Ill the Supreme Court of the District of Columlkia. 

In Equity. 

No. 55,090. I 

I 

The Hygiexic Products Compaxy, Plaintiff,| 

I 

vs. i 

Coxway P. Coe, as Commissioner of Patents, Defendant. 

Sfafement of Mr. Hostetler at Hearing. 

^‘Mr. Hostetler: I might say, your Honor, with regard to 
these affidavits, that the facts which they sought t^ estab¬ 
lish would require no cross examination. So if tliey had 
been here, no cross-examination would have been re¬ 
quired.’’ 

(In Page 9, Transcript of Proceedings.) 

44 In the Supreme Court of the District of Columbia. 

In Equity. | 

No. 55,090. I 

The Hygiexic Products Company, Plaintiff,] 

vs. 

Coxway P. Coe, Commissioner of Patents, Defendant. 
Narrative Statement of Testimony. 


Mrs. Meyer Schwartz deposed and said that slije is of 
legal age; resides at Philadelphia, Pa., and is ejngaged 
with her husband as proprietors, in the retail groceify busi¬ 
ness at 2128 South 67th Street, in that city, and has been 
so engaged at that place for 11 years during all of which 
time she has dealt in a water closet cleaning powdeij known 
as ‘‘Sani-Flush” contained in cans like Plaintiff’s jExhibit 
B-1, submitted herewith. i 

That in the regular course of business, customers usually 
ask for that cleaning powder under the name of |“Saiii- 
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Flush”, but in some cases customers forget the name and 
ask for the cleaning powder in the can with the yellow 
label. 

That in some other cases, customers will send a note by 
a youngster asking for toilet cleaning powder with the 
yellow label, in purchasing ^^Sani-Flush”. 

Mr. Joseph S. Girard deposed and said that he is thirty- 
six years of age;! ig engaged as proprietor in the retail 
grocerv business at 1040 Nostrand Avenue, in Brooklyn, 
X. Y., and has been so engaged for 8 years at the present 
location and for 4 years previous at another location; that 
during all of said time he has dealt in preparations for 
cleaning closet bowls including ^^Lye”, ‘‘Sani-Flush”, and 
‘‘Chlorate of Lime”. 

45 That some customers ask for preparations of this 
kind by name, that others do not remember the 
name, and that he has had experience with customers buy¬ 
ing goods without remembering the names thereof. 

That one woman asked for a bath room bowl cleaner, 
whereupon affiant offered her a can of “Lye” which was 
refused, and the woman asked for a cleaner in a vellow 
can, whereupon affiant offered her “Chlorate of Lime” in 
a yellow can, which was also refused, and the woman finally 
asked for a can with a yellow label having the picture of 
a toilet bowl thereon, and thereupon affiant sold her a can 
of “Sani-Flush” like Plaintiff’s Exhibit B-1, submitted 
herewith, which was what the customer wanted. 

That he also has had similar experiences with other 
preparations, and has had an experience with a customer 
who wanted something to open a drain, and upon being 
offered a can of “Plumite” said it was not what she wanted 
as she wanted something with a blue label thereon and 
thereupon he sold her a can of “Drano” with a blue label 
thereon which was what she wanted. 

Mr. Joseph A. Habich deposed and said that he is thirty- 
one years of age and is in business as owner of Joe’s Food 
Market, 6701 Woodland Avenue, in Philadelphia, Pa., and 
has been so engaged for one year, and previously was a 
manager for some 11 years of an Atlantic & Pacific Tea 
Co. store in said city. 



CONWAY r. COE, COm'k OF PATENTS. 


37 


That he has handled a water closet bowl cleaner!known 
as ‘^Sani-Fliish’’ contained in cans like Plaintiff’s ^l^xhibit 
B-1, submitted herewith. | 

That during these years, quite a number of people have 
called for a closet bowl cleaner by asking for a cleaning 
powder in a yellow can. | 

46 Mr. George Dykstra deposed and said that he is 
thirty-eight years of age; is engaged as ov^ner of 

a retail grocery store at 119 Brown Avenue, Pjospect 
Park, N. J., and has been so engaged, at or near th^ same 
location for about 25 years; that he is president of the 
Patterson’s Retail Grocers’ Association, is a member of 
the Board of the New Jersey Retail Grocers’ Association, 
has been a councilman and a Commissioner in Pfospect 
Park, N. J.; is a director of a bank in Prospect Park,, N. J., 
and lias recently been proxy for some stockholders, among 
them the R. F. C., at a stockholders’ meeting of another 
bank in Prospect Park, N. J. 

That in the regular course of his business, from time to 
time, a number of customers have asked for a toilet bowl 
cleaner in a yellow can, and that among his regular cus¬ 
tomers are a number of Hollanders, who do not reniember 
names and ask for a toilet bowl cleaner in a yellow can, 
in purchasing ‘‘Sani-Flush”. 

Mr. Andrew M. Peterson deposed and said that he is 
twenty-nine years of age; is manager of Cutler’s N'arket, 
in the retail grocery business, at 1626 South 58th Street, 
Philadelphia, Pa., and has been engaged in the retail gro¬ 
cery business for a period of 9 years, during all of which 
time he has dealt in a water closet bowl cleaner kncwn as 
^‘Sani-Flush”, which is contained in cans like Plaintiff’s 
Exhibit B-1, which is submitted herewith. 

47 That during that time, in the regular course of 
business, quite a number of customers have called 

for a closet bowl cleaner by asking for the same fey the 
color of the cans, and not bv the name thereof; and these 
people have called for a closet bowl cleaner in a yellc^w can 
in purchasing the ^^Sani-Flush” cleaner. 

Mr. Rajnnond M. Schlabach deposed and said thatj he is 
thirty-six years of age; resides at Canton, Ohio; is 4^ssist- 
ant Treasurer of The Hygienic Products Company; tjiat in 
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the absence of his father, C. H. Schlabach, is the General 
Manager of said company; and that he has been actively 
engaged in that particular business, continuously since 
1919, and in the summers, about eight or nine years before 
that time, since about 1910. 

That the “Sani-Fluslr ’ product was first put on the 
market by said company in April 1911, and to his knowl¬ 
edge, there was no other product then on the market, for 
the particular purpose of cleaning water-closet bowls, as 
distinguished from drain yiipes. 

That during the past fifteen years, which comes more 
particularly within his own knowledge, the sale of said 
‘‘Sani-Flush'’ cleaning ])owder has been promoted by 
advertising in the national women’s publications, includ¬ 
ing ‘‘Good Housekeeping", “Ladies’ Home Jour- 
48 nal,” “Woman's Home Companion”, “Delineator”, 
“Needle Graft”, “^McCall’s”, and types of publica¬ 
tions like that. 

That such advertising has cost in excess of $5,000,0()() 
to date; and the average circulation of those publications 
during the 10 months in the vear that thev advertise, is 
better than 25 million a month or 250 million copies a year. 

That said company has sold slightly in excess of 170,- 
000,000 cans of the product similar to Plaintiff’s Exhibit 
B-1, since it started in April 1911, and the consumers’ 
purchase price of the same was somewhat over $40,000,000. 

Plaintiff’s Exhibit B-1 is a can made by our company 
about five vears ago, and contains the “Sani-Flush” 
product. The product is a powdered mixture and is an off- 
shade white, apparently no color in it. (Witness opened 
the can and exhibited its contents to the Court.) 

Plaintiff’s Exhibit M is a can of “Sanilav”, a closet 
bowl cleaner that was put on the market by a competitor 
a few years ago. 

Plaintiff’s Exhibit N, labeled “Kleen-Flush”, is also a 
closet bowl cleaner put out a few years ago by a com¬ 
petitor. 

Plaintiff’s Exhibit O is a can of “Toi-Kleen”, and is 
substantially the same thing—a competitor’s product 
brought out, roughly four or five years ago. It is also 
a closet bowl cleaner. 


Plaintiff’s Exhibit P is a can of “Kleen Sweep”, and 
is another closet bowl cleaner which would come in the 
same class as the last. I think it was in the neighborhood 
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of about five or six years ago that this was put on the 
market by a competitor. 

Plaintiff^s Exhibit Q, ‘‘Navy Flush”, is a product which 
came on tlie market api)roximately the same time. It 
comes in the same class as the previous one, that is ‘[Kleen 
Sweep.” I 

49 Plaintiff’s Exhibit R, “Hy-G-N”, is also $ com¬ 
petitor’s ])i-oduct for cleaning closet bowls. It was 
brought out i)erhaps about seven years ago, and is] some¬ 
what later than some of the other exhibits are. ! 


Plaintiff's Exhibit S, “Pawnee”, is another product in 
the same class as the previous ones. It was brought out 
about five or six years ago, and is supposed to be a closet 
bowl cleaner for the same purpose as “Sani-Flush”, 

Plaintiff’s Exhibit T, “Bowlene”, is also a closef: bowl 
cleaner put out by a competitor in the neighborh(|)od of 
about five years ago. i 

The manufacture and sale of substantiallv all of those 
different products has been discontinued for one or several 
reasons. They could not make a go of it, got into financial 
difficulties. Others by litigation. 

During the past ten years, about 75 per cent of the com¬ 
petitors who put out such cans, more or less infringing 
on our trade-marks, have used yellow labels of som0 type. 

Suits for unfair competition were brought by ou^* com- 
])any against some of these competitors on the trade¬ 
marks, and the question of yellow label was made an. issue 
in pi'actically every one of those suits. 

The foregoing narrative statement of the testimony is 
hei*eby allowed and approved. 

50 The foregoing “Condensed Statement of Evl- 
deuce” and “Statements of Counsel at Hearii^g” is 
herebv allowed and approved. | 

JENNINGS BAILEY, I 

Jusiice. 

February 26th, 1935. 

Approved as to form. 

HARRY FREASE, | 

RANDOLPH C. RICHARDSON, | 

Attorneys for Plaintiff, 

T. A. HOSTETLER, I 

Solicitor for the Patent Office, j 

Attorney for Defe^idant, 
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51 In the Supreme Court of the District of Columbia. 

In Equity. 

No. 55,090. 

The Hygienic Products Company, Plaintiff, 

vs. 

Conway P. Coe, as Commissioner of Patents, Defendant. 

The following Drawing and Exhibits are to be included 
in “Condensed Statement of Evidence”, as part of Item 4 
of Transcript of Record. 

(Here follows 1 drawing, folio 52.) 

53 [Stamp:] Docket Division, U. S. Patent Office. 
Aug. 22, 1932. 

Pl.\intiff’s Exhibit N-2. 

“Kleen-FluslP^ Decree. 

In the Supreme Court of the District of Columbia. 

In Equity. 

No. 55,090. 

The Hygienic Products Co. 


vs. 

Conw.\y P. Coe, as Commissioner of Patents. 

In the District Court of the United States, Southern 
District of California, Central Division. 

In Equity. 

No. R-30-C. 

Letters Patent No. 1,048,575; 

Letters Patent No. 1,124,664; 

Registered Trade-Mark No. 86,062; 

Registered Trade-Mark No. 108,251; 


[ ....'SUPREME COURT cTnc 

: OU.TRV T OF COLUMBIA 

j svG>:v:?f;oc'J^.^^c . 

1 

i r c:' ; 

Pl.AitS , :FI- ' t :s*^:UlT.^rZ,.. 


JJN rOUITY 
. N:o.fi 5.090 



APPlilG/\TlON 

Mo\ 

282785 


Uto^^rkiot 


T/te ProfU/rts Coa^iitm^ 
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I 

i 

i 
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Registered Trade-Mark No. 263,929; 

Registered Label No. 16,945; 

Registered Label No. 17,693; 

Registered Label No. 25,156; 

Registered Label No. 33,026 
and Unfair Competition. 

The Hygienic Products Company, Plaintiff, 


vs. 


Kleen-Flush Products Company, and Edward H1[rsch- 
feld. Doing Business under the Name of Metro jProd- 

ucts Co., Defendants. j 

i 

Interlocutory Decree, 

This cause coming on for trial upon issues joined Jby Bill 
of Complaint and Answer of defendant Edward pirsch- 
feld, doing business under the fictitious name of Metro 
Products Co., and it appearing that defendant Kleeii-Flush 
Products Company has not been served with process, upon 
motion on behalf of plaintiff it is ordered that thi$ cause 
be and the same is hereby dismissed without preju|iice at 
plaintiff’s costs as to said defendant Kleen-FlusL Prod¬ 
ucts Company; and as to the remaining defendant Eldward 
Hirschfeld, doing business under the fictitious nsmie of 
Metro Products Company, the Court having heard the evi¬ 
dence, finds the issues joined in favor of plaintiff, |where- 
upon it is ordered, adjudged and decreed as follows|: 

(1) That Patent Number 1,048,575, granted December 

r\-^ r\ j *r^ t • ttt • i i • i • /w% i • 

lerein, 
a cor- 
ranted 


31, 1912, to Edwin W. Oldham, assignor to plaintiff 
The Hygienic Products Company, of Canton, Ohio, 
poration of Ohio, and Patent Number 1,124,664, g 
January 12, 1915, to Charles H. Schlabach, of Cfanton, 
Ohio, assignor to plaintiff herein. The Hygienic Products 
Company, of Canton, Ohio, a corporation of Ohio, 
54 and each of said patents, are good and valid |in law 
as to each of the claims thereof, and the titles 
thereto are in plaintiff, and that defendant Edward Hirsch¬ 
feld, doing business as Pietro Products Company, has in¬ 
fringed each and every of the claims of each o[f said 
Letters Patent by making and selling a cleaning j^owder 
under the trade name ‘‘Kleen-Flush”; 
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(2) That the following trade-marks, registered by plain- 
titf, The Hygienic Products Company: Number 86,062, 
‘'Sani-FluslP'; Nunibei- 108,251, “Bowl picture trade¬ 
mark’’; and NTnnber 263,929, “Combination ‘sani-Flush’ 
and bowl picture”, each for a cleaning powder, are each 
and all i>ood and valid trade-marks and title to each is in 
plaintiff. The Hygienic Products Company, and defendant, 
Edward Hirschfeld, doing business under the fictitious 
name of Pietro Products Company, has infringed upon 
each of said trade-marks by selling a cleaning powder 
under the name “Kleen-Flush”, said defendant’s label 
containing in addition to said name “Kleen-Flush” a pic¬ 
torial representation of a toilet bowl of confusing similar¬ 
ity to plaintitf’s bowl picture trade-mark Number 108,251, 
and also of plaintiff’s combined “Sani-Flush and bowl pic¬ 
ture trade-mark”, Number 263,929, said infringing pack¬ 
age and label being confusinglv similar in name and other 
indicia mentioned to each of ])laintiff's said trade-marks; 

(3) That the following registrations or copyrights of 
labels are good and valid in law and title to each thereof 
is in plaintift*. The Hygienic Products Company: Numbers 
16,945, 17,693, 25,156, and 33,026; and defendant Edward 
Hirschfeld has infringed each and everv of said registered 
labels by selling and distributing for sale packages of 
cleaning powder under the name “Kleen-Flush”, said in¬ 
fringing labels also containing other indicia simulating the 

general appearance in various particulars of each of 
55 plaintiff’s said registered labels hereinbefore men¬ 
tioned. 

(4) That in the distribution and sale of said cleaning- 
powder under the name “Kleen-Flush” defendant has 
simulated the general appearance and style of package of 
plaintiff’s product made and sold under the name “Sani- 
Flush” and in so i doing is guilty of unfair competition. 

(5) That an injunction of this Court in the usual form 
be forthwith issued by the Clerk, perpetually enjoining and 
restraining defendant Edward Hirschfeld, his associates, 
confederates, agents, servants, workmen, employees, ancl 
each and everv of them— 

•r 

9 

(a) from directly and/or indirectly and/or contribu- 
torily making and/or compounding and/or distributing or 
offering for sale and/or selling any cleaning powder like 
or similar to said so-called “Kleen-Flush” powder com¬ 
plained of in the Bill of Complaint in this cause and/or any 
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such product containing the combination of ingredients 
mentioned in anv one or more of the claims of said Letters 
Patent Numbers 1,048,575, and 1,124,664, and from infring¬ 
ing upon said Letters Patent and/or either of theip; 

(b) from directly and/or indirectly and/or cjontribu- 

torily selling and/or offering and/or distributing ifor sale 
any cleaning powder carrying a label like or sijnilar to 
plaintiff’s exhibits in this case, 28, “Defendant’silabelled 
package”, and 28a, “Defendant’s label”, and/or e.ny such 
product carrying thereon a label containing the words 
“Kleen-Flush” either alone or in combination witl:, a toilet 
bowl and/or any such product carrying any label |or style 
of package so closely resembling plaintiff’s and/orj defend¬ 
ant’s said package and label as to be likely to ca^ise con¬ 
fusion or deception among purchasers; | 

(c) from directly and/or indirectly and/or contribu- 
torily infringing upon plaintiff’s said registered trade¬ 
marks Numbers 86,062, 108,251, and 263,929, or any or 
either of them. 

(d) from directly and/or indirectly and/or cjontribu- 

torily infringing upon plaintiff’s said registered labels 
Numbers 16,945, 17,693, 25,156 and 33,026, or any |r either 
of them; I 


56 


(6) It is further ordered, adjudged and i decreed 


tiiat ])laintiff do recover of defendant 


Edward 


liirsclifeld, tlie i)rofts, gains, and advantages wlych said 
defendant has received or made or which have arisen or 
accrued to said defendant by manufacture, compounding, 
using or selling of cleaning powder containing the jingredi- 
ents mentioned in any one or more of the claims! of said 
Letters Patent Numbers 1,048,575 and 1,124,664, in viola¬ 
tion of plaintiff’s exclusive rights as aforesaid, and in¬ 
fringement of any of the claims of said Letters Patent 
hereinbefore mentioned and that plaintiff do also have and 
recover its damages resulting from said infringei|Qent. 

(7) It is further ordered, adjudged and decreed that 
plaintiff do recover from said defendant Edward Hirsch- 
feld the profits, gains, and advantages which said defend¬ 
ant has received or made, or which have arisen or!accrued 
to defendant by the sale and/or distribution of j3leaning 
powder under the name “Kleen-Flush” and/or labeled 
with the name “Kleen-Flush” alone and/or in combination 
with a toilet bowl and/or with any of the other ir.dicia of 
any of the trade-marks and labels hereinbefore mentioned, 
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and which profits,‘gains and advantages have arisen or ac¬ 
crued by the sale of said product so labeled in violation 
of plaintiff-s exclusive rights as aforesaid and in infringe¬ 
ment of anv one or more of said registered trade names 

* * 

and registered labels and that plaintiff do have and recover 
its damages resulting from each and every of said infringe¬ 
ments. 

(8) It is further ordered, adjudged and decreed that this 
cause be referred to David B. Head, Es(iuire, as Special 
Master, to ascertain and take, and state, and report to 
this Court an account of the amount of said cleaning pow¬ 
der embodvine,’ said inventions as described and secured in 

% 

the claims of said! Letters Patent, and eacli of them made, 
and/or caused to be made, and 'or sold or distributed 
57 for sale ])v said defendant Edward Hirschfeld and 
also the damages wliicli i)laintiff has suffered by each 
and all of said infringements; and also that said Special 
Master ascertain and take, and state, and report to the 
Court an account of the number of ])ackages labeled with 
the name “Kleen-Flush’’ or carrving anv label like or sim- 
ilar to said “Kleen-Flusli” label as hereinbefore de¬ 
scribed and/or any label or style of package which infringes 
anv of said registered trade names and registered labels 
hereinbefore mentioned and also that said Master ascer¬ 
tain and take, and state, and report to this Court an account 
of the damages which x)laintitf has suffered by each and all 
of said infringements and that the blaster have all the 
usual powers for the purpose of taking, stating, and report¬ 
ing such account. 

(9) It is further ordered, adjudged and decreed that 
plaintiff do have and recover of the defendant Edward 
Hirschfeld, its costs, charges and disbursements in this 
suit to be taxed by the Clerk in the sum of One Hundred and 
Eighty-two and Fifty-lOOths Dollars ($182.50) and that 
execution issue therefor. 

Entered this 30th dav of June, 1932. 

' ^ GEO. COSGRAVE, 

United States District Judge. 


Decree entered and recorded Jun. 30, 1932. 

R. S. ZIMMERMAN, 

Clerk, 

i By FRANCIS E. CROSS, 

I Deputy Clerk. 
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A! true copy.—Attest, etc. j 

JuL 2S, jl932. 

E. S. ZIMMERMAN, 

Clerk U. S. District Court, 
SoufJieni District of California, 
BvO. A. SIMMONS, I 

Depufi/. 

I 

1 

58 [Stamp:] Docket Division, U. S. Patent i Office. 

Aug. 22,1932. 

Plaintiff's Exhibit U-1. 

I 

‘^Sani-Bowl” Decree. ! 

I 

i 

In the Supreme Court of the District of Columbia. 

I 

In Equity. ! 

No. 55,090. 

The Hygienic Pkodccts Co. 
vs. 

Conway P. Coe, as Commissioner of Patents. 

In the United States District Court, Western District of 

Missouri, Saint Joseph Division. 

Equity No. 108. 

Registered Trade-Marks, Registered Copyrights, ancl Un¬ 
fair Competition. | 

i 

The Hygienic Products Comp.yny’, Plaintiff, 

vs. 

Michael J. Garvey', Jr., Henry J. Garvey, and Edw^i.rd F. 
Garvi:y', Copartners Doing Business under the Firm Name 

of Western Chemic.yl Company', Defendants. j 

1 

September 21, 1^29. 

i 

Present: The Honorable Merrill E. Otis, United States 
Judge. ! 
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Final Decree. 


This cause canle on to be heard in open court on March 
8, 1929 at this term, on the pleading’s, ])roofs and proceed¬ 
ings herein, and was argued orally and in written briefs by 
counsel for the respective parties; and thereupon, upon con¬ 
sideration thereof, it is hereby 

Ordered, adjudged and decreed, as follows: 

1. That registered Trade-Mark “Sani-Fluslr ’ No. 86,062 
and picture No. 108,251, and registered Labels No. 16,945, 
No. 17,693, No. 25,156 and No. 33,026 are each and all owned 
by the plaintiff and are each and all valid; and each and 
all of them have been infringed bv defendants’ “Sani- 
Bowl” trade mark and labels, which unfairly embodies sub¬ 
stantial parts of plaintiff's trade-marks and labels. 

2. That the defendants and each of them, their respective 
clerks, agents, attorneys, workmen and servants, be and 
they are hereby perpetually enjoined and I’estrained from 
anv further infringing or unfair use in anv manner, either 
separately or conjointly, of said registered trade-marks 
and registered labels, or any part or parts thereof, in vio¬ 
lation of plaintiff’s rights, and that an injunction issue out 
of and under the'seal of this court, in accordance with this 
order. 

3. That the Court being advised by the parties hereto, 
that the plaintiff has waived an accounting for profit and 
damages, there will be no order entered herein for a refer¬ 
ence to a Special Master. 

4. That plaintiff have judgment for the costs of this suit 

amounting to $-. 

MERRILL E. OTIS, 

U. S. Judge. 

Approved as to form. 

JNO. C. LANDIS, Jr., 

Solicitor for Plaintiff. 
HARRY FREASE, 

Of Counsel for Plaintiff, 
STRINGFELLOW & GARVEY, 

Of Counsel for Defendants. 
BERNARD F. GARVEY, 

Of Counsel for Defendants, 


September 21st, 1929. 
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59 Certified Copy. | 

D. C. Form Xo. 30. 

United States op America, 

Disfrirf of ss: 

I, Edwin K. Dnrliaiii, Clerk of the United States Dlistrict 

i 

i 

Court in and for the Western District of Missouiri, do 
hereby certify that the annexed and foreo’oina: is a true 

• ♦ cr* I 

and full copy of the original Final Decree in Equity No. 
108. The Hygienic Products Company ys. Michael J^|. Gar- 
yey et ah, now remaining among the records of th^ said 
Court in my office. 

In testimony whereof, I haye hereunto subscribed my 
name and affixed the seal of the aforesaid Court kt St. 
Joseph, ^lo., this 4th day of Aug., A. D. 1932. [ 

[Seal U. S. District Court, St. Joseph Diy., Western 
Dist. Mo.l 

EDWIN K. DURHAM, 

CAerJ:, 

By JOHN A. DUNCAN (Signed) 

Deputy Clerk. 

GO PLAINTIFF'S ExHIRIT M"- 1 . 

“Flush-ene” Decision. j 

I 

I 

In the Su])remo Court of the District of Columbia. 

In Equity. 

No. 55,090. 

The Hygienic Products Co. 
vs. 

Conway P. Coe, as Commissioner of Patents. | 

(Copy.) 

Paper Nol 5. 

Department of Commerce, 

United States Patent Office, 

Washington. | 

LBF. 

i 

Address only The Commissioner of Patents, AVashii^gton, 

D. C. i 
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Please iind ])elo\v a communication fi*om the Examiner 
of Interference in this case. 

COXWAY P. COE, 
Contniissioner of Patents. 

(Mailed Aug-. 15, 1933.) 

Opposition X^o. 12798. 

The Hygiene Products Comp.\ny, 

V. 

Churchill ^Ifg. Co. 

In accordance with the provision of equity rule 17 the 
final decree is now entered, and the notice of opposition is 
sustained. 

It is further adjudged that the applicant is not entitled 
to the registration for which it has made application. 

The proceeding* is deemed to be terminated (Clifton v. 
Tomb, 21 F. (2d, 893) and the tiles are herewith returned 
to the examiner of trademarks. 

/s/ J. CAIXES, 

Examiner of Interferejtces, Boom 3088. 

61 Plaintiff’s Exhibit Y. 

Black Bottle Case. 

In the Supreme Court of the District of Columbia. 

In Equity. 

XTo. 55,090. 

The Hygienic Products Co. 

vs. 

Conway P. Coe, as Commissioner of Patents. 

In the District Court of the United States for the Northern 
District of Illinois, Eastern Division. 

In Equity. 

No. 9210. 

California Crushed Fruit Corporation, Plaintiff, 

vs. 

Orange-Crush Company, Defendant. 

In conformity with Equity Pule 714, the Court makes 
the following findings of fact and conclusions of law; 
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Findino^’s of Fact. | 

(1) Plaintiff, California Crushed Fruit Corporation, is a 
Delaware corporation. Defendant, Orange-Crush Cqmpany, 
is an Illinois corporation. The amount in controversy here¬ 
in exceeds the value of Three Thousand Dollars ($3,<)00.00). 

(2) At the time of the filing of the bill of complaint, July 
1, 1929, plaintiff’s Exhibit Six (6) thereto was a s]])ecimen 
of defendant’s package. After the entry of a prelijminary 
injunction on July 18,1929, defendant made certain cjlianges 
in its labels. A supplemental bill was filed agaiiist the 
changed package. The changed label is shown as plaintiff’s 
Exhibit A filed with plaintiff’s supplemental bill of com¬ 
plaint. 

(3) Prior to 1927 both plaintiff and defendant h£.d been 
putting out orange juice products in undiluted or concen¬ 
trated syrup form for sale to soda fountains. This 

62 product was sold in gallon flint glass jugs aiid also 
to some extent in smaller containers. Plaintiff’s 
product was known as Mission Orange and defendant’s as 
Orange Crush. Orange Crush was distributed tiirough 
licensed bottlers who prepared a soft drink theref]-om by 
adding carbonated water. The product was kndwn as 
Orange Crush and was put in a corrugated bottle of 
which plaintiff’s Exhibit 3 is a specimen. | 

(4) In March, 1928, plaintiff put on the market a car¬ 
bonated orange juice beverage composed of orang4 juice, 
orange pulp, a little lemon juice, filtered and carbonated 
water. This product was designated Mission Orange Dry 
and was first put out in green bottles with a bla<3k and 
orange label. 

(5) Plaintiff, desiring further to identify its product be¬ 

gan the use of a black opaque bottle early in September, 
1928, since which time all of Plaintiff’s Mission Orange 
Dry has been put up in such bottles. | 

(6) Plaintiff was the first to successfully put but an 
orange drv drink and the first to use for a soft drink i black 
opaque bottle of the shape and size shown by Plaintiff’s 
Exhibit 2. 

(7) In June, 1929, some nine months after the plaintiff 
changed to a black bottle, defendant started to put out a 
similar product in a black bottle like the plaintiff’^. The 

7—6467a I 
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ingredients were tlie same except that the defendant added 
benzoate of soda as a preservative. 

63 (S) Tlie evidence establishes a ])lack opaque bottle 
is superior in excluding light to any other bottle 

used, excluding all light. 

(9) It is not necessary for defendant to use a black bot¬ 
tle to preserve its product. Amber and green bottles shut 
out anv light ravs that would affect the character of the 
drink involved and such bottles furnish satisfactory con¬ 
tainers for such a product. 

(10) Plaintiff's package, including the black bottle, was 
original, distinctive and had never before been used. Drinks 
of the character oi* plaintiff’s are sold from refrigerators 
and the labels wash off; when sold for immediate consump¬ 
tion the crown is removed before the bottle is handed to 
the customer. Under such circumstances, it would be im¬ 
possible for the customer to tell wliether he had been served 
])laintiff’s or defendant’s product. 

(11) The black bottle considered separately and also the 
ensemble of all the elements entering into the get-up of 
plaintiff’s package are distinctive of plaintiff’s product. 
Plaintiff’s product so dressed has been extensively adver¬ 
tised and sold. 

(12) Xo one beside the plaintiff had used black bottles 
for beverage of the sort involved in this litigation up to 
the time defendant put out its competing ])roduct. The 
fact that plaintiff used a bottle different in color and stand¬ 
ing out from bottles for other beverages in the same class 
had much to do with the rapidity with which Mission Orange 

Drv became known. 

64 (13) The general effect of the defendant’s and 
plaintiff’s packages is veiy similar and is likely to 

cause confusion between the plaintiff’s and defendant’s 
product because of the resemblance of the defendant’s pack¬ 
age to the phiintiff’s, and such confusion has in fact oc¬ 
curred. 

Conclusions of Law. 


(1) The get-up of the plaintiff’s black bottle is distinc¬ 
tive and both defendant’s old and changed labels in connec¬ 
tion with the black bottle give the same appearance as plain¬ 
tiff’s get-up and defendant should be enjoined from further 
use of a get-up similar to plaintiff’s. 
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(2) Plaintiff’s black bottle is novel and distinctive in 

connection with carbonated soft drinks and defei|dant’s 
black bottle of the same shape and size is likely tc^ cause 
confusion and defendant should be required to chaiige the 
shape or color of its bottle so as to make it distinguishable 
from plaintiff’s product. I 

(3) The conduct of the defendant constitutes unfair com¬ 
petition. 1 

(4) Plaintiff is entitled to a decree in accordance with 
the foregoing findings of fact and conclusions of law. 

Enter. 

JAMES H. WILKERSON, 

Ji{dge, 

July 5, 1932. j 


Certified Copy. 


D. C. Form Nc^. 30. 


United States of America, 

Northern District of Illinois, ss: 

I, Charles M. Bates, Clerk of the United States district 
Court in and for the Northern District of Illinois, dc| here¬ 
by certify that the annexed and foregoing is a triie and 
full co])y of the original Findings of Fact and Conclusions 
of Law, entered July 5, 1932, in the matter of California 
Crushed Corporation vs. Orange-Crush Company, Equity 
No. 9210, now remaining among the records of thg said 
Court in mv office. 

In testimony whereof I have hereunto subscribed my 
name and affixed the seal of the aforesaid Court at Chicago 
this 2Sth dav of November, A. D. 1932. | 

(S) CHARLES M. BATES, 

Cle7'k, 

By-, 

Deputy Clerk, 

[Seal of the Court.] 

Nov. 29, 1932. I 

i 

66 The foregoing drawing and exhibits are to )3e in¬ 
cluded as part of ‘‘Condensed Statement of Evi¬ 
dence”, Item 4 of Transcript of Record, and are hereby al¬ 
lowed and approved. 

JENNINGS BAILEY, 
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The admittance of foreooinG.* drawins: and exhibits to be 

s-T’ <_r* 

included as part of “Condensed Statement of Evidence'”, 
Item 4 of Transcript of Record, is herebv approved. 

HARRY FREASE, 

RANDOLPH C. RICHARDSON, 

Attorney for Plaintiff. 

T. A. HOSTETLER, 

Solicitor for the Patent Office. 

Attorney for Defendant. 

Endorsed on cover: District of Columbia Supreme 
Court. No. 6467. The Hygienic Products Company, 
Appellant, vs. Conway P. Coe, Commissioner of Patents. 
United States Court of Appeals for the District of Colum¬ 
bia. Filed Apr. 22,1935. Henry W. Hodges, Clerk. 
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United States Court of Appeals for the 
District of Columbia 

APRIL TERM, 1935. 

No, 6467, 

THE HYGIENIC PRODUCTS COMPANY, 

Appellant, 

vs. 

CONWAY P. COE, COMMISSIONER OF PATENTS,| 

Appellee. I 

1 

Appeal from the Supreme Court of the | 
District of Columbia. 

1 

- j 

BRIEF FOR APPELLANT. 

i 

STATEMENT OF THE CASE. 

This is a suit in equity under Section 4915 R. S., 
now Section 63, Title 35, U. S. Code, by appellant, wHose 
application for registration of a trade-mark for Clean¬ 
ing Powder for Water Closet Bowls and Automobile 
Radiators, has been rejected, and registration refijsed 
by the Commissioner of Patents. 

Appellant's application drawing is reproducec^ in 
the opposite page, and its mark is described as follow^: 

i 

‘‘The trade-mark consists of a yellow'’ pdnel 
bounded by a contrasting, dark colored border, |ap- 
plied to the can or package containing the goodsl as 
indicated by the shade lines representing the color, 
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yellow, arid the dark border therearound shown in 
the drawing/' (R. 23.) 

Appellant' was tlie pioneer in the manufacture and 
sale of a cleaning powder for water closet bowls, and in 
1913 it adopted and has ever since used the trade-mark 
souglit to be registered on all cans containing its clean¬ 
ing j)owdei‘, for the purpose of identifying the origin and 
maker of the pioneer product. 

The Examiner of Interferences conceded that color 
in combination with a particular design may constitute 
a trade-i]iark, that the public long familiar with appli¬ 
cant's goods would doubtless identify them in a measure 
by their yellow label, tliat apidicantV yellow label has 
come to designate applicant's goods to many people, and 
that the yellow label was adopted for the purpose of 
lending distinctiveness; but refused registration 

‘‘On the gi-ound that Avhat is claimed as a trade¬ 
mark is not in fact a trade-mark, i.e., that it is not 
such a device as would ordinarilv indicate to the 
pu])iic origin or ownership of tlie goods.” (R. 30.) 

The Assistant Commissioner of Patents affirmed the 
Examiner of Trade-Marks, and agreed with him 

‘‘That the applicant’s blue bordered yellow 
panels do not function as a trade-mark, but that 
they would be regarded by the members of the pub¬ 
lic as a label, functioning merely descriptively in 
imparting information as to the contents of the con¬ 
tainer.” (R. 34.) 

In the Supreme Court of the District, the appellant 
exhibited the'repeated registration of its labels, showed 
by the conduct of some eight competitors (R. 18) and by 
five retail grocer witnesses from Philadelphia, Pennsyl¬ 
vania, Brooklyn, New York, and Prospect Park, New 
Jersey (R. 35 to 37), that appellant’s yellow panel label 



has functioned, and does function as a trade-mark (B. 35 
to 37); and exliibited some seventy registrations of yery 
similar, and in some cases substantially identical trade¬ 
marks for various kinds of goods, vdiicli had been made 
by the Patent Office in recent years. (K. 19.) | 


Whereupon, the trial Judge in the Supreme Cj)urt 
of tlie District dismissed appellant's Bill of Complaint 


upon the ground, as stated in the Opinion, that: | 

‘‘I do not think that color alone for a label can 
])e appropriated as a trade mark, and the blue line 
borders or separations of plaintiff’s labels make such 
an impression on the public as to constitute a trade 
mark.” (P. 16.) ! 


ERRORS RELIED ON. 

The errors relied on (R. 20) are as follows: 

“1. The Court erred in its conclusion that plain¬ 
tiff’s mark does not make such an impression on the 
public as to constitute a trade-mark. 

‘‘2. The Court erred in not finding that plain¬ 
tiff’s mark makes such an impression on the public as 
to constitute a trade-mark. 

‘‘3. The Court erred in its conclusion that plain¬ 
tiff’s mark as applied to the container for the gqods 
is not a registrable trade-mark. j 

‘‘4. The Court erred in not finding that plain¬ 
tiff’s mark as applied to the container for the goods 
is registrable as a trade-mark. 

‘‘5. The Court erred in dismissing the Bil^ of 
Complaint. i 

‘‘6. The Court erred in not decreeing that plain¬ 
tiff is entitled to the registration of its mark asjde- 
ffned in its application, and as shown by the drawling 
and the specimen filed therewith.” i 
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POINTS OF LAW TO BE DISCUSSED. 

1. That color mav constitute a valid trade-mark, if 
it is impressed in a particular design as a circle, square, 
triangle, a cross or a star. 

Leschen v. Broderick^ 201 U. S. 166, 171; 

Ex Parte Lamberiville Rubber Co.y 7 T. M. Rep. 

340; 

Ex Parte Payne Coal Co.y Inc., 1929 C. D. 28, 29. 

2. That a trade-mark mav be anv svmbol or device 
which performs the function or the office of a trade-mark, 
especially when it was originally intended or designed 
for that function, as it was so intended and designed 
and has so functioned in the present case. 

Cans Co. V. Clark, 13 Wall. 311, 322 ; 

Trade-Mark Cases, 100 U. S. 82, 94; 

Beech-Nut Co. v. Lorillard Co., 273 U. S. 629, 632. 

3. A trade-mark may be accompanied by other trade¬ 
marks, trade-names, designation, and descriptions not 
forming part of it, without affecting its function and 
destroving its validitv as a trade-mark. 

Layton v. Church, 182 Fed. 24, 29; 

Bass eCal. v. Feigerispan, 96 Fed. 206; 

Ex Parte Lambertville Rubber Co., 7 T. M. Rep. 

340. 

MATTERS OF FACT TO BE DISCUSSED. 

1. That in 1911 Appellant’s product was a pioneer 
cleaning powder for water closet bowls. (R. 24, 38.) 

2. That in 1913 Appellant’s yellow symbol panel 
was selected, adopted and applied as a trade-mark for 
its pioneer product, as an outstanding color to make an 
immediate impression upon the eye and the memory of a 


0 


I 

i 

I 
i 

j 

purchaser, because the perception of color is uiiive)L*sal 
among- all ijeople. (R. 25.) | 

I 

3. That the specimens filed with Appellant’s fast 
three Trade-Mark Registrations and its six Label Reg¬ 
istrations all contained its yellow panel trade-mi^rk. 
(Exs. C toL; R. 18.) 

4. That some seventy-five per cent of Appellafit’s 
competitors have imitated its yellow panel trade-mark 
as a distinguishing- feature of its labels, substantiallV all 
of whom have discontinued the use of the same, as a| re¬ 
sult of litigation or otherwise. (Exs. M to W; R. 18, !L9.) 

5. That in the regular course of business many <ms- 
toniers who do not know or remember the trade-n:Jark 
name of Appellant’s cleaning powder, have asked fo^^ or 
selected the can with the ‘‘yellow label,” or the cleaning 
powder with the “yellow label,” or “in a yellow can” or 
the like, for the purpose of purchasing Appellant’s closet 
bowl cleaning powder. (R. 35, 36, 37.) 

I 

6. That in recent years the Patent Office has re^-is- 
tered some seventy very similar, and in some cases, Sub¬ 
stantially identical trade-marks. (Ex. X; R. 19.) 

7. That Federal Courts have found and enjoinedj in¬ 

fringements of Appellant’s labels containing its yelfow 
panel trade-mark. (Ex. X-1-2, pp. 18, 44; Ex. U-1, pp.|19, 
46.) j 

i 

ARGUMENT. 

The Memorandum Opinion of the Supreme Court of 
the District is limited to four lines and is not very in¬ 
structive or illuminating, because the first sentence 
merely states a conclusion of law which may be conce 
for the purpose of this proceeding, and the second s^n- 
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tence merely states a belief which is not founded upon 
anv fact shown to or found bv the court itself. 

This situation is believed to justify a discussion of 
the law before discussing the facts. 


THE LAW. 


1. Plaintitf'S right to registration is believed to be 
established bv the rule of Leschcii v. Brodericl', 201 U. S. 
166, at page 171, as follows: 


‘‘If color be made the essential feature, it 
should be so defined, or connected with some 
svmbol or desia*n, that other manufacturers mav 
know what thev mav safelv do. . . . 

ft • ft 

‘‘Whether mere color can constitute a valid 
trade-mark mav admit of doubt. Doubtless it mav, 

ft ft / 

if it be impressed in a particular design, as a circle, 
square, triangle, a cross, or a star. But the authori¬ 
ties do not go farther than this.” 


That case is the only one which has been found in 
which the Supreme Court has considered the question of 
color in a trade-mark, and it has been followed not only 
bv the inferior courts but bv the Patent Office itself. 

ft ft 


Examiner’s Concessions of Law and 
Findings of Fact. 

The rule is recognized by the Patent Office in Paper 
Xo. 8 (R. *29) in the present case, with an effort to avoid 
it, as follows: 

“It is readilv conceded that color in combina- 

ft 

tion with a particular design may constitute a trade¬ 
mark. 

“Whether such combination of color with a de¬ 
sign does constitute a trade-mark depends upon the 
character of the design,—whether essentially arbi- 



trary or utilitarian or ornamental, whether in otjher 
words it appeals to the purchaser as an indicatioi|i of 
origin or as something else.” (R. 29.) i 


There is nothing* in the rule of Leschen v. Broderick 
to limit a trade-mark in this manner, and there is nothing 
in the record to justify the p]xaminer in assuming* tihat 
applicant's design is either‘^essentially . . . utilitailian 
or ornamental.” I 

I 

That such an assumption is not justified, is expressly 
recognized by the Examiner in the same Paper No. 8 
(K. 29), by saying that: 

“While the public long familiar with appli¬ 
cant’s goods would doubtless identify them in a 
measure by their yellow label,” (R. 29) 

which is the fundamental function of a trade-mark, 
^loreover, the Examiner proceeds to argue that: 

“nevertheless it is ])elieved that one not thus faipil- 

ace 
ent 
^ 9 ) 


iar with the goods would see onlv the vellow surf 
of a can blocked off in panels for the conveni 
division of printed matter into columns,” (R. 

which is purely speculative and is begging the question, 
because a trade-mark never functions with one who is \iiot 
familiar with the goods to which the trade-mark is 
plied. 


^p- 


The P2xaminer then concedes the existence of a lieg- 
istrable trade-mark in applicant’s color in combinatiion 
with a particular design, in the same Paper No. 8 (R. 
29), by saying that: j 

I 

“The assertion that applicant’s yellow la|bel 
has come to designate applicant’s goods to msiny 
people is not questioned. j 

“Nor is it doubted that the yellow label \iras 
adopted for the purpose of lending distinctivenesb.” 

(R. 29.) i 
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which is nothing more nor less than a finding of fa/Ct 
that applicant's color in combination with its particular 
design, constitutes a registrable trade-mark and func¬ 
tions as a registrable trade-mark. 

After thus conceding the controlling rule of law, and 
finding the facts to bring plaintiff’s trade-mark under 
that rule, the Examiner’s Statement, Paper No. 12 (R. 
30), seeks to justify the refusal to register, by saying 
that: 

“Registration is refused on the ground that 
what is claimed as a trade-mark is not in fact a 
trade-mark, i.e. that it is not such a device as would 
ordinarily indicate to the public origin or ownership 
of the goods. (R. 30.) 

“Applicant’s mark appears to the Examiner as 

merelv a somewhat ornamental division of the 
* 

surface of the can into columns for the convenient 
reception of descriptive matter.” (R. 31.) 

The ground that ^^ivhat is claimed as a trade-mar'k 
is not in fact a trade-mark/^ is not tenable upon the Ex¬ 
aminer’s own concessions of the law and findings of fact. 
And the Examiner’s explanation ^^tJiat it is not such 

t 

a device as ivould ordinarily indicate to the 'public origin 
or oicnership of the goods/' begs the question; because 
no trade-mark is effective as such until after it is ap¬ 
plied to particular goods, and by association therewith 
to those familiar with the goods, indicates the origin or 
ownership of the goods. 

And it may be true, but it is beside the point, to 
say that plaintiff’s mark appears as a '*S07newhat orna¬ 
mental division of the surface of the can into columns for 
the convenient reception of descriptive matter'^; because 
the same is true of substantially all trade-marks involv¬ 
ing color in combination with a particular design, as 
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shown by Plaintiff Exhibit X, Book of Registrations, 
and Exhibit X—165,419 to 313,700, Specimens of Regis¬ 
trations. (R. 19.) 

The Assistant Commissioner’s Decision. i 

1 

The decision of the Assistant Commissioner ir\ af¬ 
firming the decision of the Examiner of Trade-Marks 
(R. 32), adds nothing to that decision, and conclude^ by 
saying that: 

agree with the examiner of trade-marks that 
the applicant’s blue bordered yellow jaanels do not 
function as a trade-mark but that they would b^ re¬ 
garded by the members of the public as a label, fimc- 
tioning merely descriptively in imparting infoi{ma- 
tion as to the contents of the container.” (R. 34.) 

On the first point, there is no justification what¬ 
ever in the record for the conclusion that plaintjff’s 
''blue bordered yelloiv panels do not function as a trade¬ 
mark’^-, because the same is not only refuted by I the 
findings of fact of the Examiner of Trade-Marks su^ra, 
but is also shown to be wrong by the recognitior. of 
plaintiff’s competitors (Exs. M to W; R. 18,19), and the 
evidence of the retail grocer witnesses who have testified 
to the contrarv. (R. 35 to 37.) i 

I 

And finally, it is not true that plaintiff’s trade-n^ark 
functions ^'merely descriptively in imparting inforinor 
ticm as to the contents of the container” because jthe 
yellow panel is not descriptive at all, and much les^ is 
it descriptive of any characteristic of the powdered don- 
tents of the can (Ex. B-1), the color of -which is whjite, 
as shown not onlv bv the testimony of Mr. Schlabach 

V » I 

(R. 38), but by the illustration thereof appearing on [the 
face of plaintiff’s specimen label. Exhibit B. j 
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TRUE TRADE-MARKS. 


2. Before discussing the facts of the present case, 
it is pointed out that a true trade-mark is not necessaril}' 
either a name 'or a mark, but it may be any symbol or 
device which, performs the function or the office of a 
trade-mark, even though it was not originally intended 
or designed for that function, as it was so intended and 
has so functioned in the present case. (R. 35 to 37.) 

Thus in Canal Co. v. Clark, 13 Wall. 311, at pages 
322 and 323, it is said that: 

“The‘office of a trade-mark is to point out dis¬ 
tinctively the origin, or ownership of the article to 
which it is affixed; or, in other words, to give notice 
who was the producer. 

‘ ‘ Thid may, in many cases, be done by a name, a 
mark, or a device well known, but not previously ap¬ 
plied to the same article. . . . 

‘‘The trade-mark must therefore be distinctive 
in its original signification, pointing to the origin 
of the article, or it must have become such by as¬ 
sociation.” 

And again, in Trade-Mark Cases, 100 U. S. 82, at 
page 91, it is said that a trade-mark need not be new 
per se, nor need it be originally intended or designed as a 
trade-mark, as follows: 

“The trade-mark recognized by the common 
law is generally the growth of a considerable period 
of use, rather than a sudden invention. 

“It is often the result of accident rather than de¬ 
sign” (i.e. intention) * * * 

“The trade-mark may be, and generally is, the 
adoption of something already in existence as the 
distinctive symbol of the party using it. 

“At common law the exclusive right to it grows 
out of its use, and not its mere adoption (Italics in 
Court opinion) . . . 
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I 

'‘It requires uo fancy or imagination, no genius, 
no laborious thought. It is simply foundedj on 
priority of appropriation. AVe look in vain inj the 
statute for any other qualification or condition. (}{im- 
])hasis ours.) | 

“If the symbol, however plain, simple, old, or 
well-known, has been first appropriated by j the 
claimant as his distinctive trade-mark, he may by 

registration secure the right to its exclusive use.j 

i 

And quite recently, in Beech-Xut Co. v. Lorillard jco., 
273 U. S. ()29, it is said by IMr. Justice Holmes, at ]:iage 
632, that: 

“A trade-mark is not onlv a svmbol of an eiist- 
ing good will, although it commonly is thought of 
onlv as that. 

% I 

“Primarily it is a distinguishable token devised 
or picked out with the intent to appropriate it jo a 
])articular class of goods and with the hope tlujt it 
will come to svmbolize good will.'’ 

These principles are broad enough to include the 
present Yellow Panel as a technical common law tn^de- 
mark, because it it a “device,” a “distinctive sjnnbdl,” 
or a “distinguishable token devised or picked out \yith 
the intent to appropriate it to a particular class of gobds, 
and with the hope that it will come to symbolize good 
wiU.” 

While the Supreme Court in LescJien v. Broderick 
supra, 201 U. S. 166, at page 171, has expressed a doubt, 
without deciding, ''Whether mere color can constitut^e a 
valid trade-mark, it proceeds at once to say that: 

“Doubtless it may, if it be impressed in a par¬ 
ticular design, as a circle, square, triangle, a crpss, 
or a star.” i 
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The rule of Leschen v. Broderick is recognized in 
many cases, some of which deny the right to register 
^‘mere coloras a trade-mark, as in Neivcomer <& Lewis 
V. Scriven, 168 F. 621; in re Wafennan, 34 App. D. C. 
185, 1910 C. D. 306; Smifh-Kline & French Co. v. Ameri¬ 
can Druggists Syndicate, 273 F. 84; Taylor v. Bostick, 
299 F. 232; Lufkin Rule Co. v. Master Rule Mfg. Co., 17 
C. C. P. A. 1227, 40 F. (2d) 991: Ex parte The Cincinnati 
Tool Co., 5 U. S. Pat. Q. 26; and Ex parte Boston Wire 
Stitcher Co., 9 U. S. Pat. Q. 386. 


Sundry Cases In This Court. 

This Court has occasionally passed upon similar 
questions, but counsel for appellant has not been able 
to find any case in which this Court has refused registra¬ 
tion of a tradte-mark limited to a particular color im¬ 
pressed in a particular design. 

Thus, In Re American Circular Loom Company, 
28 App. D. C. 446; 1907 C. D. 452, in considering a mark 
consisting .of mica flakes impressed in or otherwise ap¬ 
plied to the external surface of an insulating-tube or 
tubular covering for electric wires, this Court quoted 
with approval from the Commissioner’s decision, as fol¬ 
lows : 

‘X'ustom and reason require that a trade-mark 
shall have an existence so distinct from the goods to 
which it is applied that it will be readily recognized 
by the public and by purchasers as an arbitrary 
symbol adopted to authenticate origin. 

“The surface effect which the applicant calls 

his trade-mark is not so clearlv distinct from the 

% 

article upon which it appears as to be readily recog¬ 
nized as an arbitrary symbol for this purpose, and in 
my opinion it would not be so recognized by those not 
specifically informed ’ ’; 


and the court went on to sav: ! 

I 

‘‘We are of the opinion that registration! was 
properly denied, for it is nothing more, substantially, 
than an ingenious attempt to obtain a trade-i^iark 
of which color, unconnected with some symbcil or 
design, is the essential feature.’’ | 

j 

The mica flake trade-mark was properly deniec^ be¬ 
cause the color was not connected with a symbol oi de¬ 
sign; contrary to the present situation in which the trade¬ 
mark consists of a yellow panel bounded by a contracting 
dark colored border. 1 

I 

Also, in Herz v. Lowenstein, 40 App. D. C. 277; 11913 
C. D. 438, which involved a trade-mark consisting of cor¬ 
rugated embossed ends on a tooth pick wrapper, this 
Court held the same not registrable by stating that :j 

I 

“The mark is not placed upon the toothpicksj but 
is produced as the result of a distinct method of 
sealing the wrappers. The corrugated ends aire a 
part of the manufactured wrappers, and not subject 
to registration as an arbitrary mark.” 

That decision is based upon the general and weh. es¬ 
tablished rule that a structural characteristic of! the 

I 

goods cannot be registered as a trade-mark, as well stated 
In Re The Barrett Company, Formerly Barrett M(^nu- 
facturing Company, 48 App. D. C. 586; 1919 C. D. ^00, 

wherein this Court said that: j 

1 

“The corrugated surface is a mere structural 
feature of the goods, and, as such, the design is | not 
registrable as a trade-mark.” 

In the present situation, appellant’s yellow panel 
bounded by a contrasting dark colored border, is nolj an 
integral or structural part of the goods, viz:—cleaning 
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powder, and does not result from the operation of the 
canning* or cartoning apparatus by which the goods are 
packed. 

For the same reason In Re Oneida Communitij Ltd., 
41 App. I). C. 260; 1914 C. D. 107, is not applicable, be¬ 
cause the trade-mark sought to be registered there re¬ 
lated to a structural or functional feature of the goods, 
to wit: the circular or 0-shaped extra film of precious 
metal, placed b])on the goods to prevent the wearing 
away of ])recious metal, which had previously been the 
subject matter of a then expired patent. 

Jn Re JoJihis-Ma}iville Inc., 55 App. D. C. 142; 2 F. 
(2d) 944, a mark consisting of a colored band, not re¬ 
stricted to any distinctive color, was held unregistrable 
bv savim>‘that: 

“Inasmuch as appellant’s band is not restricted 
to any distinctive color, it i)ossesses no feature, irre¬ 
spective of the manner of application, which would 
tend to distinguish the goods or their origin.” 

In that decision the court recognized the rule of 
Leschen v. Broderick, 201 U. S. 166, that color may con¬ 
stitute a valid trade-mark if it is impressed in a particu¬ 
lar desiu'ii, which was reco«‘nized bv Assistant Comniis- 
sioner Kinnan^ in the decision below, in Ex Parte Johns- 
Manville /)?<?.,A44 Ms. D. 483, wherein it was said that: 

“The Examiner has denied registration on the 
ground that a band of this character, not stated to 
possess any particular color, does not: constitute a 
trade-mark. If, however, the band were stated to be 
of a definite color, the mark would be a proper trade¬ 
mark.” 

Likewise, the decision of this Court In Re Goodyear 
Tire S Rubber Co., 55 App. D. C. 400; 4 F. (2d) 1013, 
affirmed by the Court of Appeals of the Fourth Circuit 


in Goodfjear r. Roherisou, 25 F. (2cl) 833, involved dija- 
niond-isliaped blocks or elenients projecting* from the 
goods, for which registration was refused, the sai^Ue 
being a structural characteristic of the goods, which!is 
not the case with respect to appellant’s yellow pauel 
bounded bv a contrasting dark colored border. 

And finally. In Re Gotham Silh Ilosienj Co.*lnc., 57 
A])p. D. C. 266: 20 F. (2d) 282, a mark consisting ol’ a 
narrow strii)e woven into the upper part of a stocki^ig, 
without limitation as to the color of the stripe, (a golden 
stripe having previously been registered by that apijel- 
lant), was denied registration, upon authority of In Re 
Johns-Manville Inc., supra. j 

! 

1 

OTHER TRADE-MARKS AND PRINTED MATTER. 

3. Tliere is no foundation in fact or in law, or in "he 
record, for the purely speculative idea suggested by the 
Examiner and echoed bv the Assistant Examiner that: 

‘d-Vpplicant’s mark appears to the Examiner as 
merely a somewhat ornamental division of the ^^ur- 
face of the can into columns for the covenient rec^e^D- 
tion of descriptive matter.” (R. 30, 31, 32.) j 

That the idea is only a suggestion is shown by ^he 
fact that it only “appears” to the Examiner, and it is 
advanced by the Examiner as an excuse, rather than gs a 
valid or well grounded reason, for refusing registration 
to Appellant’s yellow panel trade-mark, after hading 
found and conceded from the record all the facts neces¬ 
sary to establish applicant’s right to registration u^der 
the Statute and the foregoing authorities. 

Neither one of the Patent Office Tribunals nor Ithe 

I 

Court below, has cited any authority for refusing regis¬ 
tration, upon the purely speculative and arbitrary ground 


thus suggested by the Examiner; and the same is contrary 
to the uniform practice in the Patent Office for more than 
thirty years, and is also contrary to the established rule 
of all the Court cases which have been found by Counsel 
for the Appellant. 

Layton- Pure Food Co. r. Church <£: Dicight Co., 
(1910 C. C. A. 8) 182 Fed. 24, is no doubt the best known 
case on the subject, and the same is of special interest 
here, because it appears from the opinion of the Court at 
page 26, that plaintiff's trade-mark there involved was 
^'fhe picture of (an) annular hand in various colors upon 
its packages of baking soda and baking powder to in¬ 
dicate their origin and their manufacturers.^^ 

And at page 27, that: 

‘‘On October 30, 1900, the complainant regis¬ 
tered the picture of this annular band as its trade- 
mark, Xo. 35,359. ... It subsequently registered 
this band' in specific colors as its trade-mark on 
January 8, 1907, Xo. 59,574; on January 15, 1907, 
Xo. 59,817 ; on February 5, 1907, Xo. 60,407; and on 
August 21, 1906, Xo. 55,665.’’ (p. 27.) 

A reference to the Official Gazette of the Patent Of¬ 
fice shows that Registration Xo. 59,574 on January 8, 
1907, was no doubt a reregistration under the law of 1905 
of the original Registration Xo. 35,359, of the annular 
band without any limitation as to color; and that Regis¬ 
tration Xo. 55,665 was for an Annular Red Band, Regis¬ 
tration Xo. 59,817 was for an Annular Blue Baud, and 
Registration Xo. 60,407 was for a Gilt Band. 

These registrations show the early recognition, 
which has ever since been followed as by the registrations 
shown in Plaintiff’s Exhibit X (R. 19), of the right to 
register ^^mere color if it be impressed in a particular 
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design, as a circle, square, triangle or cross or a siar,'^ 
under the rule of Leschen v. Broderick, supra. j 

I 

In Layton v. Church, at page 29, it is said further 
that: I 

‘‘Counsel insist that the complainant can njiain- 
tain no right to the exclusive use of the annular |Dand 
as a trade-mark because it and its predecessoiis al¬ 
ways used it in association with words, sucji as 
‘John Dwight & Co.,’ and with pictures, sucp as 
that of a cow, or an arm or hammer, upon their labels 
and never alone. 

“But there is no rule of law and no reason that 
makes the use of a trade-mark alone upon the libels 
or packages that present the goods of a manufac¬ 
turer or dealer indispensable to its existence. Such 
a rule would greatly diminish, if not destroy^ the 
value of all trade-marks. ... ! 

i 

I 

“Nor does he lose his right to the exclusiv(^ use 
of the mark he selects and adopts by placing oil the 
label or package with it other words and symbojls to 
assist in presenting and selling the goods he makes 
or offers for sale. . . . 

“The fact that the owner of a trade-mark tises 
in association with it accessory symbols or w^rds 
does not deprive him of the right to it.” (p. 29) 

Bass, Ratcliff <& Gretton v. Christian Feigenspan, 
(1899, D. N. J.) 96 Fed. 206, which is cited in Laytdn v. 
Church, is also very instructive here, because the trade¬ 
mark there was “a form of label bearing the triangular 
symbol in red to be applied to bottles containing Bass 
pale ale.'^ (p. 207); and at page 212, it was said by the 
Court that: 

I 

“No one who has counterfeited a legithjiate 
trade-mark and applied the spurious symbol in (Com¬ 
petition with the genuine can avoid the charge of in¬ 
fringement by showing that the false mark hab in 
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practice been so accompanied, on labels, capsules or 
otherwise, by trade-names, designations, descrip¬ 
tions or other accessories, not formine: part of it, 
as to render it unlikely that the public has been de¬ 
ceived. 


“Such a showing, while it may affect the nature 
or measure of the relief to be granted, cannot de¬ 
feat a suit for infringement. The lawful appro- 
priator and employer of a trade-mark has an ex¬ 
clusive right of use and is entitled to be effect nail v 
secured in the full enjoyment of that right. 

“If other persons are to be x>Grmitted to violate 
that exclusive right on the plea that the counter¬ 
feit symbol as applied in a given case has such ac¬ 
cessories as to render ileception of purchasers im- 
])robable Or even impossible, an element of uncer¬ 
tainty and confusion will be introduced which can¬ 
not fail td encourage fraud and promote litigation. 

“A sound public policy requires that the spuri¬ 
ous trade-mark be suppressed, whether it is or is 
not for the time being accompanied by such acces¬ 
sories, not constituting part of it, as to avoid de¬ 
ception or render it unlikely. 


“He who applies the false mark has no just 
cause of complaint if he be prevented from further 
violating the exclusive right of the lawful em])loyer 
of the genuine svmbol, and he certainlv should not 
be allowed, at the j)eril of the latter, fraudulently to 
experiment in the use of such false mark with ac¬ 
cessories of varying character with the double pur¬ 
pose of filching the custom of a business rival, and 
at the same time shielding himself from the conse¬ 
quences of infringement.’’ 


It is believed to follow that if infringement of a red 
triangle trade-mark cannot be avoided by using it with 
trade-names^ designations, descriptions or other ac¬ 
cessories''; its validity cannot be questioned because it 
is used with such accessories. 


Tliese principles were applied in Ex parte Lamt^ert- 
rille Rubber Co)upauij, 121 Ms. D. 172; 7 T. M. Rep.1340, 
as follows: I 

I 

find nothing in the trade-mark law to inter¬ 
dict the excliisi\'e appropriation and registration of 
a device made by combining an oval shape afid a 
areen color as a trade mark for rubber bools and 
shoes. The mark is distinctive and new and does 
not fall within any of the inhibitions of the statute. 

“The fact that the device is made in the liorni 
of a wafer stuck on the boot and carries also another 

I 

trade-mark (Lamco') and the name and address of 
the maker, does not put it in any different case irom 
that in which it was, a i)lain, green, oval wafeiy’ 

Under these authorities, the fact that appliccjnUs 
yellow panel carries also other trade-marks thereon land 
applicant’s name and address as well as other desc^rip- 
tive matter, does not put it in any different case from 
that in which it is, a plain, yellow, panel, bounded by a 
contrasting dark colored border. 

I 

I 

j 

Neither Integral, Descriptive Nor Utilitarian. | 

This is not a case where the subject matter of the 
mark is either (a) an integral part of the article and is 
public! juris, or (b) is descriptive of the goods ijpon 
which its alleged use occurs, or (c) has one or i^ore 
utilitarian purposes; so tliat it is not affected or con¬ 
trolled bv recent decisions of the Court of Customs land 
« 

Patent Appeals in In Be Sun Oil Co., 49 F. (2d) 965; 
In Re General Petroleum Corporation, 49 F. {2d) 966; 
Leschen cfi Sons Rope Co. v. American Steel Wire (Jo., 
55 F. (2d) 455; and Weil-McLain Co. v. American B:\idi- 
ator Co., 57 F. (2d) 353. | 

The Examiner seems to have confused the form land 
color of applicant’s mark, with those cases wherein j the 
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form and color of the goods to wliicli the mark is applied, 
are frequently sought to be registered; and that distinc¬ 
tion is pointed out in Ex Parte Payne Coal Co., Inc., 
1929 C. D. 28, by the same Assistant Commissioner who 
acted adversely in the present case, who said there, that: 

‘‘But color may constitute a valid trade-mark 
when impressed in a particular design. 

“In this case the orange color is impressed in 
a particular design, viz., a disk. . . . 

“It is ^believed that the Examiner is in error in 
stating that the applicant’s mark is merely a label 
or tag. A label or tag identifies the goods. 

“A trade-mark identifies the originator or 
owner of the goods. The applicant’s mark does not 
identify the goods. There is no such thing as orange 
coal, or disk coal, or orange-disk coal. 

“The applicant's mark meets every require¬ 
ment of a valid trade-mark. It is arbitrarv and 
fanciful and is non-descriptive of the goods. 

“It was originated and appropriated to coal for 
the purpotie of identifying the coal as to its origin 
or ownership. 

“It could have no other function or effect.” 

For the very same reasons, the Assistant Commis¬ 
sioner should have reversed, and not affirmed the Ex¬ 
aminer in the present case; because Applicant’s yellow’- 
panel trade-mark identifies the originator or owner of 
the goods and does not identify the goods. 

There is no such thing as yellow cleaning powder, 
or panel cleaning powder, or yellow-panel cleaning 
powder. 

The Applicant’s mark meets every requirement of 
a valid trade-mark. It is arbitrary and fanciful, and is 
nondescriptive of the goods. 
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It wai? originated and appropriated to closet jbowl 
cleaning powder for tlie purpose of identifying the ^ame 
as to its origin or ownership. | 

It could have no other function or effect, excepting 
as a trade-mark; and could not be regarded by the mem¬ 
bers of publie as a labels functionmg merely descriptively 
in imparting information as to the contents of the\ con¬ 
tainer/' as erroneously concluded bv the same Assistant 
Examiner in the present case. (R. 34.) j 

Upon refusing registration, the Examiner of ikter- 
ferences and the Assistant Commissioner, and the Qourt 
below, utterly ignored the foregoing authorities, I and 
overlooked, or at least did not give value to the facts set 
forth in the Patent Office Record, some of which %vere 
conceded by the Patent Office tribunals; and the Court 
below did not give value or refer in any manner to the 
additional evidence presented at the trial; all of which is 
briefly epitomized, as follows: 

THE FACTS. 

In 1911, the plaintiff engaged in the manufacture of 
a cleaning powder for water closet bowls, and placed the 
same on the market as a new and pioneer product; | and 
initially applied to the cans containing the same, a ikbel 
with white panels with red borders thereon, as shown in 
Plaintiff ^s Exhibit C. (R. 18.) 

In 1913, the plaintiff adopted and has ever since psed 
a label. Plaintiff’s Exhibit B (R. 18), containing | the 
yellow panel trade-mark sought to be registered forj the 
express purpose of using the same as a trade-markj; as 
shown by the Affidavit of Charles H. Schlabach (R. p4), 
filed with Paper No. 7 in Plaintiff’s Exhibit A (R. il8), 
to-wit: 1 
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‘‘That 'the first label designed and adopted for 
that ])roduct contained a plain white panel, and 
after using* the same for a year or more, affiant con¬ 
cluded that the white panel was not distinctive 
enoim'h to command the attention of the consuminu* 
public, and especially the illiterate and those of for¬ 
eign tongues, who might be unable to understand the 
English language; and for the purpose of selecting 
a more suiiable color for the label panels, a litliog- 
rapher was' called upon to submit numerous designs 
of labels having differently colored i)anels, and a se¬ 
lection was made therefrom: 

“That for the purpose of making an intelligent 
selection, the various labels were attached to cans 
and the cans were placed in a row upon a shelf, where 
they were studied and reviewed for the ])uri)ose of 
determining which color of ])anel would probably 
prove to be the most effective for impressing itself 
upon the minds and memory of the public, in associa¬ 
tion with the new product to which it was to be ap¬ 
plied and used: 

“That a particular color was ado])ted for and 
has always been used in the label panels, because it 
was then and is yet believed that the perception of 
color among all peoples, the illiterate, those of for¬ 
eign tongue, and even among the children, is as 
universal as the appreciation of music, which extends 
to all peoples, irrespective of race, age, education, 
color or nationalitv: 

“That the yellow panel was selected because yel¬ 
low is an Outstanding color, which makes an imme¬ 
diate impression upon the eye and the memory of a 
purchaser,' and because the yellow panel in itself 
would make a complete impression in the mind of a 
buver and would be readilv associated with the new 
pioneer product, aside from and independent of any 
other name, trade-mark, picture or design contained 
in the label: 
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I 

“That the selection of the particular coloi^ was 
not an accident, but was the well considered ccjnclu- 
sion as to its elfectiveness for the purpose inteiided, 
of identifyinii' the origin and maker of the pioneer 
product, by associating the idea of a yellow panel on 
a label, with the i)articular product.” j 

I 

The record here shows that the plaintilf has | ever 
since used substantially the same label, with slight ^lodi- 
fications from time to time, but always containing; the 
yellow panel trade-mark sought to be registered; ai evi¬ 
denced by the Specimens filed with appplications for 
registrations of other trade-marks. Exhibits D, E and 
F, and by the Specimens filed with applications for ifegis- 
trations of successive editions of the label. Plaintiff’s 
Exhibits G, H, I, J, K and L. (R. IS.) 

The testimony of Raymond M. Schlabach (R. 38) 
shows also that since that time, the plaintiff has expdnded 
more than $5,000,000.00 in national advertising in ijubli- 
cations having a circulation of more than 25,000,000 per 
month, or 250,000,000 per year during the past ten years, 
and has sold more than 170,000,000 cans of its cleaning 
powder containing its yellow panel trade-mark at a 
purchase price to the consumers of more than $40*000,- 
000 . 00 . 

COMPETITORS’ RECOGNITION. 

The Affidavit of Charles H. Schlabach (R. 27| 28) 
and the Testimony of Raymond M. Schlabach (I^. 38, 
39), also show that a large number of plaintiff’s competi¬ 
tors have unfairlv sought to take advantage of its e^ab- 
lished good will by the use of trade names and tipade- 
marks similar to plaintiff’s trade names and trade-m|irks, 
75% of whom have adopted and used yellow panels 
substantially like plaintiff’s yellow panel, as show^ by 
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Piaintilf’s Exhibits M to W inclusive (R. 18, 19), as fol¬ 
lows: Sanilav^^ Can, Kleen-Flush^^ Gan, ^^Toi- 

Kleen'^ Can, **Kleen Siveep^’ Can, *^Navy-Flush'^ Can, 
Hy-G-X^' Call, ''Paivnec^^ Can, and Boivlene^^ Can; 
and Kleen-FIusJF^ Label, ^^Toi-Kleen'^ Label, *‘Sani- 
BowV^ Label, ^^Flush-O-Kleeyv^ Label, and ^^Flusliene^^ 
Label. 

In nearly all such cases, the right of the plaintiff 
in its yellow panel trade-mark has been recognized, and 
the unfair and infringing use of such yellow panels has 
been discontinued, either as a result of opposition pro¬ 
ceedings in the Patent Office, as admitted in Section 15 
of the Answer (R. 13); or of unfair competition suits in 
the Courts, as bhown by Exhibit X-2, (R. 41), and Ex¬ 
hibit U-1, (R. 46); or upon mere notice from the plaintiff, 
as shown by the Affidavit of Charles H. Schlabach (R. 28) 
and by the’ Testimony of Raymond M. Schlabach. (R. 
39.) 


WHAT OTHERS THINK OF IT. 

In Ex parte Henry Tetlow Co., 267 0. G. 184; 1919 
C. D. 99, one of the cases cited by the Examiner, at page 
100, the Commissioner quotes from the Patent Office rec¬ 
ord of In re The Barrett Company, formerly Barrett 
Mayinfacturing Company, 48 App. D. C. 586; 1919 C. D. 
200; another case cited by the Examiner, wherein the 
Assistant Commissioner said very pertinently that: 

“The meaning of a trade-mark, like a reputa¬ 
tion, depends upon what others think of it and not 
what the owner thinks of it.“ 

Likewise, in Ex Parte Imperial Sugar Co., 9 T. M. 
Rep. 319, it was said by the Assistant Commissioner 
that: 



25 


‘‘The significance of a trade-mark arises I from 
what others think of it, and not what the user says 
it is. I 

It is for the public, not for the user, to djecide 
what is the essential feature of a mark.” i 

It has already been shown wliat Appellant’s conipeti- 
tors think of its yellow panel trade-mark, and it reiliains 
to be shown what the purchasing public, the people| who 
actually buy it over the counter in retail grocery stjores, 
think of it. 

Some five several retail grocers, doing businej!S re¬ 
spectively for many years in Philadelphia, Brooklyii and 
Prospect Park, New Jersey, gave testimony in the Court 
below that numerous purchasers, in the usual cour^ of 
business, called for or identified Appellant’s closet jbowl 
cleaning powder by the particular color contained in the 
labels or on the can, which is the best and conclusive test 
of “what others think of it.” 

Mrs. Meyer Schwartz, a retail grocer at Phila¬ 
delphia, Pennsylvania, who has dealt in Appellant’s 
“Sani-Flush” water-closet cleaning powder for some 
eleven years, testified (R. 35): 

“That in the regular course of business, cus¬ 
tomers usually ask for that cleaning powder uinder 
the name of ‘Sani-Flush,’ but in some cases cus¬ 
tomers forget the name and ask for the cleaning 
powder in the can with the yellow label. I 

I 

“That in some other cases, customers will send 
a note by a youngster asking for toilet cleaning 
powder with the yellow label, in purchasing ‘Sani- 
Flush.’ ” 

Mr. Joseph S. Girard, a retail grocer at Brooklyn, 
New York, who has dealt for some twelve years in 
preparations for cleaning closet bowls including A])pel- 
lant’s ‘ ‘ Sani-Flush ’ ’ testified (R. 36): ] 
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'‘That vsome (nistomers ask for preparations of 
this kind hf name, that others do not remember the 
name, and that he has liad experience with customers 
buying goods without remem])ering the names tliere- 

of.* 

“That one woman asked for a bath room bowl 
cleaner wlicu'eupon affiant otfered her a can of 'Lye’ 
which was' refused, and the woman asked for a 
cleaner in a yellow can, whereu])on affiant offered 
her ‘Chlorate of Lime’ in a yellow can, which was 
also I’efused, and the woman tinallv asked for a can 
with a yellow label having the picture of a toilet 
bowl thereon, and thereupon affiant sold her a can 
of ‘Sani-Flush’ like Plaintiff’s Exhibit B-1, sub¬ 
mitted herewith, which was what the customer 
wanted. 


“That he also has had similar experience with 
other prepttrations, and has had an experience with 
a customer who wanted something to open a drain, 
and upon being offered a can of ‘Plumite’ said it 
was not wliat she wanted as she wanted something 
witli a l)lue label thereon and thereupon he sold her 
a can of ‘Drano’ with a blue label thereon which was 
what she wanted.” 


Mr. Joseph A. Habich, a retail grocer at Phila¬ 
delphia, Pennsylvania, who has handled Appellant’s 
“Sani-Flush” for some eleven vears in an Atlantic & 
Pacific Tea Co. store, testified (R. 37): 

“That he has handled a water closet bowl 
cleaner known as ‘ Sani-Flush ’ contained in cans like 
Plaintiff’s-Exhibit B-1, submitted herewith. 

“That during these years, quite a number of 
people have called for a closet bowl cleaner by ask¬ 
ing for a cleaning powder in a yellow can.” 

Mr. George Dykstra, a retail grocer at Prospect 
Park, New Jersey, for some twenty-five years, testified 
(R. 37): 
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I 

I 

I 

I 

i 

I 
i 

in the regular course of his business, 

from time to time, a number of customers have asked 

for a toilet bowl cleaner in a vellow can, and that 

among his regular customers are a number of! Hoi- 

landers, who do not remember names and ask for a 

. *1 

toilet bowl cleaner in a yellow can, in purchjising 

‘Sani-Flush.' ’’ | 

i 

Mr. Andrew M. Peterson, a retail grocer of I^iila- 
delphia. Pennsylvania, who has dealt in ‘‘Sani-Fliish” 
for some nine years, testified (R. 37): | 

‘‘That during that time, in the regular couifse of 
business, (piite a num])er of customers have (jailed 
for a closet ])owl cleaner bv asking for the sarbe bv 
the color of the cans, and not by the name thereof; 
and these people have called for a closet bowl 
cleaner in a yellow can in purchasing the ‘Sani- 
Flush’ cleaner.” 

The testimony of these witnesses is believed to phow 
conclusively that Ap})ellant’s label with the yellow j)anel 
thereon does function as a trade-mark and that it is in 
fact a trade-mark; and to overcome and refute^ the 
theoretical and purely speculative assumption of thej Pat¬ 
ent Office tribunals, followed by the Court below, t^ the 
contrarv. I 

‘ i 

I 

i 

PATENT OFFICE RECOGNITION. 

Keeog'iiition by the Patent Office of the rule of 
Leschen v. Broderick and its application to a great di¬ 
versity of trade-marks, many of which are verj’ sinliilar, 
and a number of which are substantially identical, jwith 
applicant’s yellow panel trade-mark, is shown hj the 
book of registrations. Plaintiff’s Exhibit X, containing 
printed copies of some seventy registrations, and ^spe¬ 
cially bv Plaintiff’s Exhibits X-165,419 to 313, 7o|) in- 

I 
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cluifive, comprising some thirty specimens of trade-marks 
so registered. 

Exhibit X-165,419 is a trade-mark composed of a 
Red Border around the top of a container for Leads for 
Pencils, 

Exhibit X-17^/93 is a trade-mark comprising a Blue 
Color upon all sides of a container for Frostilla Lotion. 

This Blue Color trade-mark is not even defined with 
a panel forming border, excepting as the edges of the 
box may define a panel on the front, back, sides and 
ends of the container. 

Exhibit X-172,80S is a trade-mark comprising a Red 
Color upon the top and side walls of a container for De¬ 
tector Crystals. 

Exhibit X-183,808 is a trade-mark consisting of a 
Buff Color upon the top and two ends of a box container 
for Belt Fasteners. 

Exhibit X‘200^97 is a trade-mark consisting of 
Orange Colored Stripes forming panels open at the top 
on the front and back of a sack-container for Wheat 
Flour. 

Exhibit X-204,140 is a trade-mark consisting of Blue 
Colored Stripes forming panels open at the top on the 
front and back of a sack-container for Wheat Flour. 

These two' trade-marks are substantially like appel¬ 
lant’s trade-mark, excepting only that the color of the 

border forming a panel is defined, and one end of the 
panel is left open in correspondence with the open end 
of the sack. 

These two registrations moreover, are very signifi¬ 
cant, as showing that color per se, as distinguished from 
the design, is recognized as a trade-mark by the Patent 
Office. 
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Exhibit X-227,022 is a trade-mark consisting of 

Orange Color on the inside surface of a hollow coiie for 
Toilet Paper. | 

i 

Exhibit X-292,899 is a trade-mark composing a Series 
of Red Stripes upon the side of the container for Crayons. 

Exhibit X-293jl65 is a trade-mark consisting of 

Purple Color on the inside surface of a hollow cor|3 for 
Toilet Paper. 

Exhibit X-293,432 is a trade-mark consisting |of a 
series of Parallel Red Stripes extending longitudihally 
over the circumference of the eraser-retaining tip jof a 
Lead Pencil. | 

Exhibit X-293y987 is a trade-mark panel coloredjRed 
in the upper portion and Blue in the lower portion'^ for 
an Insect Spray. \ 

Exhibit X-294,852 is a trade-mark consisting of Yel¬ 
low Bands at the top and bottom with an intermediate 
Orange Panel upon the container for Coffee. 

Exhibit X-295y615 is a trade-mark consisting of a 
Blue Border forming a White Panel, having two kieg- 
ligible spots therein for Baking Powder. 

Exhibit X-295,884 is a Red Band upon a White Back¬ 
ground in the upper portion of packages for Canned 
Tomato Juice. 

\ 

Exhibit X-296,231 is a trade-mark composed of alter¬ 
nate Brown and Stippled Gold Bands upon a container 
for Razor Blades. 

Exhibit X-296,610 is a trade-mark in the form of a 
narrow Red Band encircling a package for Chewing Gum. 

Exhibit X-297,31o is a trade-mark consisting oJ^ an 
Orange Belt around a Red Can for Calcium Carbide. 


1 






30 


Exhibit X-29Sj(jSG is a trade-mark consisting* of a 
Yellow Band coextensive with one edge of a Rubber 
Fabric Belt. 


Exhibit X-29S,S61 is a trade-mark alleged to consist 
of a White Triangle at the upper right hand corner, con¬ 
trasting with the color of the ])ackage or carton, which 
is shown by the s])ecimen to be Red for Bird Seed. 

Exhibit X-299,(fl5 is a trade-mark consisting of 
Yellow and Bine Bands around the package for Fruit 
Juices. 


Exhibit X-SOl/wi is a trade-mark alleged to consist 
of a White Triangle at the u])per right hand corner, con¬ 
trasting with the color of the package or carton, which is 
shown by the specimen to be Blue for Bird Gravel. 


Exhibit X-302^13 is a trade-mark consisting of a 
Red Spiral Stripe with Red Bands at each end of a 
wrapper for Wire Cloth. 


Exhibit X-302,302 is a trade-mark consisting of two 
Yellow Stripes around a container for Golf Balls. 


Exhibit X-303,9G9 is a trade-mark consisting of a 
Red Band above and an adjacent Blue Band below, 
around a container for Canned Fruits and Vegetables. 


Exhibit X-304,120 is a trade-mark consisting of two 
Green Stripes around a Yellow package for Sugar. 

Exhibit X-305,981 is a trade-mark consisting solelv 
of a Black Panel with a Red Border upon the side of a 
Burlap Bag. 

This trade-mark is identical, except for color, with 
plaintiff’s trade-mark; and the next registration Exhibit 
X-306,007, of ^a Black Panel with a Green Border for 
Burlap Bagsf^^hov; that the essential feature of both 
marks is the Black Color of the Panel, irrespective of the 
contrasting color of the border. 
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Exhibit X-307f028 is a trade-mark comprising ai Red 
Cap or cover for the container of a Washing Fluid. \ 

Exhibit X-o09,77o is a trade-mark consisting of a 
Purple Band coextensive with and extending full length 
along both lateral edges of a Power Tra)iS}nissio)t pelt. 

Exhibit X-3()9y914 is a trade-mark comprising ijlter- 
nate vertical Red and Green Stripes upon a containej: for 
Wall Coatings. . | 

Exhibit X-309,944 is a trade-mark consisting of a 
narrow Blue Stripe extending peripherally around the 
rim of the cover of Paper Cans for lee Cream. 

Exhibit X-312/J52 is a trade-mark consisting pf a 
Red Cap or cover for the container for Automobile Polish. 

Exhibit X-313,700 is a trade-mark consisting of a 
dark Green Band with dark and light Green Stripes along 

each side for Toasted Wafers. \ 

\ 

It is sia'iiificant that in substantiallv all of the fore¬ 


going specimens, the colored panels, bands or stripes 

adapted to and do receive descriptive printed matter 


are 

and 


pictorial illustrations; the adaptation for which is oiie of 
the principal reasons for the refusal of the Patent cjffice 
and the Court below to register plaintiff’s yellow p^nel 
trade-mark. 


Same Designs With Different Colors. 

The book of registrations is also interesting beci^use 
it shows a number of series of registrations for j the 
same goods, in which various colors are registered! for 
the same design; thus showing that it is the color andjnot 
solely the design upon which the registration is foun(|ied, 
as follows: | 

Xo. 292,953 is a White Band, No. 297,739 is a Yellow 
Band, and No. 298,929 is a Green Band around the hai^dle 
of a Kitchen Tool. 


1 
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No. 292,958 is a relatively wide and a relatively 
narrow Ivory Band, No. 298,395 shows one wide and one 
narrow Silver Stripe, and No. 298,827 shows one wide and 
one narrow Black Band, near the end of a handle for 
Kitchen Tools. 

No. 299,973 is a Red Circle, .Vo. 304,527 is an Orange 
Circle, and No. 304,528 is a Black Circle, all identically 
arranged concentric with the center portion of a Gaso¬ 
line Filler Cap. 

Nos. 302,064, 302,065, 302,066 and 302,317 are all for 
Spaced Bands upon Dental Wire, colored respectively 
Green, White, Red and Blue. 

Nos. 303,226, 303,228, 303,229, and 303,251, are all 
for the same design applied to the free ends of the 
handles of Scissors and Shears, colored respectively 
Blue, Green, Cream and White. 

Nos. 303,664, 303,666, 303,667, 303,669 and 303,672 
are all colored tipped ends for Dental TT^ire, colored re¬ 
spectively Yellow, Blue, Green, Red and White. 

No. 308,264 shows two Red Yams and No. 308,267 
shows two Green Yams, separated by a yarn of Natural 
Color for Hard Fibre Hope. 

No. 309,320 is an Orange Band, No. 309,411 is a 
Green Band, and No. 314,499 is a Brown Band, on the 
inner end of a Nursing Nipple. 

No. 310,365 consists of a Red and Black Band, No. 
313,919 consists of a Black and White Band, and No. 
313,921 consists of a Red and White Band, on the outer 
edges of the ends of Spools for Yarn. 

Nos. 313,656 and 313,662 consist respectively, of two 
Orange Yams' with an intervening Blue Yam; and two 
Blue Yams with an intervening Orange Yam, for Hard 
Fibre Rope. 
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No. 319,265 is a White Panel with a Brown Boeder, 
and No. 319,266 is a Green Panel with a Brown Boeder, 
for Malt Syrup. I 

j 

Under the rule of Stare Decisis, it is difficult to 

i 

understand why the Patent Office and the Supreme Cpurt 
of the District have refused registration of plaintiff^s 
Yellow Panel with a contrasting Dark Colored Bordei:. 

AUTHORITIES CITED BY PATENT OFFICE TRIBUNALS. 

A. Leschen <& Sons Rope Co. v. American Ste^l <& 
Wire Co., 55 F. (2d) 455, is the particular authorit^^ re¬ 
lied upon by the Assistant Commissioner in affirming the 
Examiner of Trade-Marks in refusing registration of the 
plaintiff’s yellow panel trade-mark. 

That decision is not pertinent to the present cjase, 
because it relates to an opposition proceeding involving 
matters which are not pertinent here, and also because it 
relates to the color of a portion of an article of m^u- 
facture, again involving matters which are not pertiiient 
here, because it is an integral portion of the goods. | 

Insofar as that decision may tend to ignore or to 
modify the ruling of the Supreme Court in Leschen v. 
Broderick, it is not and cannot be effective for that {pur¬ 
pose. It does, however, refer to and review many of 
the cases which are usuallv relied upon bv the Patent 
Office in dealing with trade-marks involving color, not 
one of which is pertinent to the present situation. | 

The trade-mark there involved was the use of a 
color strand woven spirally in a wire cable, and the 
plaintiff claimed such use as a specific trade-mark for 
a red strand, if not a generic trade-mark for a distincitly 
colored strand. In either event, the goods would natu¬ 
rally be referred to as a ^*Red Strand Wire Rope'* ojr a 
**Colored Strand Wire Rope," both of which desigina- 



34 


tioiis would be merely descriptive of the article, and 
would not be entitled to registration, under the express 
provisions of the statute, 15 U. S. C. A. 85. 

That fact has not been directly referred to in any 
of the wire rope cases, but it seems to be the basis for the 
concurring opinion of presiding Judge Graham, in 
LescJicii V. Americau, at page 461, as follows: 


“The more reasonable view of the matter, we 
think, is that one mav not register a trade-mark 
which consists only of coloring one part of his article 
of manufacture in a certain way, unacconii)anied by 
anv other design or svmbol. 

‘AVe believe the weight of better authority in¬ 
clines to the view that such distinctive coloring of a 
])art of a device, as a strand of a ro])e, does not con¬ 
stitute a valid registrable ti‘ade-mark.'' 


That ruling, however, has no application to the pres¬ 
ent situation, because plaintiff’s Yellow Panel trade¬ 
mark does not 'consist of coloring any part of the goods 
for which it is used, to-wit: a cleaning powder for water 
closet bowls, but consists in the use of a yellow color in 
a definite panel design having a contrasting dark colored 
border, upon a can containing the goods. 

For this reason alone, the case of Leschen v. Ameri- 
can is not in any manner controlling of the present situa¬ 
tion; and for the same reason the other decisions relied 
upon by the Examiner of Trade-^Iarks, and the Assistant 
Commissioner, are not ])ertinent here. 

In re Thk Barrett Company, 8 T. M. Rep. *236, the 
proposed trade-mark was for a roofing material, consist¬ 
ing of cross lines forming squares, imprinted on the face 
of the goods and covering the whole surface of the 
material, 8 T. M. Rep. 236; but that fact is not brought 
out in the quotation made by the Examiner of Interfer¬ 
ence and the Assistant Commissioner. 


The real reason for that decision is given by the Dis¬ 
trict Court of Appeals, in Ex Parte Barrett, 48 App. D. C. 
586; 1919 C. D. 200, as follows: 

^‘The surface of the goods in this instance does 
not denote origin or anything which would indicate 
a trade-mark use. The corrugated surface is a liere 
structural feature of the goods, and, as such,i the 
design is not registrable as a trade-mark.” I 


In the present case, the trade-mark is not | the 
surface of the goods,” and is not a '‘mere structural 
feature of the goods”; and tlie reason for the decisiojn in 
Ex Parte Barrett and like cases is not present here.j 


Likewise, in Ex Parte Root Glass Co., 151 Ms, D. 
856, the (jiiotations made by the Examiner of Interfer¬ 
ence and the Assistant Commissioner do not distinctly 
disclose that the alleged trade-mark was for glass 
bottles per se, the same being “ ‘ A series of panels arched 
at their top and a pair of spaced apart rings, one form¬ 
ing the. base of the panel and the other at the bottom of 
the arch of the panels.^ ” (18 T. M, Rep. 260.) 

With this further information, it is obvious that the 
proposed trade-mark had nothing more nor less than an 
integral, ornamental relation to the bottle per se, which 
was the article of manufacture for which it was used. 


Not Destroyed by Duplication. ! 

In the present situation, the duplication of the [de¬ 
fined yellow panel trade-mark does not destroy its useful¬ 
ness as a trade-mark, because only one complete pgjnel 
can be seen at a time, at three different points of vijew, 
just as the trade-name “Saxi-Flush’’ is repeated! in 
each panel, so that the trade-mark is always visible in 
whatever position the can may be placed upon a shelf. 
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Moreover,'the distinctive feature does not ''become 
lost in its repetition/' as in the Barrett roofing material, 
and the Root glass bottle cases; but on the other hand, 
the repetition renders the distinctive trade-mark visible 
from each one of three several views of the container for 
tlie product. 

The ruling of Commissioner Neicton in Ex Parte 
Henry Tetloic Co., 1919 C. D. 99, appears on its face to 
be contrary to the Supreme Court dictum in Leschen v. 
Erode rich, supra; but in any event, it has not since been 
followed by the Patent Office, as shown by registrations 
Nos. 292,899, 293,432, and 296,231, included in Plaintiff’s 
Exhibit X, Book of Registrations. 

Not Ornamental or Descriptive. 

Moreover,' the decision is based on the gratuitous 
assumption that the vertical black and white stripes 
located on the side walls of the box, there involved, 
"u'ere evidently adopted for ornamentation/' which is 
not the situation here; and the error of the decision is 
shown by the quotation from the ruling of the Assistant 
Commissioner in Ex Parte Barrett, supra, that: 

“ ‘The applicant has filed affidavits to the effect 
that it intended this marking to be indicative of 
ownership and not primarily for ornamentation. 
But this is not a material matter. 

“ ‘Thie meaning of a trade-mark, like a reputa¬ 
tion, depends upon what others think of it and not 
what the owner thinks of it.’ ” (Id. 100.) 

In Ex Parte Bonney Forge S Tool Works, 19 T. M. 
Rep. 68, the trade-mark consists of a picture of a wrench 
and was '.'described as consisting of a rough and dull 
nickel finish on the wrench bar and a buffed and polished 
nickel finish on the lateral faces of the heads thereof/' 
Although registration was refused upon the ground 
that: 
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^‘This appearance of the wrench does not Con¬ 
stitute a trade-mark,” | 

i 

a better ground would be that the picture of the wrc^nch 

i 

was nothing more nor less than a description of itsi ap¬ 
pearance, which cannot constitute a trade-mark uijider 
the express prohibition of the statute. | 

That decision, however, has no application here,| be¬ 
cause plaintitf’s Yellow Panel trade-mark is not a part 
of, nor is it descriptive of plaintiff’s product for wliich 
the trade-mark is used. 

And finally, in Ex Parte Woolson Spice Co., 9 T. M. 
Rep. 325, registration was refused of a trade-mark j3on- 
sisting of a checkerboard design or pattern as applied to 
the entire surface of packages of coffee, tea and spices, 

and the matter of color was not involved. 

It is a serious question whether the rule of Assistant 
Commissioner Clay there announced, correctly states the 
law, because after a distinctive mark has been adopted 
and used for particular goods, no other trader can liave 
an equal right to use the same for a proper purpose of 

ornamentation. ! 

1 

In any event, the decision itself contains its own an¬ 
swer, in saying that: 

I 

‘‘It might well be that a long continued us^ of 
such a design would so familiarize the public with 
the product of a particular trader as to identify 

him,” I 

1 

which is enough to establish a trade-mark right, becakise 
such a use is the essential and fundamental foimdation 
of a trade-mark right, under the authorities which have 
been considered. 
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ADDITIONAL AUTHORITIES CITED BY 
DEFENDANT BELOW. 

The additional authorities cited bv the Solicitor of 
the Patent Office in the court below are not pertinent, 
and do not sustain the decision of the court. 

Blackwood 'Coal cC' Coke Co. vs. The Pennsylvania 
(C Reading Coat d' Iron Co., 58 F. (2d) 440: 19 C. C. P. A. 
1227, related to an opposition involviiii:: a trade-mark for 
coal, consisting in a xdurality of red specks of irregular 
size on the surface of the lumps. 

The court did not decide whether or not the mark 
was a valid trade-mark, but held that the opposer first 
adopted and used the mark and denied registration to 
the ap])licant by saying that: 

‘*P^or the pui'x^oses of this case alone, assuming, 
without deciding, that colored spots a])|)lied to coal 
may be a valid trade-mark, we have no hesitation in 
finding thht the mark of ap|)ellant so nearly re¬ 
sembles the mark used by appellee, prior to the first 
use ])y ax3|)ellant of its mark, both being applied to 
identical 2 :ood>«, as to be likelv to cause confusion 
or mistake in the mind of the public or to deceive 
purchasers.” 

That case' does not support any contention of the 
appellee hereand even if the validity of the red-speck 
trade-mark had been passed ui^on, if held invalid it 
would no doubt have been ux^on the ground that it was 
for color alone, not impressed in a particular design or 
symbol. 

In Re Walker-Gordon Laboratory Co., 53 F. (2d) 
548; 19 C. C.'P. A. 749, the silver colored milk bottle 
cap was held to be 

“a functional part of the bottled milk, having a me¬ 
chanical utility, and . . . not therefore per se regis¬ 
trable” 


and the court said further that the issue turned: | 

I 

‘‘upon the matter of color, and that mere color, iijide- 
pendent of some design or symbol, is likewise!not 
registrable.” j 

I 

That decision is of course in line with the decision 
of this Court in The Barrett Co., 48 App. D. C. 586, jand 
other similar cases relating to trade-marks involjdng 
Structural features of the goods. j 

To the same effect is In Re Winchester Repealing 
Ar^ns Co., 69 F. (2d) 567; 21 C. C. P. A. 1016, wherein a 
gold-colored shift button in the trigger of a gun was 
held not registrable because it has: | 

i 

“a utilitarian function in that it enables the use^ to 
more quickly locate and distinguish the positioi of 
the button. ’ ’ I 

In Re Waterman, 34 App. D. C. 185, 1910 C. D. 306; 
this Court noted that the red feed bar fountain pen trade¬ 
mark was applied during the course of manufacture of 
the feed bar and stated that: | 

“It is well settled that a trade-mark cannotj be 
acquired in the use of color not connected with sc^me 
symbol or design.” 1 

In Parker Pen Co. v. Finstone, 7 F. (2d) 753, |the 
trade-mark involved consisted in the representation of 
a fountain pen having a red body portion with blfick 
ends, and registration was refused because: 

“There is abundant evidence, however, before 
the court, that many manufacturers have used the 
color combination of red and black in the manufac¬ 
ture of fountain pens prior to the use by the plain¬ 
tiff. . . . 

“If a given mark is common to the trade w|ien 
it is sought to adopt it as a trade-mark, it is obvij^us 
that it can never become a valid trade-mark. ! 
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‘‘If a given mark has been common to a particu¬ 
lar trade, tt is manifest that by its adoption one 
cannot claim priority, which is fundamental on the 
question of exclusive appropriation.’’ 

The present facts present an entirely different situa¬ 
tion, for there is abundant evidence of record showing 
that appellant not only was the first to adopt and use its 
trade-mark for a pioneer product, but that appellant has 
been successful in suppressing the use of the same in 
connection»with infringement of its labels and other 
trade-marks. 

Viet or-American Fuel Co. v. Huerfano Ageyicy Co., 
15 F. (2d) 578, does not sustain defendant’s position that 
appellant’s trade-mark is not entitled to exclusive ap¬ 
propriation, because the basis of that decision was the 
prior use of the same round labels with a predominating 
red color by others in the same trade, as well stated by 
the affirming decision in the Court of Appeals in Victor- 
American Fuel Co. v. Huerfano Agency Co., 23 F. (2d) 
74, wherein it is said that: 

“The' proof shows that other producers and 
dealers in coal in the territory in which appellant’s 
coal finds a market had been engaged in the same 
practice mauy years prior to appellant, they had 
filed and were using trade-marks to distinguish their 
coal and were using them in the same way. Their 
labels were circular in form and some of them con¬ 
tained red as the predominant color, . . . 

“This prior use by others in the same trade 
would seem to exclude any right to a monopoly in the 
shape and color of the labels.” 

Likewise In Re W. T. Grant Co., 48 App. D. C. 289; 
29 F. (2d) 877, clearly points out an adherence to the 
well established rule with respect to a mark consisting 
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merely in a solid color applied to part of the article! pri¬ 
marily as an ornamental feature, by stating that: | 

‘‘Registration was denied upon the ground jthat 
a trade-mark cannot be acquired in the use of 4olor 

not connected with some symbol or design. ’ ’ ! 

Defendant cited Lufkin Rule Co. v. Master Rule Mfg. 
Co., Im\, 40 F. (2d) 991, 17 C. C. P. A. 1227, in the court 
below, as holding that coloring the ends of rules red | was 
not registrable; but the decision is not to that effect,! but 
to the contrary. 

The case was an opposition proceedings invobring 
Lufkin’s red-end trade-mark and Master’s blue-end 
trade-mark, and the Court of Customs and Patent |Ap- 
peals sustained the Commissioner in dismissing the 0]3po- 
sition by holding the red-end trade-mark was regis¬ 
trable when confined to the specific color; and thereafter. 
Registration No. 273,810 of Master’s blue-end trade-mark 
was made bv the Patent Office. 

1 

In Re General Petroleinn Corporation of California, 
49 F. (2d) 966, 18 C. C. P. A. 1444, a violet coloring! for 
gasoline was held not registrable, because it was me|’ely 
descriptive of the goods and because it was for niere 
color alone, as stated in the Court’s opinion as follow.|: 

“Color alone, as appellant applies it, is not!ca¬ 
pable of being treated as a trade-mark entitled to 
registration under the Trade-Mark Registration Act 
of February 20, 1905 (15 U. S. C. A. <§81-109). Eyen 
were this not true, its registration would havc^ to 
be denied on the ground that such mark is me 
descriptive. ’ ’ 

Likewise, In Re Sun Oil Co., 49 F. (2d) 965, 18 C| C. 
P. A. 1421, blue coloring for gasoline was held not re^s- 
trable, because it was merely descriptive of the goods ^nd 
for mere color alone. 1 
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In Weil-MbLaiu Co. v. American Radiator Co.^ 57 
F. (2d), 353, 19 C. C. P. A. 1137, the red colored band 
for house heating boilers was held not registrable be¬ 
cause : 


‘‘It is'clear to us that the applicant's alleged 
mark is not entitled to registration. We think the 
subject-maher of the mark is an integral part of the 
article and' is puhlici juris; that it is descriptive of 
the goods upon which its alleged use occurs; and that 
it has one or more utilitarian purposes.” 


Xewconter ct' Leivis v. Scriveu, 168 Fed. 621, recog¬ 
nized the rule that coloring impressed in some design 
was a valid trade-mark, but held that the colored elastic 
seam in under\vear, which had been covered by an ex¬ 
pired patent, was not a valid trade-mark because: 


‘‘The color of this seam or strip is not artificial, 
but the natural color of the material used in making 
the fabric. Xeither was it impressed upon any par¬ 
ticular design which in itself was the subject of ap¬ 
propriation as a trade-mark. 


“The'patentable feature of the men’s drawers 
of the Brown patent was the insertion of a strip of 
elastic fabric between the seams of the garment. 
AVhen the patent expired it was open to all the world 
to insert just such a seam. . . . 


“This elastic seam, having the natural color of 

the cotton yarn from which the fabric was made, 

was inserted in men’s drawers made bv the Scriven 

% 

Company, because such an inserted piece constituted 
a structural difference constituting the invention 
covered by the monopoly of the patent.” 


And finally, Harrington v. Lihhyy Fed. Case No. 
6,107, is not in point, because no color was involved there¬ 
in, and actually the mark claimed was the structural ap¬ 
pearance of the article itself, it being said that: 
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j 


“The plaintiff claims to be entitled to the ex¬ 
clusive use of a tin pail with a bail or handle Ijo it, 
the tin ornamented with a geometrical pattern,land 
used to contain paper collars for sale and sold vith 
the collars. ... j 

“It will be observed, that it is not a marjv at 
all wliich is claimed, but the whole enveloping pack¬ 
age, the whole surface of wliicli is covered byl the 
ornamental pattern. There is no name, no synibol, 
no assertion of origin or ownership.'’ ! 

The foregoing review of the authorities cited bv the 
Patent OlTice tribunals and bv the defendant in the Court 
below, shows tliat not one of those authorities is jper- 


tinent to the present situation, and that there is abso¬ 
lutely no authority in law for the decisions of the-Patent 
Office and the Court below by which appellant’s mark is 


refused registration; all of which is confirmed by |the 

i 

failure of the Court below to cite any authority w^iat- 
ever in its Memorandum Opinion, which is limitecj to 


four lines. (R. 16.) 


Not A Functional Element. 


Xor is the yellow-panel trade-mark a mere func¬ 
tional element, or a physical article, standing alone,! as 
hi Re Applicafion Of Walker-Gordon Laboratory C(^m- 
pany, 19 C. C. P. A. 749; 53 F. 2d. 548; but it is a ccjlor 
applied to a definite design, to-wit: a yellow panel witk ^ 
contrasting dark colored border. | 


The present case comes squarely under the rulej of 
Ex Parte Koh-i-noor Bleistiftfahrik L. d C. Hai'dtniiifh, 
11 U. S. Pat. Q. 154, wherein it is said that: | 

i 

“In the instant case, * * * the mark does hot 
consist of an essential part or characteristic of the 


article to which it is applied. * 
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“It does not affect the lead pencil either as to 
function or extent of nse; and so far as appears of 
record, the sole function of the mark is to identify 
the pencil as to its origin or ownership.’’ 

The same language can be applied truthfully to the 
present case, wherein the yellow panel appearing on the 
label does not consist of an essential part or characteris¬ 
tic of the article to which it is applied, to-wit: a closet- 
bowl cleaning powder; and it does not affect the clean¬ 
ing powder as to its function or extent of use. The Af¬ 
fidavit of Mr. Schlabach of record expressly shows that 
the sole function of the mark is to identify the goods as 
to its origin or ownership. 

And again, if green blotches appearing throughout 
coal in bulk or mass, constitutes a mark not of color alone, 
but of more or less definite design, as in Green River 
Fuel Company, Inc. v. Blackivood Coal and Coke Com¬ 
pany, 11 U. S. Pat. Q. 103; surely the definite design of a 
yeUow panel with a border of contrasting dark color is 
likewise entitled to recognition as a trade-mark. 

The ultimate ground upon which the Examiner re¬ 
fuses registration of the yellow-panel is *^That it is not 
such a device as would ordinarily indicate to the public 
origin or oivntrship of the goods^^ (R. 30), is not tenable 
because, in the first place, it is only true of the present 
device in the same sense that it is true of any other device, 
until it is associated with the goods by the purchasing or 
using public; and in the second place, it is refuted by 
the express findings of the Examiner, ‘‘That the yellow 
label was adopted for the purpose of lending distinctive¬ 
ness” (R. 29); “That applicant’s yellow label has come 
to designate applicant’s goods to many people” (R. 29); 
that “The public long familiar with applicant’s goods 
would doubtless identify them in a measure by their yel- 
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low label’’ (R. 29); and ‘‘That color in combination 
a particular design may constitute a trade-mark.’ 

29.) 

Moreover, the speculative assumption of the Exam¬ 
iner ignores the essential characteristics of the best f(j)nn 
of a technical trade-mark, which cannot describe jthe 
goods and should not, or at least need not define or | set 
forth the origin of the goods by naming the makeil or 
vendor thereof. It is something arbitrarily selected to 
indicate the origin of the goods by association there^^th 
without otherwise indicating to the public the origui or 
ownership of the goods. 

1 

Contrary to Prevailing Practice. 

The refusal of the Examiner to register applicant’s 
yellow-panel trade-mark is not only erroneous upon jthe 
face of the record, but it is contrary to the prevailing 
practice in the Patent Office, wherein scarcely a W(3ek 
passes during which one or more similar trade-marks 
are published and ultimately registered, as shown in 
Plaintiff’s Exhibits X and X-165,419 to 313,700, inclusive. 

The recognition by the Patent Office of the rulej of 
Leschen v. Broderick, as shown in Plaintiff’s Exhibit|X, 
is further recognized in decisions of several Comn|iis- 
sioners of Patents, as in Ex Parte The B. F. Goodrich 
Co., 6 T. M. Rep. 597, wherein Commissioner Ewing said 
that: j 

“Applicant has filed three affidavits which seem 
to establish that it has succeeded in making the red 
band useful in the sale of goods to which it is ap¬ 
plied. I know of no reason why a mark of this char¬ 
acter cannot be a proper trade-mark.” 
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And again in Ex Parte Chicago Steel Post Co., 8 
T. Rep. 463, Commissioner Xeivton said: 

“An iipplication to register a red band around 
the to}) of ^a fence post as a trade-mark for the posts 
was rejected by the Examiner, as not distinctive and 
because it is a common practice to paint the tops of 
posts. 


“The exliibits show tliat the trade looks on the 


mark as distinctive, bv ordering under the name of 
‘Red Top.' Affidavits submitted also show that the 
mark has no useful function, but only a trade-mark 


function. Decision reversed and registration or¬ 


dered.'' 


Moreover, the Courts in the Federal Circuits do not 
hesitate to sustain exclusive rights in the distinctive 
color of a container for particular products; as in the 
case of California Crushed Fruit Corp. v. Orange-Crush 
Co., in the Northern District of Illinois, Eastern Division, 
which involved a black opaque bottle for a carbonated 
orange juice beverage; wherein District Judge James H. 
Wilkerson foiind facts and conclusions of law, as follows: 


“Plaintiff was the first to successfully put out 
an orange dry drink and the first to use for a soft 
drink a black opaque bottle of the shape and size 
shown bv Plaintiff’s Exhibit 2. . . . 

“Plaintiff’s black bottle is novel and distinctive 
in connection with carbonated soft drinks, and de¬ 
fendant’s black bottle of the same shape and size is 
likely to cause confusion and defendant should be 
required to change the shape or color of its bottle so 
as to make it distinguishable from plaintiff’s prod¬ 
uct.” (Exhibit y.) 


An appeal by the defendant from Judge Wilkerson’s 
decision was ultimately dismissed on motion of the ap¬ 
pellant. Orange-Crush Co. v. California Crushed Fruit 
Corp., 62 F. (2d) 1077. 
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It will be noted that Judge Wilkerson’s conclusion 
required the defendant to change the shape or coloj' of 
its bottle, thus indicating that the plaintiff had the | ex¬ 
clusive use of either the one or the other. | 

To the same effect, in Ohio Baking Co. v. iSati^nal 
Biscuit Co., 127 Fed. 116, the familiar National Bisimit 
Company's registered ‘^Ked Seal” label was invoHed, 

and at page 121 it was said bv the Court that: | 

1 

‘‘While it is true no one has the right to b^o- 
nopolize a particular color, yet the courts have!re¬ 
peatedly held that a person may be restrained filoni 
using a particular color, in combination with other 
things, to mislead the public, and market his gopds 
as those of another.'’ I 

I 

And linally in Chesehrougli Mfg. Co. v. Old Gold 
Chemical Co., 70 F. (2d) 383, which involved a carton con¬ 
tainer and a blue panel label, for a bottle containing 
vaseline, it was said beginning at page 384, that: 

“The appellant’s carton is made of white! or 
light gray cardboard in the form of a rectangu|lar 
prism. . . . 

“On its front and back is a panel formed by two 
parallel blue lines, the outer one being heavier than 
the inner one. 

“At the top of the panel appears the trade-mark 
‘Vaseline,’ and immediately thereunder are the 

words ‘White Petroleum Jellv,’ all in blue, ithe 

*' ' 1 , 

name of appellant, in blue, appears in the center of 
the panel. 

“Upon the other two sides, within identical 
panels, there is descriptive matter in blue. . . . | 

“The appellee’s carton is substantially the sa|ne 
shape, size, and color as that of the appellant. | 

“Upon its face and back appear panels of sijib- 
stantially the same size as those used by appellant 
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formed bv a double line in blue, the outer one being 
^ * 

the heavier. ... 

‘‘Both parties use labels on their jars. Ap¬ 
pellant uses a blue label paneled by a single white 
line around the edges. At each end of the panel 
there is a small vertical panel. 

“'Within the large panel at the top, there is 
printed in white the trade-mark ‘'V'aseline,’ and im- 
mediatelv thereunder are the words ‘White Petro- 
leum Jelh%’ followed by descriptive matter in smaller 
white printing. 

“The appellee uses substantially the same size 
label with a blue background and white printing, a 
panel being formed thereon, as in appellant’s, by a 
white line around the edges. It does not have ver¬ 
tical panels at the ends of the label. ... 

“The appearance of appellee’s carton as colored 
and marked so closely resembles the appellant’s as 
to admit, in our opinion, of no doubt of the likelihood 
of confusing the two articles. 

“We are likewise of opinion that the label of ap¬ 
pellee so closely resembles appellant’s label as to 
lead to confusion and deception.” 

Although those cases were prosecuted and decided 
as matters of unfair competition and did not involve 
registered trade-marks, the findings of fact and con¬ 
clusions of law were sufficient to establish a technical 
trade-mark, remembering that “The law governing 
trade-marks is but a branch of the law regulating trade 
competition.” Barton v. Rex-Oil Co., 2 F. (2d) 402, 404. 

FINDINGS OF FACT AND CONCLUSIONS OF LAW. 

The Findings of Fact by the Court below (R. 16) do 
not support its Conclusions of Law (R. 17); and no facts 
whatever have been proved by the defendant, and no au¬ 
thority whatever has been cited by the defendant or by 
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the Court below, which support the Conclusions of Law 
of the Court. | 

i 

The Findings of Fact. | 

Findings of Fact Nos. 1, 2 and 4 (R. 16) meiely 
recite the filing of Appellant’s application, describe {Ap¬ 
pellant’s trade-mark, and note the character of |the 
proceeding; all of which are conceded by the 

Finding of Fact No. 3 (R. 16), reads as follows: j 

“Registration was refused by the tribunals of 
the Patent Office on the ground that the mark (toes 
yiot comtitute a valid trade-mark but merely fo\'ms 
a yround for the reception of descriptive matt^rd' 

That finding merelv recites the reason whv the 
Patent Office refused registration, and to that extent is 
likewise conceded by the Appellant. j 

Such a statement does not, however, constitut(^ a 
Finding of h"act by the Court itself ^‘that the mark does 
not constitute a valid trade-mark but merely form^ a 
yround for the reception of descriptive matter 

In other words, the Court below in Finding No{ 3, 
did not deal with anv fact found bv the Court itself, ^nd 
only sets forth the reason given by the Patent Office ^or 
refusing registration. 

There is not a scintilla of evidence offered or proved 
by the defendant below, either by testimony, or exhibits, 
or otherwise, to support the position of the Patent Office 
that “f/ie 7n<irh does not constitute a valid trade-md^rk 
but merely forms a gromid for the reception of descrip¬ 
tive. matter^^; which accounts for the fact that the Court 
below did not, and could not make for itself, such a Find¬ 
ing of Fact. j 
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The Conclusions of Law. 

Conclui^ion of Law Xo. 1 (IL 17) is well grounded 
upon the law fully discussed herein (Lescheii r. Bro¬ 
derick, *201 L. S. 166), hut has no ap])lication to the mark 
sought to be registered by Appellant, because mere 
color alone is not sought to be appropriated as a trade¬ 
mark. 

Conclusion of Law X^o. 2 (R. 17) that: 

“Plaiiitiff's mark does not make such an im¬ 
pression on the public as to constitute a trade¬ 
mark/' 

is not supported by any evidence, by any Finding of Fact 
bv the Court below, or bv anv authoritv cited bv the de- 
fendant or bv the Coui*t below. 

The defendant has presented no evidence whatsoever 
in the Court below, either by testimony, exhibits, or 
otherwise, showing that plaintiff’s mark 'Uloes not make 
such an impression on the public as to constitute a trade¬ 
mark.'^ 

Moreover, the Court below has not cited anv au- 
thority or rule of law supporting Conclusion of Law 
Xo. 2. 

On the other hand. Appellant has presented full 
proofs by the testimony of witnesses (R. 35, 36, 37, 38, 
39), which esiablishes the fact that plaintiff’s mark has 
made such an impression on the public as to constitute a 
trade-mark as a matter of law. 

Conclusion of Law Xo. 2 therefore constitutes error, 
as set forth in items 1 and 2 of the Assignment of Errors. 
(R. 20.) 

If Conclusion of Law Xo. 2 is well grounded, Con¬ 
clusion of Law Xo. 3 (R. 17) would naturally follow; but 
as Conclusion of Law Xo. 2 is in error, Conclusion of Law 
Xo. 3 is likewise in error, as set forth in items 3, 4, 5 and 
6 of the Assignment of Errors. (R. 20.) 


51 

IN CONCLUSION. 

1. Not a single authority has been found or cite^ to 

support any one of the particular grounds upon which 

I 

registration of Appellant’s Yellow Panel Trade-Mark 
has been refused by the Patent Office and the Court 
below. I 

i 

2. Not a single fact has been shown or established 

to su})port any one of the })articular grounds upon wl|ich 
registration of Appellant’s Yellow Panel Trade-M'^irk 
has been refused bv the Patent Office and the Court below. 

?>. The particular grounds upon which registraiion 
of A])pellant’s Yellow Panel Trade-Mark has been [re¬ 
fused by the Patent Office and the Court below, are puijely 
speculative, and are not founded upon any established 
fact or law. 

4. The Court below erred as a judicial tribunal in 
adopting the speculative grounds of an adniinistrat|ive 
office, in its Memorandum Opinion and Conclusions! of 
Law, without the proof of any facts whatever by ^he 
Defendant-Appellee, and without regard to any of the 
facts fully proved by the Plaintiff-Appellant in the Court 
below. 

I 

5. The Court below erred in its Decree dismissing 

Appellant’s Bill of Complaint. j 

6. The Court below erred in not decreeing that i:he 
Plaintiff-Appellant is entitled to the registration of its 
mark as defined in its application, and as shown by the 
drawing and the specimen filed therewith. 

It is therefore respectfully requested that the Fi^al 
Decree entered herein on February 8, 1935, be reversed 


by this Court,'and that a Decree be ordered in accord¬ 
ance with the prayers of the Bill of Complaint herein. 

Kespectfully submitted, 

Harky Frease, 

Randolph C. Richardson, 

' Ationieys for Plaintiff-Appellant. 

Joseph Frease, 

Of Counsel. 

Canton, Ohio, 

August 30, 1935. 
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I—Cases Relied Upon by Appellant as Authorities! for 
the Registration of Its Trade Mark for Cleahing 

Powder for Water Closet Bowls and Automobile 

1 

Radiators Consisting of a Yellow Panel Bounded by 
a Contrasting Dark Colored Border. | 

I 

American Circular Loom, In Re, 28 App. Di C. 

446; ! 

Barton vs. Rex, 2 F. (2d) 402; | 

Bass V. Feigenspan, 96 Fed. 206; | 

Beech-Nut v. Lorillard, 273 U. S. 629; 

Boston Wire Stitcher Co., Ex Parte, 9 U. S. Pat. 

Q. 386; I 

California v. Orange, Exhibit Y; | 

Canal Co. v. Clark, 13 Wall 311; 

Chesebrough v. Old Gold, 70 F. (2d) 383; 
Chicago Steel Post Co., Ex Parte, 8 TM liep. 

463; j 

Cincinnati Tool Co., Ex Parte, 5 U. S. Pat. Q {26; 
Goodrich Co., Ex Parte The B. F., 6 TM R|ep. 

597; i 

Gotham Silk Hosierij Co. Inc., In Re, 57 App. 

D. C. 266; I 

Green River v. Blackwood, 11 U. S. Pat. Q 103; 
Johns-Manville Inc., hi Re, 55 App. D. C. 142; 

Johns-Manville Inc., Ex Parte, 144 MsD 483 : 
Lamhertville Rubber Co., Ex Parte, 7 TM Rep. 

340; j 

Layton v. Church, 182 Fed. 24; | 

Leschen v. Broderick, 201 U. S. 166; ! 

Lufkin vs. Master, 40 F. (2d) 991; | 

Newcomer v. Scriven, 168 Fed. 621; j 

Ohio v. National, 127 Fed. 116; i 
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Payne Coal Co., Inc., Ex Parte, 1929 C. D. 28; 
Smith-Kline v. American, 273 Fed. 84; 

Taylor v. Bostick, 299 Fed. 232; 

Trade Mark Cases, 100 U. S. 82; 

^yaterman, In Be, 34 App. 1). 0. 185. 


II. Cases in this Court and Authorities Cited by Patent 
Office Tribunals and Defendant Below Which Do Not 
Support the Refusal of Registration of Applicant’s 
Trade-Mark Consisting of a Yellow Panel Bounded 
by a Contrasting Dark Colored Border for Cleaning 
Powder for Water-Closet Bowls and Automobile 
Radiators. 


A. Cases In Which Trade-Marks were Refused or 
Held Invalid Because Thev Consisted Merelv in an In- 
tegrah Structural, Functional or ^lechanical Feature of 
tlie (loods. 


American Circular Loom Co., In Re, 28 App. 
D. C. 446; 

Barrett, Ex Parte, 48 App. D. C. 586; 

Barrett, In Re, 8 T. M. Rep. 236; 

Bonney Forge d; Tool Works, Ex Parte, 19 T. M. 
Rep. 68; 

Goodyear Tire (L Rubber Co., In Re, 55 App. 
D. C. 400; 

Harrington v. Libbey, Fed. Case Xo. 6107; 

Ilerz V. Loeivenstein, 40 App. D. C. 277; 

LescJien v. American, 55 F. (2d) 455; 

Neuxomer v. Scriven, 168 Fed. 621; 

Oneida Community Ltd., In Re, 41 App. D. C. 
260 ; 

Root Glass Co., Ex Parte, 18 T. M. Rep. 260; 

Walker-Gordon Laboratory Co., In Re, 53 F. 
(2d) 548; 
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I 


Waternian, In Re, 34 App. D. C. 185; i 

Weil-McLain Co. v. American, 57 F. (2d) ^53; 
Winchester Repeating Arms Co., In Re, 69| F. 

(2d) 657; i 

Woolson Spice Co., Ex Parte, 9 T. M. Rep. ^^25. 

I 

I 

I 

B. Cases In IVliicli Color Trade-Marks Were Re¬ 
fused or Held Invalid Because Tliev Had a Purelv U;ili- 

ft 

tarian or Ornamental Purpose. 

Grant Co., In Re W. T., 48 App. D. C. 289; 
Tetlow Co., Ex Parte Henry, 1919 C. D. 99; 
Walker Gordon Laboratory Co., In Re, 53| F. 

(2d) 548; ! 

Waterman, In Re, 34 App. D. C. 185; 
Weil-McLain v. American, 57 F. (2d) 353; 
Winchester Repeating Arms Co., In Re, 69 F. 
(2d) 567. j 

j 

C. Cases In Which Color Trade-Marks Were Re~ 
fused or Held Invalid M'hich AVere Merely Descriptive 
of the Goods. 

Bonney Forge d Tool JVorks, Ex Parte, 19 T. M. 
Rep. 68; 

General Petroleum Corp., In Re, 49 F. (2d) 966; 
Leschen v. American, 55 F. (2d) 455; | 

Sun Oil Co., In Re, 49 F. (2d) 965; I 

Weil-McLain v. American, 57 F. (2d) 353. 

D. Cases In Which Color Trade-Marks Were Re¬ 

fused or Held Invalid Because of Prior Adoption afid 
Use bv Others. ! 

Blackivood v. Pennsylvania, 58 F. (2d) 440; | 

Parker Pen Co. v. Finstone, 7 F. (2d) 753; | 
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Victor V. Huerfanof 15 F. (2d) 578; 

Victor V. Huerfano^ 23 F. (2d) 74. 

E. Cases In 'Which Color Trade-Marks Were Re¬ 
fused as Being for Mere Color Alone, Not Impressed in 
a Particular Symbol or Design. 

American Circular Loom Co., hi Re, 28 App. 
D. C. 446; 

Blacku'ood v. Pennsylvania, 58 F. (2d) 440; 
General Petroleum Corp., In Re, 49 F. (2d) 

966; 

Grant Co., In Re W. T., 48 App. D. C. 289; 
Leschen r. Americayi, 55 F. (2d) 455; 

Sun Oil Co.f In Re, 49 F. (2d) 965; 
Walker-Gordon Laboratory Co., In Re, 53 

F. (2d) 548; 

Waterman, In Re, 34 App. D. C. 185. 

F. Cases In Which Trade-Marks Were Refused as 
Not Being Restricted to a Particular Color. 

Gotham Silk Hosiery Co., Inc., In Re, o7 App. 
D. C. 266; 

Johns-Manville, Inc., In Re, 55 App. D. C. 142. 

G. Cases In Which Color Trade-Marks Were Not 
Involved. 

Harrington v. Libhy, Fed. Case No. 6107; 
Woolson Spice Co., Ex Parte, 9 T. M. Rep. 325. 
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District of Columbia i 

I 

- 1 
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APRIL TERM, 1935. i 

No. 6467. I 

I 

I 

- I 

THE HYGIENIC PRODUCTS COMPANY, | 

Appellant, \ 

vs. 

CONWAY P. COE. COMMISSIONER OF PATENTS! 

! 

Appellee. 

Appeal from the Supreme Court of the 
District of Columbia. 

BRIEF FOR APPELLANT ON JURISDICTIO 
(Filed by Leave of the Court.) 

Tliis is a suit in equity under Section 4915 R. S. (35 
U. S. C. A. 63), by appellant, whose application f([)r a 
registration of a trade-mark lias been rejected, and regis¬ 
tration refused bv the Commissioner of Patents. j 

The Bill of Complaint in the Supreme Court of | the 
District of Columbia alleged that: 

'‘No appeal from the refusal of the Commis¬ 
sioner of Patents has been taken to the United States 
Court of Customs and Patent Appeals.” (R. 8.) | 

because it was believed, and it is now believed, that duch 

I 

an allegation was a necessary condition precedent to a 
suit in equity in the Supreme Court of the District of 
Columbia, under the plain provisions of the Patent ^tat- 
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utes, Sections 4911 and 4915 R. S., as amended, and of 
Section 9 of the Trade-Mark Act, as amended, as follows: 

“Sec. 9. That if an applicant for registration 
of a trade-mark, ... is dissatisfied with the deci¬ 
sion of the Commissioner of Patents, he may a};)})eal 
to the Lhiited States Court of Customs and Patents 
Ap])cals, on complying with the conditions required 
in case of an appeal from the decision of the com¬ 
missioner ])y an applicant for patent, . . . and the 
same rules of practice and procedure shall govern 
in every stage of such proceedings, as far as the 
same may be applicable.”'" (15 U. S. C. A. 89, as 
amended.) 

The j)ertinent parts of tlie Patent Statutes are as 
follows: 


Sec. 4911. “If any applicant is dissatisfied with 
the decision of the Board of Appeals, he may ap- 
})eal to the United States Court of Customs and 
Ihitent A] 3 peals, in which case he waives his right 
to proceed under section 63 of this title.” (35 U. S. 
C. A. 59a, as amended.) 


Sec. 4915. “Whenever a patent on application 
is refused bv the Commissioner of Patents, the ap- 
piicant, unless appeal has been taken from the deci¬ 
sion of the board of appeals to the United States 
Court of Customs and Patent Appeals, and such ap¬ 
peal is pehding or has been decided, in v/hich case 
no action may be brought under this section, may 
have remedy by bill in equity.” (35 U. S. C. A. 63.) 


It is immaterial that Section 4911 refers to the 
‘‘Board of Appeals,’^ while the Trade-Mark Statute and 
Section 4915 refer to the “Commissioner of Patents”; 
because the Board of Appeals is really the representative 
of the Commissioner, and acts for or in ])lace of the Com- 


* Emphasis ours in all quotations. 
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I 

missioner in patent appeals, just the same as one of the 
Assistant Commissioners usually acts for or in placpe of 
the Commissioner in trade-mark appeals. | 

I 

r\[oreover. the Commissioner and his assistantsj are 
mem])ers of the Board and one of them usually, if nojt in¬ 
variably, sits as a member of the Board in hearing!and 
deciding appeals before it; and the Commissioner of Pat¬ 
ents, ever since the beginning of the Patent Office,! has 
always liad. and sometimes exercises, a supervif^ory 
])ower over everything which occurs in the Patent Opice. 

That fact is expressly recognized in the Statute^ re¬ 
lating to the oi-ganization of the Patent Office. | 

In .‘I") r. S. C. A. 2, as amended, it is provided tlu^t: 

“§ 2. Officers and employees. There shall l!)e in 
the Patent Ollice a Commissioner of Patentsjone 
first assistant commissioner, one assistant commis¬ 
sioner, and five examiners in chief, who shall be ap- 
])ointed ])y the President, by and with the advice 
and consent of the Senate. 

I 

“The first assistant comnnissioner and thej as¬ 
sistant commissioner shall perform such duties [per¬ 
taining^ to the office of commissioner as may be^ as¬ 
signed to them, respectively, from time to times by 
the Commissioner of Patents.” (Sec. 476 K. S.) 

In 35 U. S. C. A. 7, as amended, it is provided that: 

“§7. Examiners in chief; board of appeals, j . . 

The Commissioner of Patents, the first assistant 
commissioner, the assistant commissioners, and 
examiners in chief shall constitute a board of 
peals, . . . 

“Each appeal shall be heard by at least three 
members of the board of appeals, the members hear¬ 
ing such appeal to be designated by the conujnis- 
sioner.” (Sec. 482 H. S.) 


the 

ap- 
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And in the :Rtiles of Practice promulgated tinder Sec. 
4S3 R. S. (35 V. S. C. A. 6), it is provided that: 

“:2. All office letters must be sent in the name 
of the 'Commissioner of Patents.' 

Under the foregoing statutes, the decisions of the 
Board of Appeals are in effect, if not in fact, the decision 
of the Commissioner of Patents: and the same has ])een 
so recou’iiized bv evervone within and without the Pat- 

ent Office, and also bv the Courts as far as counsel is 

* 

advised. 

If any interpretation of the statutes under consider¬ 
ation is required, it has been supplied by the Rule of 
Parallel Procedure, as follows: 


RULE OF PARALLEL PROCEDURE. 


It was early decided by the Supreme Court in Atkins 
r. Moore, *21*2 U. S. 285, according to the headnote that: 


“Proceedings under the Trade-Mark Act of Feb- 
ruary *20, 1905, . . . and the specific provisions of 
thereof, are governed by the same rules of practice 
and procedure as in the instance of patent.” 


And at itage *291, after discussing Gaii^es r. Knechf, 
27 App. D. C. 530, 532, appeal dismissed 212 U. S. 562, 
it was said bv Mr. Chief Justice Fuller, that: 


“In the light of the various details of the act 
of February *20, 1905, and of the specific provisions 
of ^9, we were of opinion that proceedings under 
the act were governed by the same rules of prac¬ 
tice and procedure as in the instance of patents, . . . 

“Under §4914 of the Revised Statutes no opin¬ 
ion or decision of the Court of Appeals on appeal 
from the Commissioner precludes ‘any person in¬ 
terested from the right to contest the validitv of 
such patent in any court wherein the same may be 
called in question,’ and by §4915 a remedy by bill 


I 

I 


in equity is given where a patent is refused, j and 
we regard these provisions as applicable in titade- 
mark cases under §9 of the act of February 20, 
1905.” (p. 291.) I 

In Bal/lu'iii Co. v. Iloirard Co., 256 U. S. 35, at t^age 
39, the above text was quoted with approval by jJiis- 
tice Dai/ and the Rule of Parallel Procedure was followed 
and applied by the Supreme Court. 

In American Foundries v, Bohertson, 262 U. S. 209, 
the entire subject was discussed by Mr. Chief Justice 
Taft, who said, at page 212, that: I 

“The (piestion in this case is whether the clos¬ 
ing words of '^9 ‘and the same rules of practice and 
procedure shall govern in every stage of such pro¬ 
ceedings, as far as the same may be applicable,^ are 
broad enough in their scope to include the ‘renkedy 
by bill in equity’ granted to unsuccessful applicants 
for a patent in §4915.” 

and after considering Gandij v. Marble, 122 V. S. 432, 
and BufferirortJi v, IIoe, 112 U. S. 50, 61, it was con¬ 
cluded that: 

“This view of the intimate relation of the bill 
in equity allowed in §4915 to the application for a 
patent and the practice and procedure provide;! in 
due course thereof is of much assistance in grring 
proper scope to the words of §9 of the Trade \[ark 
Act. 

“After making provision for an appeal to the 
District Court of Appeals from a simple refusal of 
registration, and from decisions of the Patent j Of¬ 
fice in three different kinds of adversary proceed¬ 
ings therein in respect of such registration, on com¬ 
plying with the conditions required in case o? an 
appeal from refusal of a patent or a decision jin a 
patent interference proceeding, the words are land 
the same rules of practice and procedure shall tov- 
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em in every stage of such proceedings, as far as 
the same may be applicable. ’ 

‘‘If the bill in equity of §4915 is only a part of 
the proceeding for an application for a patent as 
held in GaSi(hf v. Marble, it is no straining of the 
language to make these words include a biU in equity 
for the registration of a trade-mark. This Court lias 
taken exactlv this view in Aikhi.^ c(' Ca. v. Moore, 
212 r. S. 28^. . . . 


‘‘An argument has been made to ns against 
giving such an elTect to §9 liased on the intrinsic 
dilferences between the nature of the ])atent right, 
and that in a trade-mark. 


“We do not regard such differences as impor¬ 
tant in interpreting §9 when it is obvious from that 
section and the whole of the Trade Mark Act that 
Congress intended to produce a parallelism in the 
mode of securing these two kinds of government 
monopoly from the Patent Office.” (pp. 215, 214, 
215.) 


And finally in Bahhrin Co. r. Rohert.'^on, '26o U. S. 
168, the entire subject was again reviewed by Mr. Chief 
Justice 7'aff, who refers to the foregoing cases and 
at page 179, states that: 


‘‘We have held that the assimilation of the prac¬ 
tice in respect of the registration of trademarks to 
that in securing ])atents as enjoined by §9 of the 
Trade ^lark Act makes §4915, Rev. Stats., providing 
for a bill in equity to compel the Commissioner of 
Patents to issue a ])atent, applicable to a petition 
for the registration of a trademark when rejected by 
the Commissioner.” 


That is exactly the situation here, under Section 
4915, as amended. 

The principle of the foregoing cases was applied in 
Lougliran r. Quaker Ciig, by District Judge Dickinson, 


286 Fed. 694; and in the Appellate Court of the '^['hird 
Circuit by Circuit Judge Woolleij, in 296 Fed. 822i, q.v. 

In considering and applying the rule of pa]:allel 
procedure, it must be remembered that the foregoing 
cases were decided before the Patent Statutes jwere 

I 

amended on ]^Iarch 2, 1927, to exclude a suit in equity 

under Section 4915 after an administrative appeal! had 

1 

been taken. I 


Not Affected by Amendment of Patent Statute^. 

The rule of parallel procedure is not affected id any 
manner by the amendment of the patent statutes;! and 


the amendment of Section 9 of the Trade-Mark Act on 
March 2, 1929, after Sections 4911 and 4915 had been 
amended on Ivlarch 2, 1927, without any change except in 
the name of the Appellate Court, is an adoption by Con¬ 
gress of the construction of the statute under whicli the 
Supreme Court established the rule of parallel procec^ure. 

That construction of the amended statutes has been 
recognized and followed by the Patent Office tribrnals 
and its solicitors ever since the ainendinent of the stcltute 


some eight years ago: vrhich brings the present 
tion under the rule of Boherisou v. Doivnuigy 127 


suua- 

t. S. 


607; VnUed States r. Ilealeij, 160 U. S. 136; Umted 
States v. Falk, 204 U. S. 143: Copper Queen v. Ar'^ona 


Board, 206 U. S. 4/4; and Fnited States v. llermqnos, 
209 U. S. 337. 

In Copper Queen v. Arizona Board, supra, at page 
479 it was said bv Mr. Justice Holmes, that: ! 

* 7 I 

I 

‘AVhen for a considerable time a statute notori¬ 


ously has received a construction in practice from 
those whose dutv it is to carrv it out, and afterwards 
is reenacted in the same words, it may be presiijned 
that the construction is satisfactory to the legtsla- 
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lure, unless plainly erroneous, since otherwise nat¬ 
urally the words would have been chang-ed. ” 

Likewise, in Uniied States v. llennaiios, supra, 209 
U. S., at page 339 it was said by Mr. Justice McKenna, 
that: 

‘•AVe have said that when the meaning of a stat¬ 
ute is doubtful great weight should be given to the 
construction placed u])on it l)y the department 
charged with its execution. . . . 

“And we have decided that the reenactment by 
Congress, without change, of a statute, v/hich had 
previously received long continued executive con¬ 
struction, is an adoption by Congress of such con¬ 
struction.” 


The rule of those cases has been referred to and 
applied by this Court in Coming Glass Works r. Rob¬ 
ertson, 62 App. D. C. 130, with respect to the Trade-Mark 
Act, and at page 130 it was said by Mr. Justice Robb, 
that: 


“While the Trade-Mark Act . . . 
Congress on a number of occasions, 
22 have not been amended. 


has been before 
sections 13 and 


“This is indicative of an adoption by Congress 
of the construction placed upon those sections by 
the tribunals charged with their administration.” 


Exactly the same thing is true with respect to Sec¬ 
tion 9 of the Trade-^Iark Act, and also with respect to 
Sections 4911 and 4915 of the Patent Act: which indicates 
an adoption by Congress of the construction placed upon 

those sections bv the tribunals and solicitors of the Pat- 

* 

ent Office charged with their administration. 

That construction as applied to the present ])roceed- 
ing is briefly, that when registration of a trade-mark is 
refused by the Patent Office, the applicant may elect to 
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I 

take an administrative appeal to the United States (Jonrt 
of Customs and Patent Appeals, as provided in Section 
4911 P. S. (35 U. S. C. A. 59a); “in which case he waives 
his right to proceed under section 63 of this title” (Sec. 
4915 E.S.). i 

Or in the alternative, as here, the applicant ‘fmay 
have remedy by a bill in equity,” unless appeal has jbeen 
taken to the United States Circuit Court of Customs and 
Patent Appeals, and such appeal is pending or has been 
decided, in which case no action may be brought under 
this section. (35 U. S. C. A. G3; Sec. 4915 R. S.) j 

That is exactly the construction which has been ^iven 
to the statutes under consideration, bv this Coui't in 
Alexandrine v. Coe, 63 App. D. C., 227, which involved 
a cancellation proceeding; and at page 229 it was said 
by Mr. Justice Bobb, that: j 

I 

“In the present case appellant was the uijisuc- 
cessful party in a cancellation proceeding, and 
elected to proceed under section 4915, R. S., as 
amended, instead of appealing to the United States 
Court of Customs and Patent Appeals under se<:'tion 
9 of the Trade ^lark Act, as amended . . . 

‘Mender the provisions of section 9 of the Trade 
i\Iark Act, as amended, and section 4915, R. S., as 
amended, appellant in the cancellation proceeding, 
had it so elected, might have prosecuted an a]:>peal 
to the United States Court of Customs and Patent 
Appeals. . . . 

“The filing of a bill in equity is an alternative 
remedy and, under the authority of the Baldwin 
Case, properly may be brought against the Conimis- 
sioner here.” | 

The reference to the Baldivin case, 265 U. S. 168, 
shows that there can be no distinction between an appli¬ 
cant for registration as here, and a petitioner for capcel- 


I 
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lation; because the rule of parallel ])rocedure there ex¬ 
pressly refers, first, to a defeated applicant for registra¬ 
tion of a trade-mark. 


In the Bahhi'ui decision, beginning at pag’e 179, it was 
said bv Mr. Chief Justice Taft, that: 

“Section 9 })rovides for appeals to the District 
Court of Appeals not only for a defeated applicant 
for registration of a trademark, but also for a dis¬ 
satisfied nartv to an interference as to a trademark, 
a dissatisfied party who has filed op])osition to the 
reiiistration of a trademark and a dissatisfied partv 
to an a})plication for the cancellation of the regis¬ 
tration of a trademark. . . . 


“We have in tlie cases cited given the closing 
words of ^9 a li])eral construction in the view that 
Congress intended bv them to give everv remedv 
in respect to trademarks that is afforded in ])roceed- 
ings as to patents, and have lield that under them 
a bill of equity is afforded to a defeated applicant for 
trademark'registration just as to a defeated appli¬ 
cant for a patent . . . 

“The a])])licants in §9 were of four kinds and to 
each of them were intended to be accorded the same 
resort to the Court of A])peals and the same remedy 
in equity hs to the ai)plicant for a patent in '^4915. 

The inherent differences between trademarks and 
patents should not prevent our giving effect to the 
remedial purpose of Congress in carrying out the 
analogies between the two classes of privileges to 
secure a common procedure.” 

The Alexandrine decision cannot be distinguished 
from the case at bar, upon the ground that it involved an 
application for cancellation instead of an application for 
registration; because the Supreme Court has expressly 
pointed out that the rule of parallel procedure required 
by Section 9 of the Trade-^Iark Act applies particularly 


d to 
first 


to an application for trademark registration as w^U as 
to each one of the four situations specifically set forih in 

i 

that section. | 

It must be rememl)erod however, that the Bal^hcin 
case was decided in 1923, long before the statutes lender 
consideration wei-e amended, at which time it was ^rue, 
as stated at page ISO, that: I 

■‘It is not an undue expansion of that construc¬ 
tion to hold that the final words were intendc 

I 

furnish a remedy in equity against the Con 
sioner in vrery case i)i ichlch by ^9 an appeal 
lies to the Court of Appeals''; 

\ 

but since the amendment of the Patent Statutes on March 
2, 1927, there can be no remedy in equity after an appeal 
has been taken to the United States Court of Custom^^ and 
Patent Appeals. 

The Alexa)i(]rine case followed the basic rule of the 
Baldirin case as to the parallel procedure with respect 
to an application for patent and an application for tirade- 
mark registration. 

But the Alexa}idrine case properly distinguished be¬ 
tween the procedure in the BaUhvin case under the former 
patent statute, wherein an administrative appeal was 
required before resorting to a suit in equity; and the 
procedure in a case under the amended statute, wherp an 
election is required lietween an administrative appeal 
and a suit in equity. 

That is to say, the Alexandrine case decided that an 
unsuccessful applicant in the Patent Office could l^ave 
elected to proceed by a suit in equity under Section 4915 
or by an appeal to the United States Court of Customs 
and Patent Appeals; and expressly referred to a bid in 
equity as an alternative remedy. j 


It is for those reasons that in bringing the present 
suit in the Supreme Court of the District, it was ex¬ 
pressly alleged that: 

“Xo appeal from the refusal of the Commis¬ 
sioner of Patents has been taken to the United 
States Court of Customs and Patent Appeals”; 

because such air alleiration was obviously essential to the 
jurisdiction of the Supreme Court; for, if such an appeal 
had been taken, the applicant would have waived his 
right to proceed under Section 4915 of the Revised 
Statutes. 

Any other interpretation of the statutes Under con¬ 
sideration would be a return, part way at least, to the 
intolerable situation with respect to appeals, which was 
souirht to be remedied bv the amendment of the statutes, 
and which must be considered in giviiiir force and effect 

o o 

to the statutes as amended. 

INTOLERABLE APPEALS. 

The present statutes relating to appeals and other 
proceedings within and from the Patent Office, were en¬ 
acted after some twenty years of effort to avoid the in- 

ft ft 

tolerable procedure under which four separate hearings 
could be had in the Patent Office and the Court of Ap¬ 
peals of the District of Columbia upon exactly the same 
reccrd; which could be followed by a suit in equity in a 
District Court with an appeal as a matter of right to a 
Court of Appeals, and a second proceeding by certiorari, 
at the option of the Court of Appeals or the Supreme 
Court: making a total of six or seven hearings on the 
same cause of action. 

That situation was all the more pernicious because 
for many years the procedure in our Federal courts and 

ft- ft^ JL 
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in many of the states, has been limited to only one lap- 
peal from a trial court with a certiorari proceeding at|the 
option of the Supreme Court of the United States, of of 
the particular state as the case may be. I 


HISTORIC PRELUDE TO AMENDMENTS OF I 
PATENT STATUTES. ! 

An investii»-ation of the United States Patent Oiffice 

! 

was made by a Commission on Economy and Efficiency 
under an Act of Congress api^roved August 21, 1912, and 
a report of the same was transmitted to Congress by a 
message from President William H. Taft on Decembfr 9, 
1912, to the 62J) Congress, 3d Session, (House of ij^ep- 
resentatives. Document Xo. 1110, q.v.); wherein it jwas 
recommended at page 13: | 

“That one appeal within the United States jPat- 
ent Office l)e eliminated; that the number of mem¬ 
bers of the board of examiners in chief of the Patent 
Office ])e increased from three to five; that all ap- 
])eals within the office be taken to that board; thaf its 
decision be the decision of the Patent Office; thatl the 
apj^eal therefrom be to the Court of Appeals ofl the 
District of Columbia as now allowed from the c|eci- 
sions of the Commissioner of Patents.’’ j 

It was further proposed at page 48 of that reporlJ: 

I 

would seem that so much of section 491p of 
the Revised Statutes xu'oviding for further proceed¬ 
ings in such cases should be repealed, and likejvise 
so much of section 4920 of the Revised Statute > as 
might be interpreted to authorize any further con¬ 
sideration of such matters.” 

I 

On or about August 1, 1924, a Committee on Patent 
Office Procedure was appointed by Secretary of the In¬ 
terior Hubert 'Work, with Honorable Thomas Ewin|>’ as 
Chairman, and on October 10, 1924 a digest of the Rejport 


14 


of tlie President's Commission on Economv and Ef- 
ficiency, supra, was prepared for the Committee, which 
concluded witli tlie following: 


“SUMMARY. 


The outstanding features of the Report of the 
Commission, which have not yet received favorable 
recognition, mav be stated as follows: 


“1. That the Commissioner should be relieved 
of all .iudicial duties; and that all appeals within the 
office shall go to the Board of Examiners-in-Chief, 
whose decision should be final and binding within 
the office on all questions of patentability and 
])riority of invention. 


“2. That the Commissioner should be assisted 
in his administrative work by seven supervising ex¬ 
aminers or inspectors, acting under the direction of 
the Commissioner, but without authoritv to direct 
the work of exaniiners: which would render the serv¬ 
ices of a second assistant Commissioner unneces- 


sarv. 

“3. That there should be no appeal from the 
decisions of the Examiners-in-Chief, except to the 
Court of Appeals of the District of Columbia, whose 
decision should forever bind all parties to the pro¬ 
ceeding; and that so much of Sections 4915 and 4920 
R. S. providing for further i)roceedings in or con¬ 
sideration of such cases, would be repealed. 


“COUNTER SUGGESTIONS. 

*^In view of the universal desire for some relief 
from the multiplicity of appeals which may now be 
taken, and for the purpose of inciting discussion, at¬ 
tention is called to the following counter suggestions 
which have been made, as to some other methods 
which might be employed to accomplish the same 
general results which are sought to be attained by 


the foregoing recommendations of the Presid|?nt\s 
Commission. | 

“1. That all appeals within the Patent (^fifice, 
which are made as a matter of right, shall be tfcxken 
to the Board of Examiners-in-Chief; except that the 
Commissioner shall have the supervisory power of 
accepting any appeals he may elect to receive by 
way of certiorari, and that in hearing and deciding 
such appeals, the Commissioner shall be joine(l by 
the two assistant Commissioners to make an a])pel- 
late tribunal ecpial in number to the Board whose 
decisions are reviewed. 

“2. That all direct appeals to the Court of A])- 
peals of the District of Columbia, (which are made 
u])on the Patent Office deposition record), shall be 
abolished; leaving to a defeated applicant the night 

' Su- 
e of 
Of- 
r of 


to proceed under Section 4915 R. S., either in the 
])renie Court of the District of Columbia or in or 
the Federal District Courts, wherein the Patent 
fice deposition record should be used as a matte 
right, (by an amendment of the law if necessary), 
and that record may be supplemented by additif)nal 

])roofs taken in open court.” j 

i 

The Digest which concluded with the foregoing sum¬ 
mary and counter-suggestions, was i)rei)ared by the first 
undersigned counsel, with the assistance of Messrs. Eu¬ 
gene G. Mason and George A. Prevost of 5Vashington, 
and with counsel and advice from Messrs. Henrv M. 
Huxley of Chicago, Jo Bailey Brown of Pittsbuf’gh, 
Henry X. Paul of Philadelphia, and sundry Patent dffice 
officials, including in particular. Doctor Mh A. Kinjian, 
First Assistant Commissioner, and H. I. Houston, then 
and now, an Examiner of Interferences. ! 

The deliberations of the Committee on Patent O^ce 
Procedure continued from time to time until Jul^’ 2, 
1925, when a sub-committee on rules and statutes ^net 
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with the committee on Patent Law Revision of the Sec¬ 
tion of Patents, Trade-Marks and Copyrights of the 
American Bar Association, of which committee Charles 
H. Howson of Philadelphia was chairman, for the pur¬ 
pose of ohtainin'g the active cooperation of that associa¬ 
tion in formulating and urging the passage of the legis¬ 
lation required' for simplifying procedure on appeals 
within and from the Patent Office. 

At the annual meeting of that association at Denver, 
Colorado, on July 15, 1926, a Bill H. R. 12368 which had 
heen introduced in the House of Representatives by Mr. 
Vestal on May 22, 1926, was modified by the Section, and 
as modified was approved by the American Bar Associa- 

I 

tion (Report of Proceeding 1926, pp. 61, 806, q.v.), and 
ultimately, as H. R. 13487, became the law on March 2, 
1927, which amended Sections 482, 4911 and 4915 of the 
Ihitent Statutes here under consideration. 

The further progress of the efforts to reform and 
simplify procedure in the Patent Office and the Courts, is 
set forth in the Report Xo. 1889, from the Committee of 
Patents to the House of Representatives in the 69th 
Congress, 2d Session, relating to the amendments to the 
Patent Statutes which were made by the Act of March 2, 
1927; which Report includes the following: 

‘^REPORT. 

“(To accompany H. R. 13487) 

‘'The'Committee on Patents, to which was re- 
ferre<l the bill (H. R. 13487) to amend the Statutes 
of the United States as to procedure in the Patent 
Office and in the courts, Avith regard to the granting 
of letters patent for inventions and with regard to 
interfering patents, having had the same under con¬ 
sideration, reports it back to the House with cer¬ 
tain comhiittee amendments and recommends that 
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the amendments be adopted and that the bill do 
pass. I 

^‘The bill is designed to remedy the procedure 
(a) in the Patent Office and (b) in appeals fronji the 

Patent Office. | 

i 

“The procedure on appeals in the Patent Office 
is antiquated. It was established by an act pqssed 
in 1861. At the time this act was passed the |pro¬ 
cedure was satisfactory to the inventors and mlanu- 

I 

facturers. The number of applications filed at jthat 
time was only 5,000 per year, and the nmnb(ir of 
appeals about 400 per year. Applications jnow 
amount to over 80,000 per annum and appeals to 
over 2,300. 

“This antiquated procedure on patents in the 
Patent Office was from the examiner to (1) ai:^peal 
to board of examiners in chief; thence (2) to Com¬ 
missioner of Patents; thence (3) to the Supreme 
Court of the District of Columbia, bv an act of 1893, 
changed to the Court of Appeals of the District of 
Columbia. After these three appeals the defeated 
I)arty could file a l)ill in equity under section 4915, 
and if again defeated could appeal to the circuit 
court of appeals. j 

“From this recital it will be observed that in 
patent cases under this antiquated procedure, t :iere 
are five appeals—practically an unheard-of thing in 
the courts except in patent cases. The long drg.wn- 
out course of appeals permitted by the present pro¬ 
cedure, of course, results in delay, expense, Tand 
great uncertainty. It fosters appeals by those Who 
can afford them to the disadvantage of those who 
can not afford to appeal, and in some instanc(?s a 
poor applicant can be delayed through five app(^als. 

“The shortest time in which a case can go 
through the entire course of patent appeals is ff*om 
four to five years, the time running approximately 
as follows: From examiner to board of examhiers 
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in chief at least nine months; from the examiners 
in cliief to the Commissioner of Patents six months; 
from tlie commissioner to the Court of Appeals, Dis¬ 
trict of Colnmhia. from one to one and one-half 
years: then if a hill in equity, if filed, it may take 
<i year in tlie District Court, and prohahly a year 
up to the time of final decision in the Court of Ap¬ 
peals. Of course, this may he greatly delayed and 
the time increased indefinitelv. 

“The i)roposed bill has for its object the sim¬ 
plification and reduction of the number of appeals. 
It provides for the creation of a new ‘Board of ap¬ 
peals’ in the Patent Office, consisting of the exam¬ 
iners in chief, the commissioner and assistant com¬ 
missioners. 

“Applicants may appeal direct from the exam¬ 
iner to this new ])oard of appeals, thus cutting out 
one a})])eal in the Patent Ollice. It then gives the 
option to the losing party to appeal to the Circuit 
Court of Appeals of the District of Columbia,'*' or 
to file a bill in equity under section 4915. 

“If the appeal goes to the Court of Appeals'*' 
and is defeated, the applicant’s right to appeal is 
ended. If on the other hand a bill in equity, if filed, 
under section 4915, the losing party has preserved 
his right to again appeal to the Circuit Court of 
Appeals. 

“It will thus be seen that under the proposed 
proco<luredhe defeated joarty has all the rights and 
remedies that he had under the old procedure, but 
the appeals are reduced so that there are but three 
appeals. 

“Xo ^’ood reason now exists for the bringing 
of two appeals in tlie Patent Office. The appellant 
has i)reserved all his rights because the appeal pro- 


* Since changed by amendment of March 2, 1929 to the 
United States Court of Customs and Patent Appeals. 
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posed under tlie new act is to a board consisting of 
tlie two appellate tribunals under the old act, n4nie- 
ly, the board of examiners in chief, and the Cominis- 
sioner of Patents. I 

‘‘The following' diagram gives in pictorial fLrm 
tlie present course of patent appeals and that pro¬ 
posed under tlie bill in question, H. R. 13-187. i 


PROCEDURE IX PATENT OFFICE AND COURTS 


PRESENT COURSE OF 
PATENT APPEALS 

examiner 


APPEAL TO BOARD OF 
EXAMINERS IN CHIEF 


APPEAL TO COMMISSIONER 
OF PATE.NTS 


APPEAL TO COURT OF 
APPEALS, D. C. 


BILL IN EQUITV 
SKC. 4915 


APPEAL TO COURT OF 
APPEALS 


PROPOSED COURSE OF 
PATE.NT APPEALS 

Under H. R. 13847 
S. 4812 

EXAMINER 


APPEAL TO NEW BOARD 0? 
APPEALS 

I.N PATENT OFFICE 


Appeal 
TO Court or 
Appeals 
D. C. 


appeal TO COURT OF 
APPEALS 


Bill is Equity i 
Sec. 4915 ! 


I 


‘‘The old procedure was designed to work rea¬ 
sonably well in a time when applications at the pat¬ 
ent Office amounted to a few thousand a year 4ud 
when appeals were relatively few. At the present 
time the numlier of applications for patents e\^ery 
year amount to between 80,000 and 90,000, and jthe 
number of appeals to the Board of examinersj in 
chief, 1,900, and to the commissioner about 400. j 
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‘‘The subject of changing the old procedure has 
been under discussion for more than 25 years. Some 
2() years ago Commissioner Dnell, afterwards justice 
of the Court of Appeals of the District of Columbia, 
urged that one of the two appeals in the Patent 
Office should be abolished, and later on Commissioner 
Moore asked Congress to ])ass legislation to accom¬ 
plish the same purpose. 

'‘The matter of procedure on appeals has been 
discussed by the bar again and again and at the 
present time the bar is almost unanimous in favor of 
the present bill, since it is advocated by the Ameri¬ 
can Bar Association, and has been approved by the 
American Patent Law Association (the National As¬ 
sociation of Patent Lawyers with members in over 
50 different American cities), as well as the New 
York, Chicago, Cleveland, and Boston Patent Law 
Associations. 

“Taking u]) the bill section by section: . . . 

“It will l)e seen that the pro])osed new section 
(482 R. S.) combines the commissioner and his as¬ 
sistant commissioners with the examiners in chief 
into one board of appeals and reduces the appeals 
in the Patent Office from two to one. ’ ’ 

It is obvious from the last paragraph cpioted above 
That it was the intention of Congress to create a Board of 
Appeals, “whose decision should be final,” as recom¬ 
mended bv the Commission on Economv and Efficiencv 

• « ^ 

in 1912, supra: so that in effect the Board of Appeals 
is the alter ego of the Commissioner, and has been so 
considered by the Patent Office Tribunals and the Pat¬ 
ent Bar ever since the Patent Law was amended in 
1927. 

The foregoing review of the Historic Prelude to the 
legislation here involved, shows that the same had 
been under constant consideration by the Patent Office 
Tribunals and the Patent Bar for a period of more than 
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twGiity-fivo years before the amendments of March 2, 
1927 were made; and that one of the principal purpjoses 
of the reform was to eliminate the antiquated and ii^tol- 
erable procedure of requiring an administrative appeal 
to be taken and disposed of before having recourse a 
suit in equity under Section 4915. | 

In other words, the new procedure providedj an 
alternative remedy, by permitting and in fact requiring 
an ai)plicant for trade-mark registration to make an flec¬ 
tion as between an administrative appeal or a suit in 
equity, as was so clearly pointed out by Mr. Justice Eobb 
in Alexandrine v. Coe, supra. \ 

The principal purpose and the universally recog¬ 
nized intent of the present law would be defeated, ii‘ an 
applicant for registration of trade-mark were required 
to prosecute an administrative appeal l)efore resordng 
to a bill in equity, as proposed by the pending decision 
of this Court in Parker-Kalon v. Conicay P. Coe, Op}n- 
missioner. Appeal Xo. 6490. I 

That proposal is believed to be contrary to the basic 
rule of decision of the Supreme Court in Baldicin v. 
Robertson, supra, and to be inconsistent with the deci¬ 
sion of this Court in Alexandrine v. Coe, supra. 

It is therefore respectfully submitted that jurisdic¬ 
tion of this cause properly attached in the Supreme Ccnrt 
of the District of Columbia, under §9 of the Trade-Mark 
Act and §4915 of the Patent Statutes; and that this ap¬ 
peal should be heard upon the merits. 

Very respectfully submitted, 

Harry Frease, 

Randolph C. Richardson, 

Attorneys for Plaintiff-Appellant. 

Joseph Frease, 

Of Counsel. 

Canton, Ohio, November 14, 1935. 
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In the United States Court of Appekls 
for the District of Columbia I 


OcTOBEK Teem, 1935 


No. 6467 1 

I 

I 

The Hygienic Prodects Company, appellan:!: 

.. I 

Conway P. Coe, Commissioner of Patents, 

appellee 


APPEAL FROM THE SUPREME COURT OF THE j 
DISTRICT OF COLUMBIA \ 


BRIEF FOR APPELLEE ON JURISDICTION j 

This case is before this Court on an appeal frQm 
a decree of the Supreme Court of the District |of 
Columbia dismissing a bill in equity filed undjer 
Section 4915, E. S. (35 U. S. C. A. 63, as amended), 
and seeking a review of the action of the Pate^ 
Office in refusing the registration of a trade mai^. 

At the hearing of the appeal on November ]t4, 
1935, the question came up whether under the 
decision of this Court in Parker-Kolon Corpora- 

30830—35 (1) 
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tion V. Coe, which had been handed down on 
November 11, 1935, the bill in this case had been 
prematurely filed and hence this Court was with¬ 
out jurisdiction to consider the appeal. The Court 
gave the parties time within which to file briefs on 
that question. 

The Parkei'-Kalon case did not come up to this 
Court on an appeal in a suit under Section 4915 
R. S. but on an appeal from the denial of a petition 
for mandamus where that petition was based on a 
decree issued' by the Supreme Court of the District 
of Columbia in a suit under Section 4915 R. S. 

In the decision in Parher-Kalon Corporation v. 
Coe, the Court, after stating the facts and referring 
to and quoting from the decision of the Supreme 
Court of the United States in Baldwin v. Robertson 
et ah, 265 U. S. 168, said: 

It is apparent, we think, that resort in this 
case to the court of equity imder Sec. 4915 
R. S. (Sec. 63, Tit. 35, U. S. C.) was prema¬ 
ture. ' Under the express provisions of Sec. 9 
an appeal from the decision of the Commis¬ 
sioner of Patents lies to the United States 
Court of Customs and Patent Appeals. 
After an unsuccessful appeal to the advisory 
supervision of that court, a defeated appli¬ 
cant for registration of a trade mark may 
resort to an independent bill in equity 
against the Commissioner. See Baldwin Co. 
Case, 265 U. S. at p. 180. 

In the present case, as in the Parker-Kalon case, 
the bill under Section 4915 R. S. was filed without 
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the applicant having first filed an appeal to the 
United States Court of Customs and Pa|:ent 
Appeals. I 

Such a procedure, that is, first an appeal to | the 
United States Court of Customs and Patent jAp- 
peals and then a bill under Section 4915 R. SL, is 
expressly forbidden by Section 4915 R. S. and Sec¬ 
tion 4911 R. S. as amended by the Act of 1927 1(44 
Stat. L. 1335), since these statutes provide remedies 
which are mutually exclusive. These two sections 
limit the applicant for patent who is 
with the decision of the Patent Office t 
either by appealing to the United States Courtj of 
Customs and Patent Appeals or by filing a |)ill 
under Section 4915 R. S., but he may not do bot^. 

Section 4915 R. S., in neither its original or 
amended form, makes any reference to trade¬ 
marks, but it was held by the Supreme Court of fhe 
United States to be so applicable in view of the 
language of Section 9 of the Trade-Mark Act. See 
The Baldwin Company v. Robert son and R. S. 
Howard Company, 265 U. S. 168. In the decision 
in that case the Court said: 

* * * We have in the cases cited given 
the closing words of section 9 a liberal con¬ 
struction in the view that Congress intended 
by them to give every remedy in respect to 
trade-marks that is afforded in proceedings 
as to patents, and have held that under thepm 
a bill of equity is afforded to a defeated alp- 
plicant for a trade-mark registration just as 


dissatisjaed 
) a remedy, 
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to a defeated applicant for a patent. It is 
not an iindue expansion of that construction 
to hold that the final words were intended 
to furnish a remedy in equity against the 
Commissioner in every case in which by sec¬ 
tion 9 an appeal first lies to the Court of 
Appeals. 

Section 9 of ^he Trade-Mark Act, at the time that 
decision was rendered, read as follows: 

Sec. 9. That if an applicant for registra¬ 
tion of a trade mark, or a party to ,an inter¬ 
ference as to a trade mark, or a party who 
has filed opposition to the registration of a 
trade mark, or party to an application for 
the cancelation of the registration of a 
trade-mark, is dissatisfied with the decision 
of the Commissioner of Patents, he may ap¬ 
peal to the Court of Appeals of the District 
of Columbia, on complying with the condi¬ 
tions required in case of an appeal from the 
decision of the Commissioner by an appli¬ 
cant for patent, or a party to an interference 
as to an invention, and the same rules of 
practice and procedure shall govern in every 
stage of such proceedings, as far as the same 
may be applicable. 

At the time the decision of the Supreme Court of 
the United States in Baldwin v. Robertson et al, 
was rendered. Section 4915 R. S. read as follows: 

Whenever a patent on application is re¬ 
fused,' either by the Commissioner of Pat¬ 
ents or by the Supreme Court of the Dis¬ 
trict of Columbia upon appeal from the Com- 
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missioner, the applicant may have reipedy 
by bill in equity; and the court having j cog¬ 
nizance thereof, on notice to adverse pa^’ties 
and other due proceedings had, may adjjidge 
that such applicant is entitled, accordiiig to 
law, to receive a patent for his inventioii, as 
specified in his claim, or for any part thereof, 
as the facts in the case may appear. |And 
such adjudication, if it be in favor ofi the 
right of the applicant, shall authorize | the 
Commissioner to issue such patent onj the 
applicant filing in the Patent-Office a (iopy 
of the adjudication, and otherwise comply¬ 
ing with the requirements of law. Inj all 
cases, where there is no opposing partj^, a 
copy of the bill shall be served on the C|om- 
missioner; and all the expenses of the pro¬ 
ceeding shall be paid by the applicant, 
whether the final decision is in his favor or 
not. I 

That section, as amended by the Act of 1927, 
reads as follows: 

Whenever a patent on application is re¬ 
fused by the Commissioner of Patents, jthe 
applicant, unless appeal has been taken fijom 
the decision of the Board of Appeals to jthe 
United States Court of Customs and Patent 
Appeals, and such appeal is pending or nas 
been decided, in which case no action ma}| be 
brought under this section, may have remedy 
by bill in equity, if filed within six months 
after such refusal; and the court having cpg- 
nizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge 
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that su^h applicant is entitled, according to 
law, to receive a patent for his invention, as 
specified in his claim, or for any part thereof, 
as the facts in the case may appear. And 
such adjudication, if it be in favor of the 
right of the applicant, shall authorize the 
Commissioner to issue such patent on the ap¬ 
plicant filing in the Patent Office a copy of 
the adjudication and otherwise complying 
with the requirements of law. In all cases 
where there is no opposing party a copy of 
the bill shall be served on the Commissioner; 
and all the expenses of the proceedings shall 
be paid by the applicant, whether the final 
decision is in his favor or not. In all suits 
brought hereunder where there are adverse 
parties the record in the Patent Office shall 
be admitted in whole or in part, on motion 
of either party, subject to such terms and 
conditions as to costs, expenses, and the 
further cross-examination of the witnesses 
as the court may impose, without prejudice, 
however, to the right of the parties to take 
further testimony. The testimonv and ex- 
hibits, or parts thereof, of the record in the 
Patent Office when admitted shall have the 
same force and effect as if originally taken 
and produced in the suit. 

It mav be noted that Section 4915 R. S., as in 
force prior to 1927, contained no provision as to the 
time within which the bill shall be filed after the 
decision sought to be reviewed, nor any provision 
that applicant must first take an appeal to the 
Court of Appeals of the District of Columbia. 
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I 
I 

It was ruled by the courts, however, that thd| bill 
must be filed within the time fixed by Section 4894, 
R. S., for the filing of a response in the Pa'^ent 
Office to a rejection of an application for patenj:, or 
show that any delay beyond that time was exbus- 
able. See Gandy v. Marble, 122 U. S. 432. | 

It was also ruled that a dissatisfied applibant 
must exercise his remedies by appeal before Ming 
his bill of complaint, and hence after 1893, vffien 
this Court was created and given appeals from the 
Patent Office, including appeals in interferences, 
he must first a^Dpeal to the Court of Appeals of | the 
District of Columbia. (McKnigJit v. Metal Vola^ 
tilization Co,, 128 Ped. Rep. 51, and Prindle v. 
Brown, 136 Fed. Rep. 616.) ! 

While in its decision in the case of Baldwin v. 
Robertson et al,, supra, the Supreme Court of !the 
United States referred to a case where ‘‘an appeal 
lies to the Court of Appeals” and also said that the 
purpose of Congress by Section 9 of the Trade 
Mark Act was to give defeated applicants in [the 
Court of Appeals the same resort to a courtj in 
equity as was given to defeated applicants for pat¬ 
ents, so far as the same was applicable, it is sjib- 
mitted that the reference to the appeal to the Court 
of Appeals of the District of Columbia 'was merely 
descriptive of the then procedure and was not in¬ 
tended to be determinative of the question of wljiat 
procedure was to be followed and what were jhe 
conditions precedent to filing the bill if and wljen 
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Section 4915 R. S. was amended. The general lan¬ 
guage of the decision shows that it was intended, as 
stated therein, to assimilate the practice in trade 
mark cases to the practice in patent cases, and the 
reference to appeals to the Court of Appeals was 
therefore not necessary to the decision. 

This Court, in the case of Chase v. The United 
States, 7 App. D. C. 149, said, with reference to the 
construction of an amendment to a statute: 

* * * 1887, being amendatory 

of the previous statutes, must, in the ab¬ 
sence of restrictive terms, or something in 
the nature of the subject matter that would 
indicate such restriction, be taken to have 
the same general and extensive application 
as the statutes to which it is an amendment, 
except as otherwise expressly provided. 

The Supreme Court of the United States, with 
reference to the construction of a decision where 
general statements were made that were not neces¬ 
sary for the determination of the questions under 
consideration, said in Pacific Steamship Company 
V. Peterson, 278 U. S. 130: 

It was stated, in general terms, in Pan¬ 
ama R. R, Co, V. Johnson, supra, at p. 388, 
that the statute ‘‘extends to injured sea¬ 
men a right to invoke, at their election, 
either the relief accorded by the old rules or 
that provided by the new rules. The elec¬ 
tion is between alternatives accorded by the 
maritime law as modified * * And 

see Engel v. Davenport, supra, at p. 36. 
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But this general statement does not define 
the scope of the election or the precise alter¬ 
native accorded—a question which was not 
involved or discussed in either of these ca^es. 
And while an incidental statement in |the 
Engel case, at p. 36, if taken broadly, mi|ght 
well be understood to mean that the righ|; to 
recover compensatory damages under jthe 
new rule was granted as an alternative to jthe 
allowances covered bv the old rules, inclkid- 
ing maintenance, cure, and wages, this was 
at the most a general expression respecting a 
particular as to which no question Was 
raised—no allowance for maintenance, cure, 
and wages being there involved—which 
ought not to control the judgment in a sub¬ 
sequent suit when the very point is pre¬ 
sented for decision. 

It would seem to follow that the proper constriic- 


tion of the statutes above referred to is that afj:er 
the passage of the 1927 Act a dissatisfied party! to 
a trade-mark proceeding had only the rights, with 


respect to Section 4915 R. S., that are provided by 
that section as amended by that Act. 

A similar construction was made with reference 
to the effect of the amendments to Section 4^94 


E. S. on the rulings as to the time within whiclj. a 
bill in equity might be filed. 

In Gandy v. Marble^ supra, the Supreme Coqrt 
of the United States, after stating that the tiijne 
within which the bill must be brought should be 4^- 
termined by the provisions of Section 4894 R. 
and stating that the time fixed by that section of t|ie 


I 
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statute for filing an amendment in the Patent Office 
was two years, said: 

* * * In the present case there would 

be no compliance with the requirements of 
law% in view of the delay for more than two 
vears, unless it be shown to the satisfaction 
of the dourt that the delay was unavoidable. 

Section 4894 R. S. was amended in 1897 to limit 
the time for response in the Patent Office to one 
year and in the case of Westinghouse Electric & 
Mfg, Co. V. Ohio Brass Co., 186 Fed. Rep. 518, the 
Court held that the bill was filed late because not 
filed within one year of the decision of the Court of 
Appeals of the District of Columbia, thus applying 
to the determination of the question of time for 
bringing the bill the amended section rather than 
the section as it existed before its amendment and 
as stated in the decision of the Supreme Court of 
the .United States in Gandy v. Marble, supra. 

That these statutes have been construed by the 
Patent Office and the interested attorneys as above 
suggested is shown by the fact that several cases 

involving trade marks w’ere filed in the Supreme 

( 

Court of the' District of Columbia. At least seven 
of these came to trial, four of which did not reach 
this Court, ho appeal having been taken from the 
judgments rendered therein. The three which 
have come before this Court, in one form or an¬ 
other, are the Alexa'ndrine v. Coe. No. 6107; the 
Barker-Kolon Corporation v. Coe. No. 6490; and 
the present case. No. 6467. In none of these cases 




was any suggestion made that the bill, which! was 
filed within six months of the decision of the Com¬ 
missioner of Patents, and without first having 

I 

taken an appeal to the United States Courf: of 
Customs and Patent Appeals, was prematurely 
filed. 

If the above is the proper interpretation tp be 
given to the ruling of the Supreme Court of the 
United States in Baldwin v. Bobertson et cd. and 
to Section 4915, R. S., as amended, then the bill 

I 

in this case was not prematurely filed and | the 
appeal is properly before the Court for consider¬ 
ation. 

R. F. Whitehead, 

I 

Solicitor for the Patent Office, l 
Attorney for Appellee. 
November 20,1935. i 



